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I. KEERHTEDEER
The legal system of the US Trademark System

M. 3EVO0—EXEEPEEZEQOBRICOVTHBALTTFSL, |

Please explain the relationship between common law and US commonwealth trademark law.

Common Law Trademark Rights vs. Federal Trademark Registration

The difference between a common law, or unregistered trademark and a federally registered
trademark lies in the amount and geographic reach of your protection.

Common Law Trademark Rights

Common law trademark rights go to the business that uses the trademark first. And you can only
enforce a common law trademark in the geographic area where the trademark is used.

For example, if you sell a product only in southern California, your common law trademark may
prevent another business from selling the same type of product under a similar name in Los
Angeles. But you will not be able to prevent a competitor from setting up shop with your name in
San Francisco or elsewhere in northern California. And if your competitor is the first to use the
trademark in San Francisco, its common law trademark rights may prevent you from expanding
into that market.

If you were the first user, common law rights may preserve your right to use your trademark in
your geographic area, even if another business gets a nationwide federal registration for the same
mark. However, common law trademark rights can be hard to enforce because there is no public
record of your trademark or when your trademark use began.

Federal Trademark Registration

To obtain federal trademark registration, you must file an application with the USPTO and have it
approved. Registering a trademark with the USPTO gives you a legal presumption that you have
the right to use the trademark nationwide and prevent others from using a similar mark for the
same types of goods or services.

A business in southern California with a federal trademark registration can use its federal
trademark rights to prevent a new business from using the trademark on similar goods or services
in San Francisco, New York, or anywhere else in the country.

Federally registered trademarks are listed in the USPTO database, potentially deterring others
from adopting a similar mark. Federal registration also gives trademark holders the right to file a
lawsuit in federal court to enforce their rights. Federal registration also makes it easier to apply
for foreign trademark registrations or to stop the importation of infringing goods.

Common Law Trademarks and Trademark Searches

Before using a trademark or applying for federal trademark registration, it's important to conduct a
thorough trademark search. A trademark search will show whether your mark infringes on someone
else’s federal, state, or common law trademarks. A comprehensive trademark search has at least
three components:

- A search of the USPTO database. Federal registration will be denied if your mark is confusingly
similar to another registered trademark. “Confusingly similar” means that your mark is similar to a
registered trademark and is used on the same type of goods or services, so that the public might
be confused about their source.

- A common law trademark search. A common law trademark search can identify a business in
your locality that already has common law rights that are superior to yours. It also can find out—
of—town businesses whose common law trademarks may hinder you from expanding or limit your
rights if you decide to register your mark with the USPTO. A common law trademark search might
involve searching business directories, phone directories, and the internet generally.

- A state trademark search. This involves searching databases for one or more states to find
marks that have been registered with states as business names, trademarks, or trade names. A
preexisting state trademark registration may prevent you from using your trademark in that state.
The trademark search is an important tool for identifying barriers to using your name, logo, or
other trademark, and it increases the likelihood of a successful registration with the USPTO.
Protecting Your Common Law Trademarks
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The symbol TM signifies that you claim common law or state law trademark rights or that you
have a pending application for federal trademark registration. When you place a TM on your
trademarks, you notify others of your trademark rights. This can deter copiers and competitors
from using your trademarks on their goods or services.

The registered trademark symbol, ®, is reserved for trademarks that are registered with the
USPTO.

As with all trademarks, common law trademark enforcement is up to the trademark owner. If you
don't take steps to prevent others from using your marks, you could lose your trademark rights.
Enforcement means taking action if you learn that another business in your area is using your
trademark. A trademark lawyer can advise you on the appropriate steps to take.

Common law trademarks can protect your business name, product names, logos, and taglines, but
the protection is limited. For more comprehensive trademark protection, consider registering your
trademarks with the USPTO.

(*)—X :https://www.legalzoom.com/articles/what—are-common-law—trademark-rights)

Excerpt from Recent Compumark Search

(Some states have stopped sharing information)

Data Information

This search report covers State Trademark data updated on 10/19/2018. While we make diligent
efforts to secure timely updates from

each state, the currentness of trademark information varies by state. See the chart below for the
dates of most recent registration for

each state.

+ Indicates that our trademark database for this state contains images, packaging samples and
specimens of use filed with

trademark applications.

* Because of the manual nature of data collection for Puerto Rico, we are unable to guarantee
that all records through the

coverage date are included.

REGISTRATIONS

STATE NAME THROUGH STATE NAME THROUGH

ALABAMA + 04/30/2018

ALASKA +12/14/2017

AMERICAN SAMOA 03/29/2005

ARIZONA + 12/15/2017

ARKANSAS 08/31/2018

CALIFORNIA + 04/11/2018

COLORADO + 08/31/2018

CONNECTICUT + 07/10/2018

DELAWARE + 12/23/2016

FLORIDA +09/30/2018

GEORGIA + 07/31/2018

HAWAII + 08/31/2018

IDAHO 04/27/2018

ILLINOIS 05/31/2018

INDIANA + 12/06/2016

IOWA + 06/30/2018

KANSAS + 09/30/2018

KENTUCKY + 09/30/2018

LOUISIANA + 08/31/2018

MAINE + 03/31/2017

MARYLAND 07/11/2014

MASSACHUSETTS + 04/30/2018

MICHIGAN 07/31/2018
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MINNESOTA + 04/30/2018
MISSISSIPPI + 12/07/2009
MISSOURI + 12/29/2017
MONTANA + 10/27/2016
NEBRASKA + 08/31/2018
NEVADA + 06/30/2018

NEW HAMPSHIRE + 07/07/2004
NEW JERSEY + 05/31/2018
NEW MEXICO + 02/27/2017
NEW YORK + 06/21/2017
NORTH CAROLINA 06/28/2017
NORTH DAKOTA + 06/30/2018
OHIO 11/29/2017

OKLAHOMA + 08/03/2016
OREGON + 06/30/2018
PENNSYLVANIA 06/30/2015
*PUERTO RICO 10/19/2018
RHODE ISLAND + 12/23/2016
SOUTH CAROLINA +01/30/2018
SOUTH DAKOTA + 03/28/2018
TENNESSEE + 03/31/2017
TEXAS + 08/11/2017

UTAH + 04/14/2018

VERMONT + 05/02/2018
VIRGINIA + 12/29/2017
WASHINGTON + 10/23/2017
WEST VIRGINIA + 02/13/2017
WISCONSIN + 03/28/2018
WYOMING + 08/31/2018
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2. X EBEEEMEDOBERICOVTHRHALT T, |

Please explain the relationship between US trademark law and state law.

1. What is a state trademark registration?

The United States has a two—tiered system of trademark protection: federal and state. A federal
registration, under the Lanham Act, gives the registrant rights throughout the entire United States
and its territories and possessions; a state registration gives the registrant trademark rights only
within the territory of the state.

The rights and protection afforded by one state’ s trademark laws may differ from those afforded
by others’;: however, most states have adopted some version of the Model State Trademark Bill,
which is patterned after the federal trademark law.

2. How does one obtain a state registration?

State trademark applications are filed with a state’ s trademark authority. The specific forms and
fees payable with an application vary by state. Some states review the application for conflict with
other existing registrations in the state’ s database, while others do not.

3. How do state trademark registrations differ from federal trademark registrations?

- Trademark authority: A federal trademark registration is issued by the United States Patent and

Trademark Office. A state trademark registration is issued by a state office, typically the Secretary

of State’ s office (e.g., the State of Arizona Secretary of State’ s Office or the New York Department
of State’ s Office).

- Use requirements for registration: A federal trademark registration is available only for marks used

in interstate commerce or commerce between the United States and another country. One may also

apply for federal registration before actual use of the mark, based on intent to use. Purely intrastate

use of a mark—that is, within only one state—is not sufficient to obtain a federal trademark
registration. Intrastate use is sufficient, however, for registration of a trademark in that state. Only
some states will permit applications based on intent to use or on the reservation of a mark. One

may file for both federal and state trademark registration if the mark is used within the state as well

as in interstate commerce or commerce between the United States and another country.

- Presumption of validity and ownership: A federal registration provides a presumption of the validity
of the ownership by the entity or person identified in the registration records.

A state registration may, in some states, be admissible as prima facie evidence of (1) the validity of
the registration of the trademark; (2) the registrant’ s ownership of the trademark; and (3) the

registrant’ s exclusive right to use the trademark in that state in connection with the goods and

services specified in the certificate, subject to any conditions and limitations stated in the certificate.
Although the first person to adopt a mark as a trademark has a common law right to prevent others
from using a similar mark in a manner that is likely to confuse consumers, regardless of registration,
one may not acquire state common law rights in a mark that is already registered in that state unless
the registration has lapsed or the mark has been abandoned by the registrant.

A federal registration has priority over a state trademark registration if the federal registration was
obtained prior to the state registrant’ s application date; this remedy may be used only by the federal

registrant, by petitioning the court to cancel the state registration.

- Basis for other filings: A federal registration can form the basis for filings in other countries, such

as an International Registration under the Madrid Protocol. A state registration cannot form the
basis for filings in other countries.

- Customs recordation: A federal trademark registration can be used to stop unauthorized imports

at the U.S. border, but a state trademark registration cannot.

- Geographic area of registration: As noted above, federal trademark registration provides protection
for a trademark, as well as constructive notice of the validity and ownership of the trademark,
throughout all 50 U.S. states. A state registration protects the mark, at most, within the borders of
the state and does not protect the mark in the rest of the United States.

- Use of the ® symbol: The owner of a federal trademark registration may use the ® symbol. A state
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trademark registration does not confer the right to use the ® symbol.

- Other differences: A federal trademark registration may provide for federal jurisdiction, attorney
fees and costs, and possible incontestability. In exception cases, generally those involving willful,
malicious or fraudulent conduct by a party, a state trademark registration may also provide for the
court to award costs and attorney fees. Obtaining a federal trademark may take from 9 to 16 months,
whereas obtaining a state registration is usually a quicker process, sometimes taking only a few
weeks, and is less complicated and costly than a federal registration.

4. What role can state laws play in trademark-related issues?

In addition to offering state—specific trademark registrations, state laws can serve important
functions in the area of unfair competition law and related fields. State dilution laws survive alongside
the federal statutory scheme, providing different standards of liability based on more extensive and
varied bodies of historical case law. State common law often fills in registration gaps in enforcement
proceedings and, along with unfair competition and consumer protection statutes, continues to
provide alternative theories of liability. Other state statutes afford additional remedies beyond those
available under the Lanham Act, and rights of publicity still arise only from state law. More broadly,
state contract law provides the framework for trademark agreements and state tort law governs
claims of licensor liability, trade libel, tortious interference and many other issues that arise in the
commercial use of trademarks.

V—X:

https://www.inta.org/ TrademarkBasics/FactSheets/Pages/State TrademarkRegistrationsUSFactS
heet.aspx)
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3. ¥EEBEEEFEREHIEEEOBRICOVTHRALTFSLY

Please explain the relationship between US Trademark Law and Unfair Competition Law.

Under both federal and state law, trademark infringement claims generally require the plaintiff to
show two things: (1) that it owns a valid, protectable trademark in which it has rights senior to the
defendant’ s; and (2) that the defendant’ s use of its mark is likely to cause confusion because of
its similarities to the plaintiff’ s mark. The facts underlying these claims may differ significantly from
case to case, and claims such as false advertising or dilution require the pleading of a different set
of facts, but most trademark cases will center on these two basic issues.

A. Federal Trademark and Related Claims
1. Lanham Act § 32: Infringement of a Federally Registered Mark
In order to assert a claim under Section 32, the plaintiff must allege in the complaint that it is the

owner of a federal registration; that the defendant used a mark in commerce “in connection with
the sale, offering for sale, distribution, or advertising of any goods or services”; and that such use
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is “likely to cause confusion, or to cause mistake, or to deceive.” Ownership of a federal trademark
registration on the Principal Register provides the plaintiff with prima facie evidence of the mark’ s
validity, the registrant’ s ownership of the mark, and the registrant’ s exclusive right to use the mark
in commerce. A federal trademark infringement claim also carries potential remedies, including
damages on a variety of theories and injunctive relief.

2. Lanham Act § 43(a): False Designation of Origin/Unfair Competition

If the plaintiff does not have a federal registration for its mark, the Lanham Act nonetheless provides
the basis for a trademark suit under the law of unfair competition. The critical difference in an unfair
competition case is that no registration provides prima facie evidence of the validity of the plaintiff’ s
mark. The plaintiff therefore should be especially careful to allege that it uses the mark and has
used it in a manner establishing prior rights over any rights the defendant may have.

3. Lanham Act § 43(a): False Advertising

These are usually cases in which a competitor has falsely disparaged the plaintiff’ s goods or services
or has falsely claimed the superiority of its product over the plaintiff s.

4. Lanham Act § 43(c): Federal Dilution

The trademark dilution plaintiff must allege in its complaint that

1. Its mark is famous;

2. The defendant is using the mark or a similar one in commerce;

3. The defendant’ s use started after the mark became famous; and

4. The defendant’ s use of the mark dilutes the plaintiff’ s mark by blurring or tarnishment

5. Federal Anticybersquatting

The Lanham Act also includes protection against the use of infringing Internet domain names in the
Anticybersquatting Consumer Protection Act (ACPA). The ACPA offers the successful plaintiff the
ability both to obtain damages and to have the domain name transferred to the plaintiff or cancelled.
Actual damages and profits, plus costs and attorney’ s fees, are available, or the plaintiff may elect
to receive statutory damages of $1,000 to $100,000 per domain name at the

court’ s discretion.

B. State Law Claims
1. Common-Law Trademark Infringement and Unfair Competition

Common—law trademark infringement can be based on essentially the same facts as federal
trademark infringement, but without the need for the plaintiff to own a federal registration. A count
for common-—law unfair competition often is included alongside the federal count

2. State Statutory Claims

In addition to the common law, many states have statutes providing for registration of marks and
enforcement of a party’ s rights in its registered marks. many states also offer statutes dealing with
trademark—related claims such as false advertising, including the Uniform Deceptive Trade Practices
Act and “little FTC Acts.” These statutes largely provide remedies that overlap what is available
under federal law or the common law, and they usually are pleaded and decided along similar lines.
The trademark plaintiff should ensure that it pleads all applicable such laws in its complaint to be
certain that all possible remedies are available to it.
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(:iﬁ%ﬁ%u H&# B> TERLTNAY—RTT,

4. Lanham % 43(c) : EFDHRIE
BREOEFREDFEEIE. LTOEEFLEITAIEIBEYEE A,
(1) ZOBEENERLATHDHE
(2) #HEX. mIE LR—XIFELOEEFFERLTILNAIE
() HEDFERIE. TOEENE AT, FRSN-Z&. ZLT
(4) EENZTOEELFERALI-EIZKY ., REDEIZED blur XX tarnish Si=C &,

5EFDRHYA/IN—RIT vk

Lanham EIZ(&, RYA/N—RIDYNBEEEREEL (ACPA) IZBITAREAVA—F YRR ALY
ZOFEAICHETIRELSENTIET, ACPA (L. BSRLI-BESICIBERELERL. FAMY
BEBREICBEIEDIN., TEMYETENTEDLIICTIHREFRHELET . EBROEE
BREHLFRICEELFAETERALAFARETHY., HAWIFHFFTOHEICKY . FAMUE
£12$ 1,000~$ 100,000 DIEERELXFRENZ(TEHENTEDLETBHENTEET,

B.MEICH T

1.3€>vA— L@Fﬁ*ﬁ*&1§itTIE s
OEVO—LFOEZERE L. EHEIEZENRELAENICRILERICEDI(IENTEETAH.
Jﬁib\E#ﬁ”ﬁ’ﬁﬁﬁ?éz\%(i%u&ﬁh JEVO—LEDFREFHFFOFERIE, LIELIEER
EEDOERICEDOETEENTLET,

2 MEICEDER
QEVA—ITNAT, ZLOMTIE, BEDBHRELZDZHREFEDEFDITHEEZEDLETHH
VET, ZLDOMTIE, HIZIE, EBLEEOHRHMERRHNE ZIETECIERRSIZTEREKIZ
BUEREEDFEREMYBSRENEDONTNEY,
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NoDESIE EREFEIEVO—ICEDVWTHATMRELGELDELTER T IEREL
T DLDT, BEIEHRDFRTEIRSN . RESNFTT . BREDOREIEL. TDFAICH
WT,BRTEETHY. ENOT RN TOREFEFERAF AR THSI_LETDIHERTILEN
HYFET,

4. BIZIE, 200052 X DI TAIL =7 M THRICOWTEIE A ZEMABAEL. 200142 Y
Noa—a—IMTEEAZEARBL. 2002 F£ICKEEMEFZHBEZL., EREFLIMEL-BE.
XEYDERBRIXESBYETHI?

For example, in 2000, Company X started using Trademark A on clothing in the state of California. In 2001,
Company Y started using Trademark A in the state of New York. What happens to X and Y ?

In such a case, Company X’ s rights will not extend beyond the state or region in which it sells its
goods (if it ships goods to New York or near New York, that would likely be sufficient to assert
common law rights against Company Y). Company X will not be able to enjoin (stop) Company Y,
and Company Y will not be able to enjoin Company X. The parties may obtain “concurrent use”
registrations, per the guidance provided in the Trademark Manual of Examining Procedure (TMEP):

ZTDEITIGE X L OEF L, BRERTETIMELIEBEBAFEA(E RN Z2—3—
FhEZa—3—VITREINDIGEE. Y T E2FVA—DEFEERTHDIT+HHHEL
NEBA) XHIZY HEZLEDHBIENTET Y HIIXHRITHLELZTHIENTEEE A,
MAEEX. (RFERAIDOEEE. EEEFEEEZE (TMEP1207.04(a), 1207.04(b),
1207.04(c),1207.04(c)) DIRFEIZH > TREBE T A EMNTEET,

I. ERE=

Usage principle

(1) EREHRLERIH

Usage principle and registration principle

5. XEBEEOERERIDOVTHALT FaLY, |

Please explain the usage principle of US Trademark Law.

- “Actual use” system derived from English law.

- It is not fair to grant federal trademark rights to a person who is not using his or her mark in
commerce.

- It is not fair to allow persons to reserve marks for too long

- “Deadwood” is not a good thing. Current audit system.

- Barrier to entry into mark for newcomers is not a good thing.

- Purpose: In principle, trademark law, by preventing others from copying a source—identifying
mark, reduces the customer’s costs of shopping and making purchasing decisions, for it quickly
and easily assures a potential customer that this item—the item with this mark—is made by the
same producer as other similarly marked items that he or she liked (or disliked) in the past. At the
same time, the law helps assure a producer that it (and not an imitating competitor) will reap the
financial, reputation—related rewards associated with a desirable product. The law thereby
encourages the production of quality products and simultaneously discourages those who hope to
sell inferior products by capitalizing on a consumer’s inability quickly to evaluate the quality of an
item offered for sale. Qualitex v. Jacobson
Products(https://en.wikipedia.org/wiki/Qualitex_Co._v._Jacobson_Products_Co.), 514 U.S. 159
(Supreme Court 1995).

THEOFERAIFIEFEREICHET S,

-5 L EREEALTOVENWEICEREIREEZ 5T S LI NETERNIE,
BEDENHFVICRVEAR. HEIEFRETHT A LEHFSINGNIE,
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THBERIFBWIETIENCE, BEDERRATLEISHE,

RS AEZBDI=-ODEIEADS AEEIR N ETIEHEWNIE,

-BH):RBIEL T, EEEIE. A EATE RS EEDEMES LT HIEICKY . HEEDEA
PEAERREDFTWZEIHTHIEDOTHA L, TNIX, BEICITFE o= (Ff= Xk Eo7)
EICR— RITFELUDOEEN TSN TS E, TIECKRSICZTDE AR — DR EE(C LY B
BEINTERIBLHEMNLTT, BFIC, BIEEFHEFZL T, EHERFHAFETEIELEEL
WEGICEAL TS L. STHICEA T AMENEZ B ELODEERIETHADICRILBET , EEEX.
TNICKY. EREOEROEELXERL. FFIC, RESN-EROREZ I CICEIFFMmTELR
WHEEICHL TS BLEERERFTLEISIETIANRERESE&LIETHEDTHYET,
Qualitex v, Jacobson Products. 514 U.S. 159 (Supreme Court 1995)

6. RIEFEA (Concurrent use) [CDWTHRBALTTFSLY, |

Please explain “concurrent use”.

See above.

EERECSETE,

(2) BROER

Use of Trademark

7. ¥BIcET3 EEOFEAIORBIZ OV THEALT TS, |

Please explain the content of “Use of Trademark” under the US Trademark Law.

901.01 Definitions

The power of the federal government to register marks comes from the commerce clause of the
Constitution. Section 1 of the Trademark Act, 15 U.S.C. § 1051, permits application for
registration of “a trademark used in commerce” (15 U.S.C. § 1051(a) ) or of a trademark that a
person has a bona fide intention to use in commerce (15 U.S.C. § 1051(b)).

Section 45 of the Trademark Act, 15 U.S.C. § 1127, defines “commerce” as “all commerce which
may lawfully be regulated by Congress.” Section 45 defines “use in commerce” as follows:

The term “use in commerce” means the bona fide use of a mark in the ordinary course of trade,
and not made merely to reserve a right in a mark. For purposes of this Act, a mark shall be
deemed to be in use in commerce——

- (1) on goods when—

- (A) it is placed in any manner on the goods or their containers or the displays associated
therewith or on the tags or labels affixed thereto, or if the nature of the goods makes such
placement impracticable, then on documents associated with the goods or their sale, and

- (B) the goods are sold or transported in commerce, and

- (2) on services when it is used or displayed in the sale or advertising of services and the
services are rendered in commerce, or the services are rendered in more than one State or in the
United States and a foreign country and the person rendering the services is engaged in
commerce in connection with the services.

901.01 &%

EHRBANEREEZ T AERIE. BEOEEMEFEICE DV TWET, BEEFE15.15
U.S.C. §1051 &, TEX5| EEASIN TLVAE4ZE1(15U.S.C. § 1051 (a) ) 1= ILERE| LD EIELZfEH
ERZALTWSEDEEDEHFEEZFILEI (15U.S.C. § 1051 (b)),

BEEEE 45%.15US.C.§ 1127 (X . TERBIJIZDWTCHERHZENEEZMIZTHIENTESLTA
TOWE|IEEELTVVET 5 FIFUTOXISIZ. TSI LOFERIZEELTLVET,

TES| EDFERIEVSAEIL. EEOIMEIBRETOEENDHELFEREELL., BIZEFRET
B=OIZOHFITON-LDTEHYERA. COZEFEODEM L., EEXRSI LFERINTIVSE
DTHITNIERYEREA -
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(DAE&IZTOVTIE

(A)ENDALDEEFETHN., ARLLIIZDBEHR LT ENICEEST HRTMIC. X(TZh
[SARFENBET RIFFANIVICHEN, RIZZOERZDHEELZD LT HIENTELE
EF. ZDBERELITZOREICEHTHEHICMHSh., IO,

(B) ZDEMMAEEIICENTIRFTESN DN RXIFEESNDIEE,

()Y —ERIZDVTIE, ENH, —ERDRFEFFEFICESVTHEAELIER TSN, A
D, ZDHY—ERANEBIZENTRESN DN RIFZDH—EZXMN 2L EDMRIFHEIZEHL
TR#EIN, h D H—EREZRHITHIENZEDH—ERICEET HIEIIHELTLDIGE,

8. KLEMERIEEDNERLEEBDONENERMEELES. SISHICEOLNZBENHYETH .|
I heard that advertising is not allowed for use of trademark, but are there exceptional circumstances
where it is allowed?

Yes, in terms of specimens of use, generally advertising is not acceptable. However, advertising
and promotional materials can be transformed into displays used in association with the goods

[T, ERAEKRICEALTIE, —RICGEHFFIZFANONERE A LOL, GESSVRIREM L.
ERICEAELTERASNSTARATLAICERSEHENTEET

9. BAMSAA—Ryb ECHEBEFLTRARELE RFELTVDIEE. RETOERICEYET b,
In a case where trademarked goods are advertised to be sold from Japan into the US through the
Internet, is such acts considered to be “use of trademark” in the US?

No, unless consumers can purchase the goods directly through the website.
WWAHEBEELN DI TUA D O EEBREBATLIZENTELVLRY., EEDFERALIEROL
hEtA,

Your Clothing Emporium  Home Ptoducfs/Abouf Us Contact

: t-shirts jackets [ accessories
| Teeyak™ / |
Keeping you cozy.™

Teorok™ Nylon Teaysk ™ Flooce Tooynk ™ Brort
2178 3190 L 2190 |

BUY ONLINE NOW!

Proud 10 be an independent business, i

T. Markey. #nc. Ordering
et et o @Lmarkey.com Information |
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Home Products About Us Confact

4 !
1007 polyester nit insediook G.3 on 100 “- 7‘ AL conon 4.3 op 100% cepanic fine jorsey Comon
Sizres Available: 5. M, L, XL, XXL
<10 [ l 3.""-‘00»:
o Destig
- (555) 555-5238 Quanitios;
Ordering
Information
b e ot
Coeringhicld. VA 20314
Ordering
Information
’ ar e NOT LOCGED 1IN - SIGN 1IN 1O MY ACCUUNT
JEWELRY SHOP - JOIN
HOME OUR STDRY SHOP ONLIRE JOIN OUR TEAM LOGIN

RING IN THE NEW YEAR WITH OUR RINGS.™ GET STARTED!

16 /65



lntellx Inc. - Aboct laspiral Condoms Page 1 of 3

It s ndeed  shunning work,
3 Koutiug hed "

Inspiral
Insufficient

Sere Toh T o b e

IMO0Ee s ragied by the natural besutiful curves of &
Navds seastel

e imsprm o wee  Mark
Py Mamsan

Condoms nd lenger 100K o 8 e MU condoms

That's why ispira i 850 called & Condomioy ™ condon. The bokd sraly of
Imapiral CONGOr work 1 8 padenied “s0rrg actor”, muking sculing rpes when
worn on e penis. Theso sokals give fantaiic Moton 1o Dol partens.

1 OFer words, e Dg s0ial 10 o e condom dings $Tugly 1 1o pens Nead atd
Pen Saists 300 hems ol sround . Just 29 you 0o creatng CRAZY sexval iriction]
Pat coedom, part by

Ny whoacy he mOst 1aed aDOUL Mew CONSOM N D workd

IO 5 noependerdy rided “my & ™ CONCOM M User Sufveys Sroe 1994

Wirle inspral's pAax Ourves 500 more plaasing fiction . e edually excling pood
rews i Imapiad iy » YgleSipped condor grvag B unmakches shengh
charactensicy

A condom wih bosuBhs Grves was never bekre sossbie undl now! npiral 8 8
stre of e o condom made by & palenied ew proces deveioped n nda

Dr AV K Regdy, MD. 5w okl desgner Pe New York Times calls e

QW Q-8B G Fwm firma @ 55 2-. 83

N e Y

B e e e e s T T i L
B 20N BN My VRt B AL 1 RO R G O M T BAARS  ZA Tonds war watiant (s b
b vos

17 /65



10. XEDEBRET. ARV EFICEHEZERRIXNIEVOBRICEHEEZRTLTULIIES . BEDHE
AELTRHONBZTLEID,

Is it accepted as “trademark use” in the case where a trademark is indicated on panels and other actual
merchandise at US exhibitions?

In order for “use in commerce” to occur, there must be a first sale of goods, or a first rendering
of services. So, if a trademark is used at a trade show or exhibition, this may not be good enough
to establish use if no sale or provision of service. If a trade show exhibitor is taking orders at the
trade show, then the exhibitor may be able to properly assert use in commerce.

For goods, a picture of an exhibit at a trade show may be acceptable as a specimen of use
(display associated with goods), if the mark is shown at the exhibit, and the goods are clearly
shown or referred to. The specimen of use is worthless, though, if no first has occurred!

For services, a picture of an exhibit a trade show may be acceptable as a specimen of use as
advertising. The specimen of use is worthless, though, if the services have not been provided in
commerce in the U.S.

G EDFERITHA=OICIF. BRDORADDRTE., FFY—EADRIDRENVET
T, LI=A o T BEA I — R a—PRIRETHEASNTLSIEE . REDLT—ERDRHENA
WEEIZIEREZELTDICIETATEHYER A F(L—Fa—DHEBRENNL—F3—TiE
X2 TWS5E ., HEEIRSI LOFERZLTWDEERTEFY,

BMICOVTIE, Ffb—F a3 —TORTRGDEFEL. BRETEENARTIN, BaAHRE
[FBRINTWDEEL. ERAERERICEETIRT) ELTRITANONDIGEENHYFET .
LML, RPICIbEILGINE, FRERREFGYEEA !

H—ERDVNTIE. BREDEENLGELLTOFERRAELTRFANONDIENTES
o LOL, RETY—ERNEEMICRESN TOEVMES  BRARKLEFAYER A,

11. B LEERZBEAHNS10A1HICEEL, 11A1BICKEZERL-LE. XETOFER
BAtE B XL D TT h,

When is the first use date in the US in the case where trademarked goods were exported from Japan on
October 1, and cleared US customs on November 1?

As noted above, “commerce” is defined as “all commerce which may lawfully be regulated by
Congress.” If there a contract between the trademark owner and a U.S. company and a sale has
already occurred, then I think that we could say October 1st, because Congress can lawfully
regulate the contract. However, this is a difficult point of law, and it is generally unclear, so we
would recommend claiming November 1st, =MD 71=IZ, The language in the application is “at
least as early as,” so the trademark owner is not precluded from arguing that October 1st was the
date of first use in commerce if a dispute arises. We would suggest that the date that the ship
enters U.S. waters would be a better date to select than the date that the goods clear customs.

If the ship is Japanese, and there is no contract of sale between the Japanese company and a
U.S. company, the date of first use in commerce would likely be the moment the ship enters U.S.
territorial waters. If the ship is American, and there is no contract of sale between the Japanese
company and a U.S. company, the date of first use in commerce would likely be October 1st (but
there is no case law on this question, as far as we know, so it is difficult to answer).

EROLS TEREIENEEMICERICE>TRHAITEDT R TOEMSI I EERINTNE
9 BEMAREREEELORICEZHILHY . REMNBRISITHIATWSIEEIEL. 10 A1 BTH
BHEERTDENTESTHAIEBMLET . BELL, BREEEMICZNERT T HEN
TEAMHTY LWL, ChITER LR#EL R THY  —RIIZITFHATH L0, SDF=HI
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(3)

A1 BZERIDEEZEBOLEY HREDFFEIINDLGELREH D=, EFNREL
=5HA.10 A1 BABEENICRYICERSNATH o ETRTDIEFYIToNEREA. B
RAERAL-AB&YL. MAAREDBEICASI-AN KYRWTHAIERNETDT,. RED
HZERELFT,

HLURMA BAMET, BAEELXERHOMICRERNN GG S BEMNICHKAICERS
n=BIE, AL REEEICASBRE THAREASVTY  LLRMAT AUAMRFET. BX
DEHEREDRHEDOMISEERZIMNZMES . BRMICRAICERASN-BIZ 101 BE
BAHTHAIERWET, (L. FTAOHMARYZDRICET2HBIEHYVER A Fo T BEF
#LLVTY,)

EHRESE
Declaration of Use

12. BTk, BETH, EFBEZLTIEH1C, XEBEEHERICIIERZELOICIEELE
T, FASENERSNZREIZBN T, FOLSITHETNIEBRLTLEID,

BAMICHRICE, OFEALTWWER. OFEAFETCHEATLIHENGLVER. OFERAFTETHE
FAOEELNMEVLE R, DFEALLZLIELALGOAN, bt DB ZREHR T S-OIEELTEE-\E
. OFEROTTREE IV, BAOHE - BROEEFRICETATLSEHK. AHBYET,

Our company has been covering broader scope of goods in filing US Trademark Application in the
hope of broader coverage, even though no protection will be given if our company does not use
the mark on all of the designated goods. How should we designate goods in filing the US trademark
application?

Specifically, we have the following kinds of goods and services;

(1 goods on which a trademark is used, @) goods intended to be surely used ,

@ goods intended to be probably used, @ goods on which a trademark may not probably be used
but we wish to be cover just in case, B) goods on which a trademark will not surely be used but
we want to cover to exclude third parties

It is noted that multiple-based applications are permitted in the U.S. A request to divide can be
submitted at some point during prosecution.

In this case, we recommend filing a Japanese application and obtaining a Japanese registration (or
a registration in a country where the client has a real and effective commercial establishment), to
rely on a foreign registration basis in the U.S. application. The following bases are possible in a
U.S. application:

- Actual use (actual use is required)

- [only for filing] Foreign application/priority basis (a bona fide intent to use in commerce is
required — the USPTO will not inquire as to bona fide intent, however, an applicant may be called
upon by a court to provide evidence of bona fide intent in a dispute with a third party) — use
requirement is waived.

- Foreign registration basis (a bona fide intent to use in commerce is required — the USPTO will
not inquire as to bona fide intent, however, an applicant may be called upon by a court to provide
evidence of bona fide intent in a dispute with a third party) — use requirement is waived.

- Intent—to—use basis (a bona fide intent to use in commerce is required — the USPTO will not
inquire as to bona fide intent, however, an applicant may be called upon by a court to provide
evidence of bona fide intent in a dispute with a third party) — use requirement is NOT waived
(Statement of Use will be required).

©) e Under an actual use basis, these goods are OK.
e Under a foreign registration basis, these goods are OK.
e Under an intent-to-use basis, these goods are OK.
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@ e Under an actual use basis, these goods are NOT OK.

e Under a foreign registration basis, these goods are OK.
(Evidence of bona fide intent may be required in litigation)

e Under an intent-to-use basis, these goods are OK.
(Evidence of bona fide intent may be required in litigation)

3 e Under an actual use basis, these goods are NOT OK.
Under a foreign registration basis, these goods are probably OK.
(Evidence of bona fide intent may be required in litigation)
o Under an intent-to-use basis, these goods are probably OK, but may be difficult to
include these goods in a Statement of Use in the future.
(Evidence of bona fide intent may be required in litigation)

@ e Under an actual use basis, these goods are NOT OK.
Under a foreign registration basis, these goods are probably OK, but not in litigation.
(Evidence of bona fide intent may be required in litigation)

e Under an intent-to-use basis, these goods are probably OK, but may be difficult to
include these goods in a Statement of Use in the future.
(Evidence of bona fide intent may be required in litigation)

(5) e Under an actual use basis, these goods are NOT OK.

e Under a foreign registration basis, these goods are NOT OK.
(Evidence of bona fide intent may be required in litigation)

e Under an intent-to-use basis, these goods are NOT OK.
(Evidence of bona fide intent may be required in litigation)

NOTE: There is no defensive trademark system in the U.S.

BEHOERETRTACENKERFEEZTAERICRADONTVNARILIZSEE TN, FHEDH
AEFERTHEIEERTHIEMNTRETT,

COBE. KEERBICEWTHEZERICE OCHEFT 5012, BABREZEITL.,. BADZEH
(FIFEEN ODBREDEELOEEMIAFETIEICHEITEHEZH) EMBTHEEHENDL
F9, KEHEET AR, TaEOEBETRETIIENTEET,
HEDOFERBEIZFERTIDHENHYEY)

[HEDAINEHFE/ BEEICE O (EENICHERTIHELERNVLETY, - USPTO (&
BEZRSZLEHYELADN. FZBLEOMEIZENTIE, HEATEHFANSERERIZE
THINDIREZERINSZEAHYET ) - FREHEFRBRINFET,
NEZFICEO(BHENIZERTIHELERNVDETT, - USPTO IFEEZMSZLIEH
YEEAD, E=BLEOMEICHWTIE, HEEAXEHFASERERICE T AINDIRHEE
BERINBZZENHYET ) - FREHIERRINET,
(FARAERICEID((EEMIZERITIARLEERSVLETYT, - USPTO (FEEXMS_LIEH
YFERADN, E=ZBLEOHEIZENTIE, HEANZREHFASERAERICEATINNIZEE
BERINBZZENHYET,) - FREHERBRINFRA, FHAEZZDREAROONE
ER)

@D | HEOFEREZERELLIGE. CMODBEMRIE OK TY,

-%El”‘ﬁé%ﬁmtu—tan Mo DE MK OK TY,

FRAEREERLLIIGES. CNODOE ML OK TY,

@ -iﬁ%@ﬁﬁﬁégﬁmau—iﬁn LCNODE&SRIE OK TIEHYEL AW

NEZFREERELIZGE. ChoDEMIE 0K TY ., GRAICEVLWTHELGER

D FELA W \%&%Ab\w)ia“ )

FRAEREZEBRLLIIGES. CNoDEMRIE OK TY, (FREAICEVLWTHELER
DA W \%&%Ab\w)ia“ )

@ |"BREOFERAEEBLLIGE. ChoDBEMRIEX OK TIEHYFEH A,

NEZFEERELELGEES. ChoDERIEEZTHE OK T, (FREAIZHLNTH
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ELERDOIMABELGHEENHYET )

FRERZEMRLLEEES. ChoDERIEEZL< OK TIA, 5K, Chod
BarFERAEEZICEHLIDEFH LV ELNFEE A, GREAICBWTHER
ERDOIINABELSZEENHYET,)

@ | -BEQOFEFAZEBELE-BE. CNODOBERIE OK TIEHYFEE AL

-NEEFEEBLELIZIGES. CNODERIEEZTH OK TTH, SREATIE OK T
T30y, GRERICBWTHELGEERDIIMANELGSEEAHYET,)

ERAEREERLLIGE. CNODBERIEEZS OK TTH., K. ChoD
BamZFERAEEZICEHIDEFH LN ELNEE A, GREAIZCBWTHER
ERDOIINABELSZEENAHYET,)

® | -BEQOFEFAZEBELE-BE. CNOSOBERIE OK TIEHYFEE A,

-NEZFEERELZEE. ChoDBE&RIE OK TEBYFEH A, GREAIZELNT
HELERDIEMNDLEGIZEENHYET,)

-FHEREZERLLIGE. CNoDE ML OK TEHYFEF A GREAICENT
HELEROINABELISEEAHYET,)

FKREICIEBEEEREEHYER A

13. PIRIEBHA—D—TIL. E 23 EOARCE 20 8D EMETINLILA—H—EARHT B0,
B OBHBRREINESRNIVLEHDOSRIL)ZT/IRUVIILA—h—EDE 25 EOERICAEFTT S
EDHDED . BEBEOREIL. Z<DIBE. E23E. £ 24BITMAHBBOE 25 BT OV THEER
TBHEIILTVWET . CcDIFE. 25 EOEMIE, HERR T, BREEANICRETEEL=0,
BRERENICEEEE2ZBFEA. cCOISILBRDEEIXERE LR Y TLESIMN?

Generally, fabrics manufacturing companies are selling their threads (Class23) and cloths (Class 24)
under their own trademarks to apparel manufacturing companies. Bearing this in mind, fabrics
manufacturing companies are often applying for Clothing (Class 25) in addition to Classes 23 and 24. At
the time of filing, however, fabric manufacturing companies can not specify clothing and thus are obliged
to enumerate many kinds of specific goods (Class25) which may be made of thread or cloth. Is the above
designation manner appropriate?

No, probably not.
LA, BELLESITIEHBYFEE A,

4. FRESENERSNDBEEEE T THRALTTEL|

Please explain the situations where Declaration of Use is required.

The bases of a U.S. application are:

RKEHBEOERIIRDEESY T,

Basis Declaration of Use Declaration of Use Declaration of Use
Required at Filing Required to Required for
Register Maintenance and
Renewal
Actual use Yes Yes (submitted at | Yes
filing)

Foreign No Not applicable. Not applicable.
application/priority
basis
Foreign No No Yes
registration basis
Intent-to-use basis | No Yes Yes
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va | wmmanes | amepues | EOOETECE
ENERINSH MERINLHH BRENDA
REDFER Yes Yes (HFERFICIRE) Yes
SNE No - _
BRIE
SEEE No No Yes
FHER No Yes Yes

15. OFERICES<HE. QEAREOHETEREELN I
HE. OEHDBEEOMADEEICERNHYET N,

Is there any difference in degree of proof among (1) Application based on use, @ Use after the
registration allowance, @ Use between the 5" and 6 years after registration Proof, @use at the time
of renewal

e . QR FERE5~6 FHOM®D

No difference.

EBWEHYFEEA,

16. RN HEZHTEEZE B E( Post-Registration Proof Use Audit Program)[C DLW TEIBAL T T &L

Please explain about the Post—Registration Proof Use Audit Program regarding evidence of use.

Please note the following example of a post—registration office action based on the audit program:

BEETNTSLIZEKERROBERTDHZRICRLET.

17. A DIRZITHREFIE( Post—Registration Proof Use Audit Program)id., &8k 5~6 &
BOFERAEEE#RELI-VDOISHLTTH-T, HERCEFBEOLD XM RICESHENENSE
BTEULTLEID,

Is post—Registration Proof Use Audit Program about only Proof of use submitted at the time of 5% to 6"
year from the registration and does this program work against proof of use submitted at the time of
application or renewal?

All Section 8 or Section 71 declarations of use are eligible to be audited. A description of the
program can be found here:

https://www.uspto.gov/trademarks—maintaining—trademark-registration/post-registration—audit—
program

Here is wording from a recent office action:
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The Sectons 8 & 15 Combmed Affidawit, recerved on Mewvember 27, 2017, 15 otherwise acceptzble; however, the holder/owner of the
registration must comply with an audit as explained belowr.

Eegistration Selected for Andit

The USPTO 15 perforoung random audits of US tademark regishations to assess and promote the acowacy and mfegnty of the trademark
register. See 37 CER. $52.161(k), 7.37(k). This registration has been randomly selected for audit to determine whether the mark 15 m use with
all of the goods and’'or services 1dentified m the remistration.

To comply with the audit, you mmst subnut proof of use of the registered mark for two addibional goods and'or seraces per class. Id If proof of
uze for the goods and'or services identified is not available, the identified zoods and'or services and any other goods and/or services not
currendy in wse should be deleted from the regiztration.

Therefore, the owner or holder'owner must subnut the following:
(1} Proof of current use of the registered mark in commerce for the following goods and'or services:

-glectrome game softwrare for handheld electronic devices; and
-laptops; m Infernational Class 9; and

(2} The following statement, venfied with an affidavit or signed declarston wnder 37 CF.E. §2.20: “The owner or holder'owner was
using the mark in commerce on or in connecton with the goods and'or services identified m the remstration for which use of the mark m
commerce 15 claimed, as evidenced by the submitted proof of use, during the relevant period for filing the affidavit of use™ 37 CFE
§52.161¢h), 7.37(h).

Acceptable proof of use for goods includes photographs that show the mark on the actual goods or packaging, or photographs of displays
associated with the actual goods at their pomnt of sale. A tag or label that 15 not shown affixed to the goods is not acceptable proof of use.

Similarly, a package that does not show or 1dentify the zoods therein 15 not acceptable proof of use. Acceptable proof of use for sermvices meludes
signs, photographs, brochures, website pnntouts or advertisements that show the mark used in the actual sale or advertisig of the services

FTRTD8EXIE T FEZEN, EEXMRELGYET, 7OV SLDHRBAIIZZIZHYET:
(https://www.uspto.gov/trademarks—maintaining—trademark—registration/post-registration—audit—
program)

BEDORESHODESHIIUTDOEESYTY,

2017F11B27HICZMELI-FE8- 15FBAELELZITANLGNEN., BEOREEIL TR
[ZERBAT B EEICREDESTIEALELY,
BEEXDEOHISERSA-2E%
EIEEBO IS M ZELIRET 2-OIKEEEEFEDOIUE LGEBEUSPTOX
EELTLWET , COEERIE. %@ﬁ&‘—‘ebﬂ‘ﬁﬁﬂﬁiéhf:?dtwﬁ&Jsotlﬁ/if:tif&a"%(:o
WTHEASNTLWANEIHIEZHIIT B-HDEBED-HIZSS LITEIRSN -,
BEEDH.RHTEIZ2 O@Lﬂuo)ﬁnn}actz)‘/if’[ifﬁ%%@’_&fiﬁ*ﬁo)1§ﬁﬁnJ.—tEEE?EHj L%
Hmifmm\ BENE-ERRV/ RIIEFEOFERIANSAFTELEMGS  HEESNT-E
RO/ RFEFBAVICHEFASNTOGMEOE R R U/ XIEEFH T EFENSHIBREN N
ETHS,
PE-T, BBFERFLUTOLOERELLZITAIELSEL,
(MROBERBLV/FIEBFOEELDOEFEIZOREDFERDOIIHL
ERREFS—LYINOIT
Sy Ty T\ (FEE) RU
(2)CFR $37%& 220 [CED(EEHMREF-IIBRAYVELEETRIISNT-ZUTDEBR, IFr
FEII. FHEZENRHIN-HHORM. BRH SN -F R KYERRSN-EZEDFERHL
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BELGO TV HEERARB LV T EBICHEL TERMICERENFTAEICLYERSH
TUW=CEICFRE375 2.161(h),7.37(h)

Bl DWW TOHFB TR E AL, REOEAFE X AEICHEFEEMLLEEER, FEE
BORFEFRTOERICEETITIRTILIDEEREEEL BT DOV TO A AT REL AL
WIZIE BIR, TR, /2Ty, DTS A ORI, F-EEBEORBORFTEFEEIC
FERINIEREERTLENEEND,

18. RIC. HEATHEEEROFERICHLTEREDHY ICHELT, #FE~BENERTLIIES.
EAEFIIZFEHYILDOEHEZZH-BREERLSA T, FHMNEFRELE-ERICONT
(X, EEZRITIMYEINGL, EWVSERTELLTLE D,

In the case where the USPTO authority issue a notice to the trademark registrant notifying that there is
a doubt about proof of use on some of the designated goods, if the trademark registrant delete the goods
in question among the designated goods, will the remaining goods of the designated goods be kept alive ?

FHEICOWTIX, LEEDER 17 ZZRL TS,

19. FRESENERSEE, NELUITT b, MFHR, B, . 7R, FTHAEATLEATEEY
Mo RKEREBALELTEEIH,

Who is suitable to be the signer of a Declaration of Use? Can even a director, general manager, manager,
sub—manager, or a subordinate be the signer? Can a US agent be a signer?

The TMEP states the following about who can sign.

- Verified statement of facts. A verified statement in support of an application for registration,
amendment to an application for registration, allegation of use under § 2.76 or § 2.88, request for
extension of time to file a statement of use under § 2.89, or an affidavit under section 8, 12(c), 15,
or 71 of the Act must satisfy the requirements of § 2.2(n), and be signed by the owner or a
person properly authorized to sign on behalf of the owner. A person who is properly authorized to
verify facts on behalf of an owner is:

- (i) A person with legal authority to bind the owner (e.g., a corporate officer or general partner of
a partnership);

- (ii) A person with firsthand knowledge of the facts and actual or implied authority to act on
behalf of the owner; or

- (i) An attorney as defined in § 11.1 of this chapter who has an actual written or verbal power of
attorney or an implied power of attorney from the owner.

Yes, a U.S. attorney may sign on behalf of the applicant/registrant. Sometimes this is NOT
recommended when a dispute with a third party is possible, because the attorney could be called
as a witness with respect to the accuracy of the content of the declaration. At our firm, we have
a policy of not signing on behalf of the client unless we receive confirmation that ALL of the
goods/services in the application/registration are in use in commerce under the mark.

TMEP L. M BL TEANIZDOVWTUTDELESITRRTINVET,

BEROBEESNI=AT—RAVL, BREBEXIFTOREASNIZZAT AL BHRHFEICOWN
TOMMIE. §2.76 F/=[£ §288 ITLHHEANER. §289 [CELKFAEZEEZREIHHHED
SERIER, FLEEBR. F 1250  F 15X BT FITERIEEEL, §22(nDEHE
WIS NEELT MEEFEHEE RO TELTIERDHLIENBELT HLEM
Hd. IABICRO O TERERER I HERIBELIAT SIS TODAZLTOBEY,
(BB ZART SEMEREZR T HE BIRIE, N—rF—vT OBITRBEFEER
SIis—kF—),
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(i FBRICOVWTEENGHNBEALTEY. TRAEDOLOIITH T 5O DBEERME T
TOERZRTHE, &

(i AED §11.1 TERIN=HELTTHOT. RROEEETIFXAEICIDERFEIERTR
DIEREFRBENLFTNDE,

[FLKEDOFELNHBEN/ BHREEORDYICERTHIIENTEET . E=HLOHEN
FRENDGZERICIE. ChIFHESNFER A, GELGL, FEIAEEORBDOERESIZEL TR
AELTBHBENEFREMEN HDH-DTY . RLADEHBATIL., HFE/ BROBR/ZRBFEDTRT
AEE| EFERAESN TWASENSHERZZELELRY KBAICRHOO TERLLGEVWARHZR ST
L\ij—o

20. BIROEEEAD, PIZITEIH a, b, c EE10%d, e, f DIFA . BIROEAFEBAIL. TDiE
EEADT RTIZOVTRERATIBENHYET N,

In the case where the designated goods are, for example, Class 9: a, b, ¢ and Class 10: d, ¢, f, is it
necessary to prove use of the trademark on all those designated goods?

WWNZ, 2L HEEX EZFRICBVWTHEESN TOW S 2 TOEMICERIEANERSINET,

21. BRMNISTARIOE S, TROBSHROERZIH I WIT, BRISTARIOEREEALL T
RBOLIETH,

In the case that the following combined trademark is being used, can evidence of use of the combined
trademark be accepted as proof of use of the trademark “STAR”?

4

RAB—
L A B

(LY, BIIDFEEIL 65% M5 5% TT , ZLDBEEIL. 1 DOEEEIL 2 DOEIZELTEE
BIENgEETHIENTEET, BIZIL:

T select Spectum

. ——

LERERFI1OOEERIE2ODEFREEZ LN,

J0—F
Fraud

i22. 2O0—FIZDWVTEBALTTFELY

Please explain about fraud.

This image was created by John Welch of Wolf Greenfield in Boston and helps to explain fraud:

CDRAA—DIE KRR DIILT )= T4—ILED DI I )L FIZE>THER S, 7B—F

" FRAUD-O-METER™

Gross
Negligence

Reckless

Negligence B _ Disregard

Willtul
Intent

Inadvertence



Medinol decision by TTAB: 2003
In re Bose decision by CAFC: 2009

During the Medinol era, declaring use of good under a mark in a declaration of use was sufficient
to have a registered mark cancelled.

Now, in the Bose era, a “smoking gun” is required.

New fraud is “lack of bona fide intent” for applications filed under intent—to—use, foreign
application/registration basis, and Madrid Protocol.

Swatch Z{4 (http://ttabvue.uspto.gov/ttabvue/ttabvue—91187092-OPP-83.pdf)
(Swatch AG v. M.Z. Berger & Co., 108 USPQ2d 1463 (TTAB 2013) [precedential])

- MARK: IWATCH

 Goods: [Class 14] Cases for clock and watch—making; Cases for watches and clocks; Clock and
watch hands; Dials for clock—and—watchmaking; Diving watches; Jewelry watches; Parts for
watches; Pocket watches; Stop watches; Watch bands; Watch bands and straps; Watch boxes;
Watch bracelets;

- EVIDENCE:

- Trademark search report

- Internal e—mail about conversation with examiner at USPTO

- Pictures or renderings (drawings) of product for advertising (never used)

- CONCLUSION: NO BONA FIDE INTENT [Viewing all circumstances objectively, we cannot
conclude that applicant’ s actions reveal a bona fide intention to eventually use the mark in a real
and legitimate commercial sense on any of the identified goods at the time it filed the application.
Therefore, we find that opposer has established, by a preponderance of the evidence, that
applicant lacked a bona fide intent to use the mark IWNATCH at the time it filed its application.]

TTAB IZ& 3 Medinol (&5 : 2003 4
CAFC |Z& 5 Bose 5 : 2009 £

Medinol FrXIZ(E. EAEZHFOEFED T TOEMDERAZERY HLIE. BHEFEIYHE
TOI+5TL

IRTED Bose FfLIZIE. TBABALEEHL (smoking gun) 1DV ETY,
Ff-mon0—KRiE, FHER -SEHE/ZEF RUOIR)YREBEEED T THINI-HEICDOT
TEFELGEERNLZLNZETT,

Swatch E&
(Swatch AG v. M.Z. Berger & Co., 108 USPQ2d 1463 (TTAB 2013) [precedential])

‘BH4Z  IWATCH
‘B &k [ R 14] Cases for clock and watch—making; Cases for watches and clocks; Clock and
watch hands; Dials for clock—and—watchmaking; Diving watches; Jewelry watches; Parts for
watches; Pocket watches; Stop watches; Watch bands; Watch bands and straps; Watch boxes;
Watch bracelets;
“REHL :

EIERRELR—F

‘USPTO DEEELONEHILGEFA—IL

LEROEROEELEILUAIT (BE) (ERSNTLVELY)
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FEam MERGHEAEELNLEL (TRTORREFHNICERINIE, HBADITAL ., REEH

[CIREADELLES| LOERT, HERRAICBVTHEESAEROVT WA IERT 5
ELREBDHoERR DT LIETELL, LA > T, HEEAD Z O HFERF A THIHE

LSRN
IWATCH Z# ¥ ARMELERERNTINV-CEZ . RERILANENOBBIZE->TEEAL=E
DERDHB)

23. {EERE MM, Class 9:a, b, ¢ U Class 10:d ,e, f W55 a [TDWVTHAEALTLNDIZEEICHLY
T. ST RTITDOVWTHERALTWSENERAEESZREHLI-LE. EBF LEDLSICHYRhN
FIH,

A trademark owner filed Declaration of Use on all the desighated goods despite the fact that a trademark
is used only on the goods “a” among the designated goods, Class 9: a, b, ¢ and Class 10: d, e, f. In such
case use, how will the trademark registration will be handled?

The USPTO will not inquire. However, if a dispute with a third party occurs, and the trademark

owner can only prove use in connection with Good “a,” all of the rest of the goods will be deleted.
However, the registration will likely remain alive. Before the Medinol case, the whole registration

would have been cancelled. Now, the standard to prove fraud is too high. A “smoking gun” is

required.

USPTO [ERIWVEH A L. E=FBLOMENREL., BIEEELE Rl EDBEETHOAFE
FZIBATESES . BYDERIETTRTHIBREINE T, LHL., BRIIMHIFSNLEELS
LYo Medinol BHIZHEWLTIE, EFREARHILIYESNEL -, IRETIL, 7JO—FZEEATHEEL
B9 EF¥E9, [BHRLEIH (smoking gun) 1M ROSN S,

Il HE

Search

24. RITBEDREZTBAIILETA)YREBRZTTEL,|

Please tell us about the merits and demerits of conducting a trademark search.

Merits:
‘Protects the client from investing a lot of money in a brand that may have to be changed

-Gives the client a good idea about how a mark, and similar marks thereto, are being used in the
marketplace

-Some registrations can be cancelled by third parties based on common law. A registration can
still be vulnerable to attack many years after registration. Japanese trademark users are
accustomed to registrations that are strong. A trademark search increases the stability and

predictability of a registration.
Demerits:

‘Expensive
olf concerned about cost, client can choose a knock—out search or a USPTO Only search (not

common law), and the client can choose to have the law firm only use the USPTO database
and/or the Internet, to save on outside vendor fees (such as Compumark or Corsearch)
‘Cannot predict exactly what will happen (trademark searches evaluate the risk to a client, but

sometimes it is hard to predict how an examiner will rule)

Ak
- BRELBHNEGOLGVAIREMEDH ST IURICELDEEERT I HIEEMHC ZEA T AE
ERBYFET,

MIHICENT REEROENICEUL-ARENE DBEFRASN TLSAIZ DN TIHER

ERAHENTRERYET,
—HMOERIE. EVOA—ICE DV TEZFITI>TMYEIN SN HYFET  EERIT.
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ZRBLAELREICHLTHB THAATREELAHYET . BEADEEZEL—F —(F, BE
BREVLSEDICIEBNATWET, BIZRAEL., BEORTEMEFAMREEEZESHET,
T Ak
- BEELHE
BRICEALTE IKBEAIX/YvOT7 2 —FF =L USPTO DA DIFE (AEO—TIEA
LVZEBIRTBENTE KEA X USPTO DT —ER—RB LW/ F = FA2—R D
HEFERTHEITKY, SRR A — (Compumark 42 Corsearch 7 E) DERFINZ 52 &
- ISR CAINEIEREICFATIHILETEEFEA (BEIZREXKEAIC)RVEEMLET A,
EBEENEDRSICHIRT E2NETFTRTEHEITIRE#ETT, )

25. AEOFEIOVTHA TS,

Please tell us about the examination method.

The examination method of the search is conducted by trying to think like an examiner. We ask:
are the marks similar? Are the goods/services related? Is the cited owner still using the cited
mark? Did the cited owner submit inaccurate or untruthful documents to the USPTO?

FEDAHZEIE. BEEDLIICEZADEITE S TITONET . HRFLUTOIEEZREIILET ., -
BRI LD ? B mm/ KRB ILEET 50 7 5| AR BE X F L5 AEmEEEALTLS
M2 5IAEEDOHAEEIL. REET I HLXEZE USPTO [TIRELEMN?

V. [l tan]
Trademark Application

(1 ERDFFE

Identification of trademarks

26. SLABHIEICOVTHET 5548, 6 IEFRHTIVENHBYETH . MBRRLLETTH ?
For filing applications for three—dimensional marks, is it necessary to submit 6 views drawings? Is a
perspective view needed?

No. It is only necessary to submit a sufficient amount of drawings to show the full mark.
Regarding “perspective view“, there is no strict rule. Here is an example:

LWWR, B2 EEERTTH=0I12, TR HENREFIRETSHETTY IFERIIZDOLT
[TELWIL—ILIZHYERE A, ULTIZHZERLET,

Applicant must request exception to rule that only one drawing is allowed by filing a Petition to
the Director (government fee: $100)

HEAZ. REICHBEZIRET ALY 1 MDA THINSEWSHINEERLEITNIEES
TYFEE A (ENFEH 100USD)

27. BEICKYIAEREHELTEAHBZL, ChZ2ERICREICSYIFEBREZRELTRE
HEZL-LE, BEETREBOHONEIT S,
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In the case where a three—dimensional mark is identified by using photographs in filing a Japanese
application, is it possible to enjoy a priority right in a US trademark application when identifying the
same trademark by using drawings, not photographs?

The USPTO requires that the drawing in the U.S. application be a “substantially exact
representation” of the drawing in the supporting foreign registration. If the drawings are truly
exact and clear, it should be OK. However, there is no set rule, and it would be a case—by—case
decision.

USPTO (&, RKEHFBEOREIL. BEEDERESNNEZFICETHRE D EEMICIEFHEL
REITHAHALZERLEY  HENRLICEHTHETHNIL OK T 7=1ZL. FEDHRANIK
BESNTELT . T—ARNAT—ADREELGYET

28. ;?f%’&%ﬁi?‘@ﬁi?é%ﬁtﬁ]ili Ty EDTABCIDEHTHET HHELES
EL\ \0

Is there any difference between the standard characters and gothic character of “ABG”?

No.
EWIHYFEE A,

29. BENXFEHISLLIBEXYZOBEAHEZERICLT, BEXFTHELXYZ [2OWTKEHEE
TH5HE. BEETRIEIEOOATTHN,

In the case where a trademark XYZ of the basic Japanese application is represented in a standard

characters, is it possible to enjoy a priority right in the U.S. trademark application when identifying the
same trademark XYZ in a non—standard characters?

No. The TMEP states:

1011.01 Substantially Exact Representation of Mark in Foreign Registration

The drawing of the mark must be “a substantially exact representation of the mark as it appears
in the drawing in the registration certificate of a mark duly registered in the country of origin of
the applicant.” 37 C.F.R. § 2.51(c); TMEP § 807.12(b).

The “substantially exact representation” standard is construed narrowly. Only slight,
inconsequential variations between the mark in the U.S. application and the mark shown in the
foreign registration are permitted. ---

If the mark in the foreign registration is in standard characters, the mark in the U.S. application
must also be in standard characters. If the foreign registration certificate does not indicate that
the mark is in standard characters (or the legal equivalent), the examining attorney must inquire
whether the foreign registration includes a claim that the mark is in standard characters. The
applicant must either submit an affirmative statement that the foreign registration includes a claim
that the mark is in standard characters (or the legal equivalent), or delete the standard character
claim in the U.S. application. See TMEP § 807.03(f) for further information. See also Appendix E,
which lists countries that register marks in standard characters or the equivalent.

And, we must consider if the foreign registration has a color claim:
If a § 44 application is based on a foreign registration that depicts the mark in color, but no claim
of color is made in the registration document, the examining attorney must inquire whether the

foreign registration includes a claim of color(s) as a feature of the mark. The applicant must
either: (1) submit an affirmative statement that color is claimed as a feature of the mark in the
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foreign registration; or (2) submit a statement that although the mark is registered in its country of
origin featuring a color depiction of the mark, no claim of color is made in that registration. If the
examining attorney determines that the color is a non—material element of the drawing, the
applicant may be given the option of submitting a black—and—white drawing.

LR, TMEP (ERD KSITIHRARTNVET,

1011.01 SHEZZOBEZEOERELTRT:

FREORTRIE. THEADOKEICEWTERICEFIN-EEDOZFIIICENTLSEIEEFEE
RIIZIEREIZRLEDD ITRITNIEGSALY, CFR $£37% §251(c); TMEP § 807.12(b),
[EEMICIERGEREIOREL, BEICHERINS, KEHBEOEIZENEZERISTRINT-EIZE
EDRIZIE. DT HEEELMBRDHONELY,

NEEFOEENEEXFTHSIHE . KEHBEOEZEVZEEXFTRITNIERYVEE A SNE
BERDZ RIS EIENRE X F (FILENICRZEDNDLD) THAHENTINTULEWNMGEIL.
NEZRICEIENEEXF THAELSITERNEENTULINEINERARIBENHYET , H
BEANIE, NEEFRICEENZEXF (FIXEMICRAFDELD) THHAELVDERENEENTIVS
EDBEMEREIRHE T 50, KEHFBEDZEXFDERZHIBRTILELHYET , EMIE.
TMEP § 807.03(f) #SBLTT &, ZEXFF-IIREDHZLXZZLTLWSEDIANTHS
T8k ELSHEINT-LY,

ZLT BRABNEZEENBFEISOVTEREZELTOSNEIMBRE LZITNITRLEN,

§ 44 HEAL EREEZ B TRLTVSD BRAICEDTRNGVINEERICEIVTLSEE. &
BEERF.NEZFIEOITEAFHELTEENTLEANEIAZERILGTNITRSLY, HEE
AF L ROWFTINETORTNIEESEN, (DHEZRICETEEEDRHELTRAETRS
NTLBEWVSHEMNGERIRZRH T 5. FE, QXEICSVWTERIBERHELTERIN
TLEH, EDFFRICEIBOERFILGEINGNVEVSIFEREZIRET 5. BEEN. TOENEE
DEETHEVERTHAHLHILI-GE, HEAFERBERERETHERRAEZ 5N S AT HE
HhH 5,

30. BHETABCINEARPCEEEEATHEALTWAES ., WHALRIEHTHRET ZONRNTLES
H . ) Tabel. TABC,TABC(F&)ITABC(H )]

In the case that the typeface and color of trademark “ABC” is changed and used, in what form should
we apply for registration? (For example: “abc”, ABC, ABC (red), ABC (blue)

Upper case and lower case does not matter. For example, TaKeUcHi is considered to be the same
as TAKEUCHI. If the color scheme changes, the client should file in black—and—white.

AXFENXFIZEFREHYFEE A HIZIEL. TaKeUcHi [£ TAKEUCHI ERICEABENET , H5—
AX—LNEBRIN-IGE  KEAXBETHBETRETT,

31. FL—FRLADBEEDHIZEZEITTHREALT TS, |

Please explain trade dress by raising its example.

Here is an overview of intellectual property systems and trade dress:

MEE EES AT LEMN—FFLADBEFRDESYTY,

Intellectual Property Protection for Industrial
Designs

Trademark &
Right of Unfair Competition

Publicity

Trade
Secrets
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We must ask two questions: Is it functional? Is it distinctive?
ERIE. 2DDRITOVTHREFLEBFNIELRYFER A TRITHEEMGZDN ? TNIXFEILGD
m?

1202.02 Registration of Trade Dress (https://tmep.uspto.gov/RDMS/TMEP/TMEP-1200d1e835)

Thus, trade dress includes the design of a product (i.e., the product shape or configuration), the
packaging in which a product is sold (i.e., the “dressing” of a product), the color of a product or of
the packaging in which a product is sold, and the flavor of a product. Wal-Mart, 529 U.S. at 2095, 54
USPQ2d at 1065 (design of children’ s outfits constitutes product design); Two Pesos, 505 U.S. at
763, 23 USPQ2d at 1081 (interior of a restaurant is akin to product packaging); Qualitex Co. v.
Jacobson Prods. Co., 514 U.S. 159, 34 USPQ2d 1161 (1995) (color alone may be protectible); In re
N.V. Organon, 79 USPQ2d 1639 (TTAB 2006) (flavor is analogous to product design and may be
protectible unless it is functional). However, this is not an exhaustive list, because “almost
anything at all that is capable of carrying meaning” may be used as a “symbol” or “device” and
constitute trade dress that identifies the source or origin of a product.

When an applicant applies to register a product design, product packaging, color, or other trade
dress for goods or services, the examining attorney must separately consider two substantive
issues: (1) functionality; and (2) distinctiveness. See TrafFix Devices, Inc. v. Mktg.Displays, Inc.,
532 U.S. 23, 28-29, 58 USPQ2d 1001, 1004-1005 (2001); Two Pesos, 505 U.S. at 775, 23 USPQ2d
at 1086; In re Morton—Norwich Prods., Inc., 671 F.2d 1332, 1343, 213 USPQ 9, 17 (C.C.P.A. 1982) .

1202.02 fL—FFL AD & §%

LI=h> T FU—FRLRIE. B RDTHF AU (THHE, HRORKEITHER) . HRHRFES
NEN\r—20 5 (Thhs, BEDTRLyS Y (dressing) 1) . BB DB F-(FR EARTS
NEN\VT—DE ., BEIUERBDOREKRMNEENS, Wal-Mart, 529 U.S. at 205, 54 USPQ2d at
1065 (FHEDIRDTHAUIFE T H AU ZEERT D) . Two Pesos, 505 U.S. at 763, 23 USPQ2d
at 1081 (LARAMSVDRNETR G/ —D 5 2 TLVS) . Qualitex Co. v. Jacobson Prods. Co.,
514 U.S. 159, 34 USPQ2d 1161 (1995) (B D H HREREETHYTES); In re N.V. Organon, 79
USPQ2d 1639 (TTAB 2006) (EBK (X3 mERETICEELIL THY . HEEMTRITNIZREINSS) . L
ML, CNIERENLZLDTIILE TEREF DOCENTEDIZEAETRTOED 1IN 2RI
FIFTTNARIELTERSN ROHFEEET AL —RRLRAEER T 50T,
HEADRERT YA BR/N\vr— 0 B%. ZOMOE S - RFEDON —FRFLAD ZE{RH
HEITOEE.BEEEE 2 DOERENLMEXERNICKRETI2LENHYET, (1) HEEHE. RU
(2) &R 71 TY, TrafFix Devices, Inc. v. Mktg.Displays, Inc., 532 U.S. 23, 28-29, 58 USPQ2d 1001,
1004-1005 (2001). Two Pesos, 505 U.S. at 775, 23 USPQ2d at 1086, In re Morton—-Norwich Prods.,
Inc., 671 F.2d 1332, 1343, 213 USPQ 9, 17 (C.C.P.A. 1982)Z S BT &Ly,

TYTILANT DEH

Services IC 035.US 100 101 102. G & S: Retail store services featuring
computers, computer software, computer peripherals, mobile
phones, consumer electronics and related accessories, and
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demonstration of products relating thereto. FIRST USE: 20060900.
FIRST USE IN COMMERCE: 20060900

Registration Number 4277914

International Registration Number 1060320

Registration Date January 22, 2013

Owner(REGISTRANT)
Apple Inc. CORPORATION CALIFORNIA One Apple Park Way
Cupertino CALIFORNIA 95014

Attorney of Record
Thomas R. La Perle

Description of Mark
Color is not claimed as a feature of the mark. The mark consists of
the design and layout of a retail store. The store features a clear
glass storefront surrounded by a paneled facade consisting of
large, rectangular horizontal panels over the top of the glass front,
and two narrower panels stacked on either side of the storefront.
Within the store, rectangular recessed lighting units traverse the
length of the store's ceiling. There are cantilevered shelves below
recessed display spaces along the side walls, and rectangular
tables arranged in a line in the middle of the store parallel to the
walls and extending from the storefront to the back of the store.
There is multi-tiered shelving along the side walls, and a oblong
table with stools located at the back of the store, set below video
screens flush mounted on the back wall. The walls, floors, lighting,
and other fixtures appear in dotted lines and are not claimed as
individual features of the mark; however, the placement of the
various items are considered to be part of the overall mark.

Register PRINCIPAL-2(F)

L

] T

Goods and Services
IC 035.US 100 101 102. G & S: Retail store services featuring
computers, computer software, computer peripherals, mobile
phones, consumer electronics and related accessories, and
demonstration of products relating thereto. FIRST USE: 20060900.
FIRST USE IN COMMERCE: 20060900

Registration Number 4277913

Registration Date January 22, 2013

Owner(REGISTRANT)
Apple Inc. CORPORATION CALIFORNIA One Apple Park Way
Cupertino CALIFORNIA 95014

Description of Mark
The color(s) steel gray, light brown and black is/are claimed as a
feature of the mark. The mark consists of the design and layout of
a retail store. The store features a clear glass storefront
surrounded by a paneled, steel gray facade consisting of large,
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rectangular horizontal panels over the top of the glass front, and
two narrower panels stacked on either side of the storefront.
Within the store, rectangular recessed lighting units traverse the
length of the store's ceiling. There are light brown cantilevered
shelves below recessed display spaces along the side walls, and
light brown rectangular tables arranged in a line in the middle of
the store parallel to the walls and extending from the storefront to
the back of the store. There is multi-tiered shelving along the side
walls, and a light brown oblong table with black stools located at
the back of the store, set below video screens flush mounted on
the back wall. The walls, floors, lighting, and other fixtures appear
in dotted lines and are not claimed as individual features of the
mark; however, the colors and placement of the various items are
considered to be part of the overall mark. Similarly, the white in
the drawing represents background areas and is not part of the
mark.

Register PRINCIPAL-2(F)

REIL D

Registration Number 1057884

Registration Date February 1, 1977

Owner(REGISTRANT)
COCA-COLA COMPANY, THE CORPORATION DELAWARE ONE
COCA-COLA PLAZA ATLANTA GEORGIA 30313

Description of Mark
THE MARK CONSISTS OF THE THREE DIMENSIONAL
CONFIGURATION OF THE DISTINCTIVE BOTTLE AS SHOWN.

Type of Mark TRADEMARK

Register PRINCIPAL-2(F)

32. BEBEDHIEZEITTHBALTTSL, |

Please explain sound mark by raising its example.

NBC E#4

Goods and Services
IC 038. US 104. G & S: BROADCASTING OF TELEVISION PROGRAMS.
FIRST USE: 19610909. FIRST USE IN COMMERCE: 19610909

Registration Number 0916522

Registration Date July 13,1971
Owner(LAST LISTED OWNER)
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NBC UNIVERSAL MEDIA, LLC LIMITED LIABILITY COMPANY
DELAWARE 30 ROCKEFELLER PLAZA NEW YORK NEW YORK 10112
Description of Mark
THE MARK COMPRISES A SEQUENCE OF CHIME-LIKE MUSICAL
NOTES WHICH ARE IN THE KEY OF C AND SOUND THE NOTES G, E,
C, THE "G" BEING THE ONE JUST BELOW MIDDLE C, THE "E" THE ONE
JUST ABOVE MIDDLE C, AND THE "C" BEING MIDDLE C, THEREBY TO
IDENTIFY APPLICANT'S BROADCASTING SERVICE.

33. BEBEOHZEZE T THHALT RS,

Please explain color mark by raising its example.

Goods and Services
IC017.US 001 005012013 035 050. G &S: Adhesive masking
tape used in building construction for seaming and sealing of
joints in foam insulation and other sheathing materials, to secure
lap edges in house wraps and vapor barriers and to repair rips and
tears in faced insulation, construction films and membranes. FIRST
USE: 19950502. FIRST USE IN COMMERCE: 19950502

Registration Number 3165001

Registration Date October 31, 2006

Owner(LAST LISTED OWNER)
OWENS CORNING INTELLECTUAL CAPITAL, LLC LIMITED LIABILITY
COMPANY DELAWARE ONE OWENS CORNING PARKWAY TOLEDO
OHIO 43659

Description of Mark
The color(s) pink is/are claimed as a feature of the mark. The mark
consists of the color pink as applied to adhesive tape in its
entirety. The goods comprise an adhesive sealing tape that is used
in building construction to seal cracks, joints, and tears. The doted
outline of the goods is intended to show the position of the mark
on a roll of the goods and is not part of the mark.

Register PRINCIPAL-2(F)

BN THNIE, BRI HILETEFEEA, (R—HMIDWTR)

(2) HifER =X
Application types

34. XEBEHEBEOFERULEREEICOLVTHBALTTSLY,|

Please explain about the U. S. trademark application method and necessary documents, etc.

Basis Declaration of Use | Declaration of Use Declaration of Use
Required at Filing Required to Required for
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Register Maintenance and
Renewal
Actual use Yes Yes (submitted at | Yes
One specimen of filing)
use per class
required
Foreign No Not applicable. Not applicable.
application/priority | No documents
basis required
Foreign No No Yes
registration basis | Certificate of
registration
required, and
translation thereof,
if necessary
Intent-to-use basis | No Yes Yes
One specimen of
use per class
required
g | LEECEREZ | spcemmzs | SFOREROT
=EMNERSNDLH NERSNDLH FRENBH
Yes
HEDOFER | 1RAITDOFE1DD | Yes(HFERFIZIZH) Yes
RENDLE
SAEHRES No _ _
Bt EHFZERSINAGL
No
CANES RS BEREE R UERCA No Yes
HE
Yes
ERER No 1R DE1DD Yes
RANBE

j_b\o

35. TERB/LAMBEEAHYF T, ESBVETH XEB L. EOKXIITHETHITRINT

Is there any difference between principal register and supplemental register and how should we handle

these registers?

The Principal Register is for distinctive marks, including marks that have acquired distinctiveness.
The Supplemental Register is for descriptive marks. Generic marks cannot be registered on either
register. Marks filed through WIPO under the Madrid Protocol are not eligible for registration on
the Supplemental Register, so if there is any chance that a mark will be refused as descriptive, the

Madrid Protocol should not be used.

There are several benefits to registering a mark on the Supplemental Register, including:

- The registrant may use the registration symbol ®;

- The registration is protected against registration of a confusingly similar mark under Trademark
Act Section 2(d);

- The registrant may bring suit for infringement in federal court; and
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- The registration may serve as the basis for a filing in a foreign country under the Paris
Convention and other international agreements.

EEFEIL. BANEESBLEBREEC . B NEETIBEREDHDLDOTY  #BEHERE
[FERBHGEERDHDLDTY  ELLDBEFFICL—MRWGTEFREZH I DLLTEFTE
Ao IR YREBEZ D T T WIPO Z:@L THESN BRI, MBEERE~NDBREBRMNG
&, EEANERATHDENSIEHTIERSINDAIRRIENH DG S L. IRV BREELERAY
RETREBYFEE A

HEBREITEREEZHRIDLICE. ROKSBVOMDFRALHYET .

-BREB I BRLESREFERT A ENTEEY,

-BRIE.BREE 2 X (DD T TEREZELIEEICELUOEFRDEREMNREINTNEY,

-BREE L EMBHIFFICENWTRERDERET HENTEEY .

-BRIE NIENB SV ZOMDOERBEICEINEICE T HHBEOERLETHENTEE
ER

836. XEFHRELTIFIOHEET HIEEDEERICOVTEITTSL, |
Please advise when filing the Madrid Protocol Application designating the US?

This is a good idea when a client has an international trademark portfolio that the client wishes to
manage in a unified way. Marks that could be refused as descriptive should not be filed through
the Madrid Protocol, because such marks are not eligible for registration on the Supplemental
Register.

Goods and services cannot be transferred from one class to another in a Madrid application. This
can cause problems when marks are not classified properly under U.S. law.

NI EKEANRESN-HETEET I LR ET DEREIREDOR—F I A ZEKEAMN
ALTWBIGEICIE. RWERTY, B THAHEL TEMR SN DA REMENH HERIL. <Ry
FEEEZBELTHBIRETEHYER A BELGS TOLOILGERIHAEREICEE TS

ﬁ%ﬁiﬁb‘f:&)fjo

TR YRHEETE, HBIFADNLHDISRICERBRUORBEBRIHSE L LETEEREA. CR
[F. RERICH > THEYIZ D EESN TGN S ICAEZS ISR A ieitErHYFET,

87. BRAoXEICHETEE. BEOBEEHELIFTOHBEOVThELEANENTLES A,
When filing applications from Japan to the US, which is better: a regular trademark application or a
Madrid Protocol application?

If a mark is not descriptive, and if the goods/services are properly classified, then a regular
trademark application and a Madrid application are essentially the same. It is best to have a U.S.
attorney check both the descriptiveness and classification issues prior to filing.

BEMN R TENED, B/ RENEY IS ESNTOSIGS(E BEOEFRHBEETR)—
FHREEAEMICRILTY , KRS, BENERHTHEINEN . RUSEOMEDE A ZEX
EDHELICHRSIEIONKETT,

38. HIZIX, &f ABC [CDOWTIXFEAIZEIEZ. B DEF ITOWTIXFEABRRICESEZ. 1 20
KEHEEZTIENTEETH?

Is it possible to file a US trademark application based on“use” of the goods, AB,C and “intent—to-use”
on the goods, D,E,F ?

Yes. The client may wish to submit a Request to Divide after the Notice of Allowance issues, in
the event that goods D, E, and F are not yet in use in commerce, so that goods A, B, and C can
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reach registration quicker in a child application, and so the client can avoid paying extension fees
for 6 classes (instead of 3).

(FLY, B D E. BXUV F AELEWMEITEASNTOWGRWNMES V517 UMNE BHREEDHE
TRICHDBHBERETHENTED, TOITNIE, FHEDERA, B, BLUCITRAICE
BEN®[EOL. V5147 UMIB IFATIHGEO 6 VSADERMEEX IS ELHITHIENTE
FY,

(3) HEEA
Applicant

B9. BEDSH A X, FEHICERSE AN THRBEHBA TEET H]
Can a Japanese company A file a trademark application for the purpose of making its subsidiary company
use the trademark?

Yes, because Japanese company A and the subsidiary are “related companies,” such that the use
of the mark in commerce by the subsidiary inures to the benefit of (can be taken advantage of by)
Japanese company A. In contrast, the use by Japanese company A does not inure to the benefit
of the subsidiary, so if the subsidiary stopped using the mark while Japanese company A
continued to use the mark, it would be a problem for the subsidiary to submit a specimen of use
showing use by Japanese company A.

1201.03 Use by Related Companies (https://tmep.uspto.gov/RDMS/TMEP/TMEP-1200d1e314)

Section 5 of the Trademark Act, 15 U.S.C. § 1055, states, in part, as follows:
(https://tmep.uspto.gov/RDMS/TMEP/TMEP-ch-1200-3d105e557)

Where a registered mark or a mark sought to be registered is or may be used legitimately by
related companies, such use shall inure to the benefit of the registrant or applicant for
registration, and such use shall not affect the validity of such mark or of its registration, provided

such mark is not used in such manner as to deceive the public.
(https://tmep.uspto.gov/RDMS/TMEP/TMEP-ch-1200-1d105e562)

Section 45 of the Act, 15 U.S.C. § 1127, defines “related company” as follows:
(https://tmep.uspto.gov/RDMS/TMEP/TMEP-ch-1200-5d105e566)

The term “related company” means any person whose use of a mark is controlled by the owner of
the mark with respect to the nature and quality of the goods or services on or in connection with
which the mark is used.

T BADEH A LZDFRAIEX BAEZE A DFEDEDHICFRAICLIBELOEEZD
FERANMTONSLIE, [EERH ITHEDTY , CNITHLT. BAD A#IZEHERANFR
HOFBIZIFLESLEVMEETHoT, BREE ADSIEHEEEFLFERAL TV SMEICF RN
BOERAZPILESE . BARRAICLSERZRLEARAREFRANMRE IS LEM
BERYET,

1201.03 B ESt I K AEH

15 U.S.C. § 1055 BEHZEASE 5 klE. —HIZHBLWTRDKLSITHRELTLVS,
HFEERITEFLLSET IHEENEESAIZLSTEZEMIZERAIN TS, RIZFERENDS
AIREENH BB EIZIX, BERHEB XIIBREBEAOFBO=OHIZFERALEITNIEHEST ., Z0FE
FIZLYEZEER L ZTOEZEEFROE LHEICHELLEL, =12L. ZOLILBEIENDNREFHLEKS
BHETHERINTOERWNESIZRS,

15US.C. §1127 F 45 £IL. ULTOIIICIEAESHE 1ZEEL TS,

EAESIEVWVSHER. ZOEBICKIEZEDFEAN. BRXIEYH—ERXTHH>T, TNIZHLT
XIZEELTEDEENMFRIND A EONMERITIREICELT. ZDEZDMEERIZLH>TR
FESNDEBEEKRT D,
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40. BEDRH A FERTIBRBRIGGMEUV—ICHERASESFTETT I, 4 A [FHEAIC
BHENTEET D,

Can Japanese company A become an applicant without an intention to use, but with a plan to have a
licensee use?

YES.

1201.03(e) License and Franchise Situations (https://tmep.uspto.gov/RDMS/TMEP/TMEP-
1200d1e466)

The USPTO accepts applications by parties who claim to be owners of marks through use by
controlled licensees, pursuant to a contract or agreement. Pneutek, Inc. v. Scherr, 211 USPQ 824,
833 (TTAB 1981). (https://tmep.uspto.gov/RDMS/TMEP/TMEP-ch—1200-3d105e795)

A controlled licensing agreement may be recognized whether oral or in writing. In re Raven Marine,
Inc., 217 USPQ 68, 69 (TTAB 1983) . (https://tmep.uspto.gov/RDMS/TMEP/TMEP-ch—1200-
4d105e801)

If the application indicates that use of the mark is pursuant to a license or franchise agreement,
and the record contains nothing that contradicts the assertion of ownership by the applicant (i.e.,
the licensor or franchisor), the examining attorney will not inquire about the relationship between
the applicant and the related company (i.e., the licensee or franchisee).

[y,

1201.03(e) AV AB LUV IZUF ¥4 XA DIKR

USPTO (. ZBHFLXEEIZH-T. BEESN =S4t —IZ &3 ERZEC-BEDFEE
THHEERTIHIUEEICKDHEFEEZ(TANZET , Pneutek, Inc. v. Scherr, 211 USPQ 824, 833
(TTAB 1981)

EEIN=-S54/ o AZMIE, OBETEEEmTEHEEHOMNE T, In re Raven Marine, Inc., 217 USPQ
68, 69 (TTAB 1983)

EEDQFERAN AU RE I T F A XEZHIZK TSI EFZHENRLTEY., TN
[CHEEAN (T bbb, St —F XI5 FoA ) IZKBFEEDEREFEITHEDH
AHEFENTLRNMES. BEE L. HEALBESHE (SAEoo—F I 750 F 40— ED
FOERIZOWTHEEHOESZEELERE A,

V. zE

Examination

(1) BERFELARUX
Office action and response

41. RIS OEENREEB LEEELRBTHLICIYERLTELICLIETEETT A,
Depending on negotiations with the practicing inspector, is it possible to extend the deadline of an office
action response?

Extensions are not allowed, but an inadequate response to a first office action would lead to a final
office action, which is due 6 months after issuance. Therefore, filing a minimal response can serve
the same role as an extension.

When responding to a final office action, if you are not sure that all of the issues will be resolved, it

is a good idea to contact the examiner by e—mail or phone and ask for an additional 30—day office
action deal with any last minor amendments (assuming no appeal to the TTAB).
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ERFIBOONTVEEAN, RYVDBIETHT DR+ AR ENHEAGERZE S,
REHFERORETR 6 YARNEZAONET LEA>T. R/IROISEERETHET. E
RERLKRENER-IENTEFT,

EEMNGBERISHGT RIS, TXTOMENMERSNSEEENFTENGEIL, BFA—
IWERRERTEREISERL, REOLEMGHEZRYKIEMND 30 BREOBIERTEEKRY
BILEHENDLET (TTAB ANDEFAIFHEVNERTE) o

42. FEEEREMHA2ELERBENZLIEHYETDHY

Are there cases in which a notice of rejection is issued more than twice?

(2)

Yes. When there is a refusal, a first office action will issue, and, after the response, if the refusal is
maintained, a final office action will issue. If a case is suspended, an additional office action will
issue after it comes out of suspension. If a new issue is raised by the applicant, such as submitting
a claim of acquired distinctiveness with regard to a mark that has been refused due to
descriptiveness, a new, non—final office action will issue.

[ZLY L H DB E . RPIDBIEFAFEE LN, ISCERIIERAKFEIANIL, ZERLHE
THEEONFTT  FHNRBSNG S RBERICEMDBESHNEEONFTT, BB TH
BHEVWSEATHEESN-EZICEAL T BESN=HA WD EiRERE T 565 E . HEAIZKY
HERENMBESN -G X RRMTREVF-GRESIREONET,

TARIL—L

Disclaim

43. BREDTARIL—LHIEISDONTHREALTTEL, |

Please explain about the disclaim system of trademarks.

“KE

-BA

Well, generic and descriptive wording must be disclaimed with respect to use of the terms apart
from the mark. The reason is to prevent a company from enforcing its rights with respect to
terms that are in the public domain. A disclaimer does not remove the disclaimed portion from the
mark, and a disclaimed portion may still have an impact on the likelihood of confusion analysis.

—HREID DR AR, EELIIADEEDFERICEALTEITARIL—LENETNIEHYE
A TOEBAK, BENNTUIIRAUICHSHEICEALTEDEFEITHETIDOEHRCE
TT o TARIL—ALIE, TARIL—LEIN=-HREEENSHIBRT 2EDTIEAL, T4RIL—
LENT=HRIERAELTRRIODBETNE DT T AEICHEE S ZSAREENHYET,

RE1OFAETEFERASNTO D, BITEATEHREASATOFEEA

It was adopted in the Taisho 10 Year Law, it is not adopted in the current law.

44. Iz (X, BBEHTER +BOSTON PRIZE |DIFE . TBOSTONETPRIZEIDFNAFNIZIA T,
BOSTON PRIZEJIZHTARIL—LNERESNDIGFENRHYETH.

For example, when a trademark is “device +BOSTON PRIZE”, are there cases where a disclaim is
requested for “Boston Prize,” in addition to “Boston” and “Prize”?

It is better for the applicant to disclaim the terms separately, because the applicant can claim later
that the terms, when combined, create a distinctive commercial impression. However, if the wording
is commonly used to together (like, for example, “conveyor belt sushi”), then it is likely that an
examiner would require the wording to be disclaimed in their entirety.

The following format is “suggested” in the TMEP:
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1213.08(a)(i) Standardized Printing Format for Disclaimer

Since November 9, 1982, disclaimers for marks published for opposition and those registered on the
Supplemental Register are printed in a standardized form in the Official Gazette, regardless of the
text submitted. Disclaimers are in the standardized format in certificates of registration on the
Supplemental Register issued as of that date. Disclaimers are in the standardized format in
certificates of registration on the Principal Register issued as of February 1, 1983. The disclaimed
matter is taken from the disclaimer of record and inserted into the standardized disclaimer format
for printing and Trademark database purposes. The standardized disclaimer text is as follows:

No claim is made to the exclusive right to use ” ” apart from the mark as shown.

For the record only, examining attorneys will accept disclaimers with additional statements pertaining
to reservation of common—law rights, although § 6 of the Trademark Act of 1946 states that no
disclaimer shall prejudice or affect the applicant’ s or registrant’ s rights then existing or thereafter
arising in the disclaimed matter. Disclaimers with these additional statements can be entered by
examiner’ s amendment. The examining attorney must inform the applicant or attorney who
authorizes the amendment that the disclaimer will be printed in the standardized format.

Where non—adjacent components of a mark, or adjacent components that do not form a
grammatically or otherwise unitary expression must be disclaimed, the following format is suggested:

No claim is made to the exclusive right to use ” “and ” “ apart from the mark as shown.

While the “and” connector is preferred, the USPTO will also accept a statement that no claim is
made to the exclusive right to use ” “or” ” apart from the mark as shown.”

HEEANFERNCTARIL—LTHIENEFELLNTY, LGS, HREEAF. RTIORELZHEA
BEHEALMBDBEEMNNRELELDHETRT HENTESHOTT LML ZDEEN—
MIC—RICEREINDZEE (BIZE. ARV —ANULEFEFTIOLIID) . BEEF. TOEELK
[ZDONWTTARIL—LTBHEIBRT HAREMATINTT,

TMEP -G(is ;k@jj._?xylxbfr?ﬁﬁjéhf(l\gsd—o

1213.08(a) () T4 RIL—L D= DIBHIL SN =R T+ —< v+

1982 F 11 B 9 BUK, BEERIDEOIZAEIN-EE. BIUHBEIREICEFIN-EE
X, BRESN=TF RO LD AIZHDDH ST DERITEBE/LSIN-ERATHRIENS, T4 RIL
—LlE, ZO B UBRICHETIN-@MEFEOZIZLICZEE LN TRE NS, T+
AOL—LAIE, 1983 &£ 2 A 1 B TRITIN-EZHZBICZHFINT-FIAEIC *E’Eﬁﬁttiﬂiﬁé
N3, TARIL—LENE=FBEIE, BHBOTARIL—LSELN., FIRIBLUEET—4~—
AN B TEEEINI=TARIL—LIT+—IYMNIFEAINDS, BELINI=TIRIL—LD
XIERDEEYTH B,

RSN TWAEEZEDREHFEMSENT "FERT AEMAIER X E RSN TULVELY,
1946 FEEIZEE 6 FKICIE. TARIL—LITHBEAEIIEFIEZEOBRED., £IET1RIL—
LENEFBBEIZDNWTRICAELHENZRELEYEEE 52 YT AT EIEHNERELTLSA
EXEE. BROAOBEMIZELEY ., 3T O—LOEFIOBRIZETEMDOBEREEL T4RY
L—L%ExZITAND, CNODEBMOFERELZFESTA AIL—LIX. BEEDEBIEICEO>TAA
FTHIENTED, BEEIL.BETHIEERETOHEBARXIIEZFZESRIC. TARIL—LHIE
FLEINTI=T7+—I YL THIRIESN DS THAIEEBMNTILENDH S,
EZEOBELTOVEIMERER., THIIGENF IO BE—DORBER B LGV EET 2/
ERNEBEEINBITNIELESEWNGEE X ROTA—T DRSNS,

RSN TWAEEZEDEFRMNSEENT 7 "B&(and)”___ "#FEHTHHtha0ER T EERS
NTULELY,

B XU (and) BEHEMNFELLADY, USPTO [E, I RENTLWIEEDREENSEEN T "Ff-
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(& (or)” "E AT AHHAER L ERSNTOGEW I EWSETREZITAND,

45. Bz 1E. E1ETEf +BOSTON PRIZEJIZ#UL T, TBOSTONJEMPRIZE IO FNFNIZMZ T,
IBOSTON PRIZEJIZH T4 RIL—LLTEHZEFIN-IF/EICHELT, AN TE—DE#+BOSTON
PRICE|ZEALTWSEE. 2R ELTERBIREELILTLS LD ERITRETLLIN,

In case where a registered trademark “device +BOSTON PRIZE” was registered with a disclaimer of
“Boston”, “Prize” and also “BOSTON PRIZE”, can the trademark owner exclude third parties from using
a trademark, “same device + BOSTON PRICE” on the ground that “BOSTON PRICE” is confusingly
similar to “BOSTON PRIZE”?

It would be difficult for the trademark owner to enforce its rights, unless it had acquired
distinctiveness. It is likely, however, that an examiner would refuse the “BOSTON PRICE” mark
due to likelihood of confusion.

HA NEEBLEGORY ., EiZEENEFITETIDEHLLNTT . LML, BZoKEEEILE
BOEFNLHDHELT“BOSTON PRICE"Y—H D& $FEIEHET HTLLS,

46. R—ADBERXIIOVWTHBAOBIEEZE THEEICEVT. ISICEAMX. Y RU Z (220
THEEBEAOHEEL-IGE BB INETH,

When a person holds the trademark registration for trademark A on goods, X, is it possible for the same
person to get another trademark registration for A on goods X, Y, and Z?

Yes.
FL BHEINET,

47. a vt MBI DWTERBAL T T &Y

Please explain about the consent system.

1207.01(d)(viii) Consent Agreements

The term “consent agreement” generally refers to an agreement between parties in which one
party (e.g., a prior registrant) consents to the registration of a mark by the other party (e.g., an
applicant for registration of the same mark or a similar mark), or in which each party consents to
the registration of an identical or similar mark by the other party.
(https://tmep.uspto.gov/RDMS/TMEP/TMEP-1200d1e6229)

An applicant may submit a consent agreement in an attempt to overcome a refusal of registration
under § 2(d) of the Act, or in anticipation of a refusal to register. However, an examining attorney
may not solicit a consent agreement. (https://tmep.uspto.gov/RDMS/TMEP/TMEP-ch-1200-
3d105e9493) (https://tmep.uspto.gov/RDMS/TMEP/ch1200_d1b211_31477)

A consent agreement may take a number of different forms and arise under a variety of
circumstances, but, when present, it is “but one factor to be taken into account with all of the
other relevant circumstances bearing on the likelihood of confusion referred to in § 2(d).” In re
N.AD. Inc., 754 F.2d 996, 224 USPQ 969, 971 (Fed. Cir. 1985); see also In re Bay State Brewing
Co., 117 USPQ2d 1958, 1963 (TTAB 2016) (“[T]here is no per se rule that a consent, whatever its
terms, will always tip the balance to finding no likelihood of confusion, and it therefore follows that
the content of each agreement must be examined.”).
(https://tmep.uspto.gov/RDMS/TMEP/ch1200_d1b211_314b8)

“Naked” consent agreements (i.e., agreements that contain little more than a prior registrant’ s
consent to registration of an applied—for mark and possibly a mere statement that source
confusion is believed to be unlikely) are typically considered to be less persuasive than
agreements that detail the particular reasons why the relevant parties believe no likelihood of
confusion exists and specify the arrangements undertaken by the parties to avoid confusing the
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public. See In re E.I. du Pont de Nemours & Co., 476 F.2d 1357, 1362, 177 USPQ 563, 568 (C.C.P.A
1973) (noting that “[i]ln considering agreements, a naked ‘consent’ may carry little weight,” but
“Tt]he weight to be given more detailed agreements . . . should be substantial”); -+

In the In re E. I. du Pont de Nemours & Co. decision, the Court of Customs and Patent Appeals
stated as follows: (https://tmep.uspto.gov/RDMS/TMEP/TMEP-ch-1200-7d105e9509)

[Wlhen those most familiar with use in the marketplace and most interested in precluding
confusion enter agreements designed to avoid it, the scales of evidence are clearly tilted. It is at
least difficult to maintain a subjective view that confusion will occur when those directly
concerned say it won’ t. A mere assumption that confusion is likely will rarely prevail against
uncontroverted evidence from those on the firing line that it is not.
(https://tmep.uspto.gov/RDMS/TMEP/TMEP-ch-1200-1d105e9517)

476 F.2d at 1363, 177 USPQ at 568.
(https://tmep.uspto.gov/RDMS/TMEP/ch1200_d1b211_31706)

Accordingly, the Court of Appeals for the Federal Circuit has indicated that consent agreements
should be given great weight, and that the USPTO should not substitute its judgment concerning
likelihood of confusion for the judgment of the real parties in interest without good reason, that is,
unless the other relevant factors clearly dictate a finding of likelihood of confusion. See In re Four
Seasons Hotels Ltd., 987 F.2d 1565, 26 USPQ2d 1071 (Fed. Cir. 1993); In re N.A.D. Inc., 754 F.2d
996, 224 USPQ 969 (Fed. Cir. 1985); see also du Pont, 476 F.2d at 1362-63, 177 USPQ at 568; cf.
In re Mastic Inc., 829 F.2d 1114, 4 USPQ2d 1292 (Fed. Cir. 1987) (affirming TTAB’ s holding that
applicant’ s mark was barred by § 2(d), because the provided consent to register was essentially a
“naked” consent and all other relevant factors weighed in favor of a conclusion that confusion
was likely). (https://tmep.uspto.gov/RDMS/TMEP/TMEP-ch—1200-10d105e9532)

Thus, examining attorneys should give substantial weight to a proper consent agreement. When an
applicant and registrant have entered into a credible consent agreement and, on balance, the other
factors do not dictate a finding of likelihood of confusion, an examining attorney should not
interpose his or her own judgment that confusion is likely.
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In re E. L. du Pont de Nemours & Co. BN RTEIZE T, FrBEaEHIRT &4FEF R EFIFR ERD &
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476 F.2d at 1363, 177 USPQ at 568

LA > T EMKEIEREFHAIE. AEEICKESEEHREMTEIRETHY., BRIOSZETNDEE
EICHOMIHETIEETHMOERIZTNIE., SENLERLSGVRY., HZLUEEDH
Brcxt g AR ERREZETAREDUEEICKIIERDEZTNICH T HHIMICETHRES
USPTO [ 9 RETIEALVERLT=, In re Four Seasons Hotels Ltd., 987 F.2d 1565, 26 USPQ2d
1071 (Fed. Cir. 1993): In re N.AD. Inc., 754 F.2d 996, 224 USPQ 969 (Fed. Cir. 1985):; %S BT &
LY, du Pont, 476 F.2d at 1362-63, 177 USPQ at 568; cf. In re Mastic Inc., 829 F.2d 1114, 4
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48, REHIHIEITOVTHRBALTTFSLY

Please explain about the opposition system.

Attorney Fee Estimate (depending

Government Fee on number of hours of work)

Submission of Petition to Cancel or
Notice of Opposition, per case
Settlement (including negotiation of an
agreement) before discovery starts
Settlement (including negotiation of an
agreement) during or after discovery | No fee $5,000 ~ $30,000
has taken place

Same as above, but including
depositions of witnesses during | No fee $40,000
discovery

No settlement — argue case to a
decision by TTAB

$400 per class Approximately $1,000

No fee $1,000 ~ $5,000

No fee $25,000 ~ $80,000

The general process is as follows:

- The plaintiff files the petition and the defendant files an Answer within 40 days.

- The parties decide if they want to suspend the case for settlement discussions, or advance into
the discovery period.

- If the case does not settle, in the discovery period, there are four main types of discovery
request:

olnterrogatories (i.e., requests like: “indicate all instances of advertising for products under your
mark that you have commissioned over the past five years”);

oRequests for Documents (i.e., requests like: “all advertisements for products under your mark”);
oRequests for Admissions (i.e., like: “Your company has never used its mark on a product label”).
oDepositions of witnesses (very expensive).

If you’ d like examples of these documents, please let me know.

43 /65



During discovery, the parties may wrangle over whether requests are relevant, and/or if they need
to be answered.

- If the case does not settle, after the discovery period, the parties submit their evidence on paper
in the “Testimony Period.” During this time, parties may depose their own witnesses.

- If the case does not settle, final briefs are submitted.

- The TTAB issues a decision.

Most cases settle, but if they don’t, they can last for years and be expensive.
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49. EEHBVYOEAEBETCEASOEVEALS IO YFETHY

What are the calculated costs for proceeding with the objections?

See above (No. 48).
LER48F ST &L,

50. REBPITNERITEELDT. ThITRZTLWOY SEHRIZHD LSLREEHYET D

Is there any other alternative system of what we call “information dissemination” to take the place of
the high costs of formal objection?

(1)

Accelerated Case Resolution

- ACR is abbreviated trial on merits.

- Parties file cross—motions for summary judgment, and stipulate that the Board may resolve any
genuine dispute of material facts, with the cross—motions also treated as final briefs.

- Usually, the moving party must prove that there is no disputed material fact.

- Good case for ACR: Parties will stipulate to many facts.

- Bad case for ACR: Contentious and complicated cases.

ACR (Accelerated Case Resolution: B HAfZ;RF&5)
- ACR [FERAMBIEICEAT HHEETETY,
- MEEEFIHZHRAORFAERZREL. ZL THAEE XBHENEEEZTEDENEF R
[2DOWT RABERZHEERULGRIZEZELLTIRWVD D, BRI HEICEETEET,
- EE. EF'ﬁAbQEE$¥f:$L\7§\ﬁTL7f+l,\;c‘:k’.)l,\'COJ_LuIEE‘E’EﬁL\i'd'o
- ACRICAILWTWLS T —R: MIHBEENZLDERIIDVTEEEZT HFH,
- ACR IR MELT—RERMDHD. EHLTEH,

[ k-4 3

Trademark registration

BRET

Registration notice

51. BATZH SN TLSERICRZMLT, TEHFINTORLREICHMA LIRS XE T
REROERBRRICBYFTT N,

In the case where a trademark registered in Japan is applied on the goods together with ® and those
goods are imported into the U.S., where the trademark is not registered in the U.S, will this become
misrepresentation of trademark registration in the U.S.?

No, it should be OK. However, the government is forgiving if the party has not ignored “notice”.
906 Federal Registration Notice (https://tmep.uspto.gov/RDMS/TMEP/TMEP-900d1e1285)

The owner of a mark registered in the United States Patent and Trademark Office may give notice
that the mark is registered by displaying with the mark the words “Registered in United States
Patent and Trademark Office,” the abbreviation “Reg. U.S. Pat. & Tm. Off,,” or the letter R enclosed
within a circle, ® 15 US.C. §1111. (https://tmep.uspto.gov/RDMS/TMEP/TMEP-ch—-900-
3d90e2151)

The registration symbol should be used only on or in connection with the
goods/services/collective membership organization listed in the registration.
(https://tmep.uspto.gov/RDMS/TMEP/TMEP-ch—900-4d90e2154)
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The federal registration symbol may not be used with marks that are not actually registered in the
USPTO. Even if an application is pending, the registration symbol may not be used until the mark
is registered. (https://tmep.uspto.gov/RDMS/TMEP/TMEP-ch-900-5d90e2157)

Registration in a state of the United States does not entitle a person to use the federal registration
notice. Du-Dad Lure Co. v. Creme Lure Co., 143 USPQ 358 (TTAB 1964)
(https://tmep.uspto.gov/RDMS/TMEP/TMEP-ch—900-6d90e2161)

A party may use terms such as “trademark,” “trademark applied for,” “TM” and “SM” regardless
of whether a mark is registered. These are not official or statutory symbols of federal registration.
(https://tmep.uspto.gov/RDMS/TMEP/TMEP-ch-900-7d90e2167)

906.01 Foreign Countries That Use Registration Symbol ®
(https://tmep.uspto.gov/RDMS/TMEP/TMEP-900d1e1302)

In addition to the United States, several countries recognize use of the symbol ® to designate
registration. When a foreign applicant’ s use of the symbol on the specimens is based on a
registration in a foreign country, the use is appropriate.
(https://tmep.uspto.gov/RDMS/TMEP/TMEP-ch—900-3d90e2178)

The following foreign countries use the ® symbol to indicate that a mark is registered in their
country: (https://tmep.uspto.gov/RDMS/TMEP/TMEP-ch—-900-4d90e2181)

- Belgium

- China (People’ s Republic)
* Costa Rica
- Denmark

- Ecuador

- Germany

* Guatemala

- Hungary

- Luxembourg
- Netherlands
- Nicaragua

- Poland

- Sweden

906.02 Improper Use of Registration Symbol (https://tmep.uspto.gov/RDMS/TMEP/TMEP-
900d1e1351)

Improper use of the federal registration symbol that is deliberate and intended to deceive or mislead
the public is fraud. @ See TMEP §906.04. However, misunderstandings about use of federal
registration symbols are more frequent than occurrences of actual fraudulent intent. Common
reasons for improper use of the federal registration symbol that do not indicate fraud are:
(https://tmep.uspto.gov/RDMS/TMEP/TMEP-ch-900-3d90e2276)

- Mistake as to the requirements for giving notice (confusion often occurs between notice of
trademark registration, which may not be given until after registration, and notice of claim of
copyright, which must be given before publication by placing the notice © on material when it is first
published);

- Inadvertence in not giving instructions (or adequate instructions) to the printer, or
misunderstanding or voluntary action by the printer;

- The mistaken belief that registration in a state or foreign country gives a right to use the
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registration symbol ( see Brown Shoe Co. v. Robbins, 90 USPQ2d 1752 (TTAB 2009) ; Du—Dad Lure
Co. v. Creme Lure Co., 143 USPQ 358 (TTAB 1964) );

- Registration of a portion of the mark ( see Coca—Cola Co. v. Victor Syrup Corp., 218 F.2d 596, 104
USPQ 275 (C.C.P.A. 1954) );

- Registration of the mark for other goods ( see Duffy—Mott Co. v. Gumberland Packing Co., 424 F.2d
1095, 165 USPQ 422 (C.C.P.A. 1970) , aff g154 USPQ 498 (TTAB 1967); Meditron Co. v. Meditronic,
Inc., 137 USPQ 157 (TTAB 1963) );

- A recently expired or cancelled registration of the subject mark ( see Rieser Co. v. Munsingwear,
Inc., 128 USPQ 452 (TTAB 1961));

- Another mark to which the symbol relates on the same label ( see S.C. Johnson & Son, Inc. v. Gold
Seal Co., 90 USPQ 373 (Comm’ r Pats. 1951)).

See also Sauquoit Paper Co. v. Weistock, 46 F.2d 586, 8 USPQ 349 (C.C.P.A. 1931); Dunleavy Co. v.
Koeppel Metal Furniture Corp., 134 USPQ 450 (TTAB 1962) , aff’ d, 328 F.2d 939, 140 USPQ 582
(C.C.P.A. 1964); Radiant Mfg. Corp. v. Da—Lite Screen Co., 128 USPQ 132 (TTAB 1961) ; Tobacco
By—Products & Chem. Corp. v. Smith, 106 USPQ 293 (Comm’ r Pats. 1955), modified243 F.2d 188,
113 USPQ 339 (C.C.P.A. 1957). (https://tmep.uspto.gov/RDMS/TMEP/TMEP-ch-900-5d90e2363)
906.03 Informing Applicant of Apparent Improper Use
(https://tmep.uspto.gov/RDMS/TMEP/TMEP-900d1e1438)

If a specimen in an application shows the federal registration symbol used with the mark that is the
subject of the application, or with any portion of this mark, the examining attorney must determine
from USPTO records whether or not such matter is registered. If it is not, and if the symbol does
not appear to indicate registration in a foreign country ( see TMEP § 906.01), the examining attorney
must point out to the applicant that the records of the USPTO do not show that the mark with
which the symbol is used on the specimens is registered, and that the registration symbol may not
be used until a mark is registered in the USPTO. The examining attorney should not require any
explanation or comment from the applicant concerning the use of the symbol in relation to the mark.
(https://tmep.uspto.gov/RDMS/TMEP/TMEP-ch—900-3d90e2397)

906.04 Fraud (https://tmep.uspto.gov/RDMS/TMEP/TMEP-900d1e1447)

Improper use of the federal registration symbol, ®, that is deliberate and intends to deceive or
mislead the public or the USPTO is fraud. See Copelands’ Enters. Inc. v. CNV Inc., 945 F.2d 1563,
20 USPQ2d 1295 (Fed. Cir. 1991); Wells Fargo & Co. v. Lundeen & Assocs., 20 USPQ2d 1156 (TTAB
1991) .

The examining attorney may not issue a refusal of registration based on fraud. If it appears to the
examining attorney that fraud on the USPTO has been committed, the examining attorney must
follow the procedures outlined in TMEP § 720. (https://tmep.uspto.gov/RDMS/TMEP/TMEP-ch-
900-3d90e2415)
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(https://tmep.uspto.gov/RDMS/TMEP/TMEP-ch-900-5d90e2157)
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https://tmep.uspto.gov/RDMS/TMEP/TMEP-ch-900-5d90e2157
https://tmep.uspto.gov/RDMS/TMEP/TMEP-
https://tmep.uspto.gov/RDMS/TMEP/TMEP-ch-900-3d90e2276

CMEEEHNETOEZENERESEFERTIEFNESZATISELIRST=E X (Brown Shoe
Co. v.Robbins 90 USPQ2d 1752 (TTAB 2009) Du—Dad Lure Co. v.Creme Lure Co.143 USPQ 358
(TTAB 1964).

- AEE D —ERD & $% (Coca—Cola Co. X%t Victor Syrup Corp.. 218 F.2d 596. 104 USPQ 275(C.C.P.A.

1954) ),

OB RICDOVNTOEIEZEER ( see Duffy—Mott Co. v. Cumberland Packing Co., 424 F.2d 1095,
165 USPQ 422 (C.C.P.A. 1970) , aff’ g154 USPQ 498 (TTAB 1967); Meditron Co. v. Meditronic, Inc.,
137 USPQ 157 (TTAB 1963) );

B T XIEFGE SN =& $XE4E ( see Rieser Co. v. Munsingwear, Inc., 128 USPQ 452 (TTAB
1961));

- RF—DIRIVIZENWTEEFIE S HEFR T S5 DEHE (S.C. Johnson & Son, Inc. v. Gold Seal Co.,
90 USPQ 373 (Comm’ r Pats. 1951)&H8)., F7=. Sauquoit Paper Co. v. Weistock, 46 F.2d 586, 8
USPQ 349 (C.C.P.A. 1931); Dunleavy Co. v. Koeppel Metal Furniture Corp., 134 USPQ 450 (TTAB
1962) , aff’ d, 328 F.2d 939, 140 USPQ 582 (C.C.P.A. 1964); Radiant Mfg. Corp. v. Da-Lite Screen
Co., 128 USPQ 132 (TTAB 1961) ; Tobacco By—Products & Chem. Corp. v. Smith, 106 USPQ 293
(Comm’ r Pats. 1955), modified243 F.2d 188, 113 USPQ 339 (C.C.P.A. 1957).
(https://tmep.uspto.gov/RDMS/TMEP/TMEP-ch—-900-5d90e2363) 906.03 Informing Applicant
of Apparent Improper Use (https://tmep.uspto.gov/RDMS/TMEP/TMEP-900d1e1438)% <18,
BT T RITBGHES M - & £% 542 ( Rieser Co. v. Munsingwear, Inc., 128 USPQ 452 (TTAB

1961), 58],
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(https://tmep.uspto.gov/RDMS/TMEP/TMEP-ch-900-3d90e2397)

906.04 Fraud (https://tmep.uspto.gov/RDMS/TMEP/TMEP-900d1e1447)

Improper use of the federal registration symbol, ®, that is deliberate and intends to deceive or
mislead the public or the USPTO is fraud. See Copelands’ Enters. Inc. v. CNV Inc., 945 F.2d 1563,
20 USPQ2d 1295 (Fed. Cir. 1991); Wells Fargo & Co. v. Lundeen & Assocs., 20 USPQ2d 1156 (TTAB
1991) .

The examining attorney may not issue a refusal of registration based on fraud. If it appears to the
examining attorney that fraud on the USPTO has been committed, the examining attorney must
follow the procedures outlined in TMEP § 720. (https://tmep.uspto.gov/RDMS/TMEP/TMEP-ch-
900-3d90e2415)

906.04 70 —K (https://tmep.uspto.gov/RDMS/TMEP/TMEP-900d1e1447)
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https://tmep.uspto.gov/RDMS/TMEP/TMEP-ch-900-5d90e2363
https://tmep.uspto.gov/RDMS/TMEP/TMEP-900d1e1438

AIZ70—KFT#H 5, Copelands’ Enters. Inc. v. CNV Inc., 945 F.2d 1563, 20 USPQ2d 1295 (Fed. Cir.
1991); Wells Fargo & Co. v. Lundeen & Assocs., 20 USPQ2d 1156 (TTAB 1991) .ZH8,
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NThhizEBHnb5E. BEEIL TMEP § 720 [ZEEEH D FHICDEITNITESELY,
(https://tmep.uspto.gov/RDMS/TMEP/TMEP-ch—-900-3d90

52. BRIZBLWTEF N TOINKEICENTEZIATOELEZICOLWTRZMLTHKEIC
RMHL-EE. BARTOFEICHEVET L BEARTOFELLTHESASAREMEIZAI% S L\GHY
EX BN

For trademarks filed only in Japan and not in the US, when ® is applied and exported to the US, will it
become a crime of falsehood indication? What is the percentage of likelihood that this would get a crime
of falsehood indication?

See No. 51 above.
LE51ZTSBET I,

53. REMHLT. RBRTERESNLBEDSNEIEDEETT D, |

What degree of punishment is given for cases where ® is used and is identified as misrepresentation?

Punishment is not so severe; see above.

SIEENIFERBLLTGRL, LEEESHE,

(2) 142 R
License

54, AIR—VYEE,  IMVEXZBHOTELFRELLTLHE4N., BHOEALEREZLER O
F—HRILE—EDBERICOVT., RKETSA U RETHEE. Yo TILOFyv UM, BHRIC
EDQISLEBETNIE, Y4 T14a0bO—)ILDEFHEERT-LTLVS (Naked license &ElFENLY) &
BEINFETH,

In the case where a company having sports business, tire business or automobile business, grant a
license to use their famous trademarks on cosmetics, key holders, etc. what kind of specific management
can be done that will qualify as fulfilling quality control (not naked license), besides a sample check,?

- Scheduled and surprise visits to location
- Require samples

- Testing of goods

- Payment of licensing fees

ZDHFANDFESNF-EZDEAM
FRAREARANALE

BERDT A
TAE AR DZ I

[65. Naked License EREENT-BEDERDHRISDVTEAT RS,

Please tell us about the violation effects in situations where it is found as naked license.

If a license is “naked,” the trademark owner could lose rights in its mark, and the licensee could
gain rights therein.
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(3)

LLIMEVANTRITHNIE, BEFREE X ZOARIOVTOEREEREAL. S/t Y —
TZDHEFMZERELET,

ERERE

Trademark rights infringement

56. BEEREDRIEHIC DV THALTFIL,]

Please explain about the requirements for establishment of trademark rights infringement.

(4)

A. Federal Trademark and Related Claims

1. Lanham Act § 32: Infringement of a Federally Registered Mark

In order to assert a claim under Section 32, the plaintiff must allege in the complaint that it is the
owner of a federal registration; that the defendant used a mark in commerce “in connection with
the sale, offering for sale, distribution, or advertising of any goods or services”; and that such use
is “likely to cause confusion, or to cause mistake, or to deceive.” Ownership of a federal
trademark registration on the Principal Register provides the plaintiff with prima facie evidence of
the mark’ s validity, the registrant’ s ownership of the mark, and the registrant’ s exclusive right to
use the mark in commerce. A federal trademark infringement claim also carries potential remedies,
including damages on a variety of theories and injunctive relief.

A EREREAET R

1. Lanham ;% 32 £ @MBHEHEDES

58 32 FITEDERELZRI SOOI REFETNAERERDAEETHASEERLE TN
BYFEH A, ThbhL, BENERFELEY—EXDIRTE. lRFEOBEH. BHXIEEEICEEL

TIWEI L. EEZFEALECE, T IIGFEANNERELIFHERZELSE RITEERT 55
NAHHICE ZERLEBTNELBLERA, TBHFEDENEREROMEEL. RENE

DIFEZEOADE. FEOEFENAMEETHLA L, ERENBENICEHIREZERT S ta74
EREBTHAE. ZRELTVEY . EREIEOERFHBRICIE, SETELER/ LOBEHE®

EERFLGEDBAENGHEFRELSENTLEY,

FEIRMEDRE

Abandonment of trademark rights

57. REBRQLITHRADERS ., BRENBELEALET .|

For the parallel import of genuine goods, do you constitute infringement of trademark rights?

“KRE

Not if the goods and/or packaging are exactly the same. When there is a difference that is material,
the goods can be prohibited through the CBP (Customs & Border Protection).

As a general matter, parallel imports are governed by Sections 32, 42, and 43(a)
of the Lanham Act (15 U.S.C. § § 1114(1)(a), 1124 and 1125(a)(1)), and Section 526 of the Tariff
Act (19 U.S.C. § 1526).

The CBP will prevent the importation of goods under Section 42 of the Lanham

Act only if the trademark owner applies for Lever rule protection and demonstrates that the imported
goods are physically and materially different than the authorized goods sold in the U.S. Lever rule
protection is available to the owner of a mark that is registered with the USPTO and recorded with
the CBP, even if the owner is a foreign company or the owner is a U.S. company and the foreign
goods are manufactured by a corporate affiliate. Lever rule protection is also available to a
trademark owner who has recorded its trade name with the CBP, provided that the trade name is
displayed on the parallel imports. The importer may comply with the Lever rule, however, by affixing
a certain disclaimer to the goods which allows for their importation.
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‘B

RO\ vr—UNeE—TIXLEWMESE.NO T, EXGHEHELHSI5E . CBP (Customs &
Border Protection) Z B T MEELIEH A ENTEET,

—HERYRRES L T, M TEN A (X Lanham % (15U.S.C. § 1114(1) (a) . 1124 LU 1125(a) (1)) &
32K . FEA25% . FE 435 (a)
BUBEFIE 526 £ (19 U.S.C.1526%)

CBP & Lanham (&% 42 LICE DGR AFZILELTULVET,
EIZEENLN—RAOREZHFE L. GASK-BERNKETREIN-ZBASIN-EREY
BT KECELGLEEBALIESICOABERAINE T, L/A—IL—ILDREIL, USPTO [ZF&F
SN . MEENMNELETHLSIH)., FLIEMEZNKELETHY. SHEESNMNEOES
HICEHOTHESNTWSIGEETHOTH BRAINET . LAA—IL—ILDORETFE . L/\—IL
—J)LIE CBP, U JIL—ILDIRFEIL, CBP BB Z Rk LI-BiEMmAELNFIHTHENTEE
T, L. ABERAIEETHMARICRTRINET . LOAL. BMAE X, TOHAZFRIT5EMIC
BEDREREX(FTHEICE-T, LAA—RAIEZESTFTHENTES,

EEBEMOLTHAIEFEEREIEERLEN,

The parallel import of genuine goods does not constitute trademark rights infringement.

58. BIREE X BMEERAAMN A B RUCHIFZEIZENT, a [2OVWTHOAEFHIFEEALTS
EE A Y BEFEEFREEZ ARUBICOVWTHERATEIDEHBRTHENTEET D,

In the case where trademark owner is using the registered trademark on goods A only, among the
designated goods A, B and C, can the trademark owner X exclude third parties such as Y from using the
registered trademark with respect to the goods A and B ?

VI

(1)

Yes, if goods A are related to goods B and C.
(LN, B A D ESR B RUC LEAELAHNIL. EIZHESE X (A Y ODFEREHRTEET,

BREM

Registration requirement

Ly

Distinctiveness

59. BFOH#HILLERILHEI DHHYETH ?]

Is a trademark consisting of numerals only distinctive enough to be registered?

“KE

‘B

Yes!

HFDANLEHEZRETHOTH, #MANEHYFET,

BFD1HT., 247, SHTLEF DS (X[REIELTER ALY,

1ML DEFISELDEZ FIAIEXTIY DI ThITILT | TLSIZIERTRLI-EE,
RIEFINBIZHFEHELEEDIEREBELTHEIN ADEN, SHTU LOBFIE LSBT ERA
XFECRRLIZEE TI74TNVRLYR T URTUIRBEET 2B THAINLEA AL [
FATTUNIIBR ABRHYZET,

Numerals such as one digit, two digits and three digits are considered descriptive, in principle.
Transliteration of numerals such as “one two”, “twelve” and “jyuuni”, with/without the relevant
numerals “12”, are not distinctive as a matter of rule. “T77A4 T N\UFLYRFT2URT2is not
distinctive because of ordinary description, while “Z74 77> "could be distinctive.
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60. BXXX=F13XF, 2XF, SXFIFHEANARBYETH, |
Are trademarks consisting of one Roman letter, two letters or three letters considered distinctive?

“KE

Sure!

¥bAHA yes T,

-BX

PR F X FIEHEA AL, 2XFIXRBELTER AL LZWNH, FRICKIHEAMN HEEFTED
HEMNHY (FITPS) (5528%8) IDSI(5E28%8), AXF2XF&I & I TEFET HEREFN NHY . FAX
FIXFIEHANNDHYET,

One Roman letter does not have distinctiveness. Two letters, as a basis, do not have distinctiveness
but there are cases in which distinctiveness can be obtained through extensive use (for instance,
“PS”(Class 28), “DS”(Class 28). When two Roman letters are concatenated with “&”, it has
distinctiveness. Words consisting of three Roman letters have distinctiveness.

161. PREMIUM %> MILLENNIUM (X8I A ASBYET H|
Does PREMIUM and MILLENNIUM have distinctiveness?

“KE
“Premium” is likely laudatory (not distinctive). MILLENNIUM appears to be distinctive.
“Premium” [TEBITHY GEA ADELN) ESNEE TN HYET . “MILLENNIUM” (X5 R A A
HHERDONET,

=P

HANHY, ZBRHIZHHY (FEIEEHE26655215, 1th),
[Japan]These are considered distinctive. There are lots of registration examples (Trademark
registration No. 2665521, etc.)

62. HEELI—FIZOLTHEEILADY GAGAIFZHBRI AL HYET H.
Is Trademark “LADY GAGA” considered distinctive with respect to music records?

“KRE

These are examples of U.S. artists who have registered their names in
connection with “compact discs”

Word Mark TAYLOR SWIFT
Goods and IC 009. US 021 023 026 036 038. G & S: Series of musical sound recordings;
Services pre-recorded [audio cassettes, ] compact discs, DVD's [ and video tapes ]

featuring performances by an individual [; mouse pads ]. FIRST USE:
20001000. FIRST USE IN COMMERCE: 20001000

Registration

Number 3439211

Registration Date June 3, 2008

Owner (REGISTRANT) Swift, Taylor INDIVIDUAL UNITED STATES c/lo 13
Management, LLC 718 Thompson Lane. Suite 108256 Nashville
TENNESSEE 37204

Word Mark DOLLY PARTON

Goods and IC 009. US 021 023 026 036 038. G & S: musical sound recordings;

Services prerecorded compact discs, audio cassettes, videotapes, digital video discs,

audio/visual discs, and other recording media, all featuring music. FIRST USE:
19670700. FIRST USE IN COMMERCE: 19670700

Registration
Number

Registration Date August 30, 2011

4017967
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‘A&

Owner (REGISTRANT) Parton, Dolly INDIVIDUAL UNITED STATES c/o Edelstein,
Laird & Sobel, LLC 9255 Sunset Boulevard, Suite 800 Los Angeles
CALIFORNIA 90069

BARTIEEANAGLESN T, [AEEEL. TOEEERT. AMBERTHALI—R, 105 —
FybEFALTRIEL. &l)f{%i’??'%):th“f%é%ﬁé??wbs BREEAETATARIRVET
AT—TNFERALEEE. CNICETINEIF -FTEHIL. A%ERICRIIEKHEERIET HE.
Xliﬂﬂ&f?ﬁl HELIRIG L'CL%%‘%E%TLT_%O) TEHE,. TOERDRE (AR ER~LZD
LRI HL L. ARRREEE. BEROBAEREL TORREEZR-LELGL, LIzA- T,
ZIKJEEW;‘E(&\ EiEESE1EIBCHRYLET ., I(H25. 12, 1 7THEBEHTRK25F 1T7)E10
1585 E#)
In Japan, it was found as not having distinctiveness by the IP High Court in December 17, 2013
which states as follows;
“In cases where the present trademark is used on the designated goods, music files, recorded video
discs and video tapes”, which can be obtained through the Internet, the trademark does not have
function as a distinctive mark, because the dealers and consumers of those goods would recognize
the mark as description of singers of music recorded on the goods or singers depicted on the video
recorded on the goods, that is, the mark as mere indication of the nature(quality) of the designated
goods. Therefore, the present trademark falls under Article 3 (1) (iii) of the Japan Trademark law”.
(2013. 12.17 IP High Court 2013 (Gyo—ke) 10158)

NSEE YR )\%%’éﬁ‘??’éiﬁA!:OL\T(i BIZIERDEEYET B,

9] BIFEBRADHURT—T . REFAHDIAVNIET 4RI TLA—RIIDNT, BiE
b\xﬁﬁg%( RFRBRIFEFRTIN—TRELTLLRBSINTVSIEEICE, TOERKD
mBIZRTTDLDEHT D, (BREEESE) |

[Trademarks depicting peoples’ names etc. shall be treated as follows:

A. In the case where a mark is well known as a name of singers or group artists in relation to the
goods, “sound recorded magnetic tapes”, “sound recorded compact discs” and “records”, the
mark shall be considered as indication of nature of those goods. (Examination Guidelines for
Trademarks))

63. BEDESIZHANNRHYET H .|

Do titles of books have distinctiveness?

“KE
-B&X

BREEZOESEIERTTFELAN, V—XLOLRERFEHFETEET,

rﬁ*gbis %g%(vhﬁtbrnunﬁéh 75\0 % _'?b\#é-fltEo)W'@%mun&éﬁé:&)o)&mm
NEGEICIE. BREFOARETRHIELIEDLELT, P’ﬁnnd)f ﬁJXI;t Q%"(DfﬁjéﬁﬁTTé%
DEHIEFLTHANNGL, EEFLLTRESININI. FEBICTESFLLTLGEEH#HIN TS
MZKYHETL . EEENBFEOARNBTERHSEINE. NEIOEFEEZEL THETT 51 (BE
BEBHEE),

“In the case that the trademark is identified by the consumer as the title, and, the title at hand is
identified as something that identifies specific contents, it shall be construed as descriptive
indication of nature of the goods.

Whether or not the mark is recognized as “title” shall be judged by considering whether the mark is
well known and whether or not the mark is recognized as indication of the content of the goods shall
be judged by considering the transaction circumstances of those goods. (Examination Guidelines for
Trademarks)
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64. a2 F1—%(F9H) ITOULTIFUJISANI IZBR A HBYET b, |
Is “FUJISAN” distinctive with respect to the goods, “computers” in Class 9?

K
No! It is not “deceptive”. It is not a person’s surname. But, it is a geographic location. If the
goods are from Fujisan, the mark is primarily geographically descriptive (can acquire distinctiveness).
If the goods are not from Fujisan, the mark is geographically misdescriptive (can register immediately
if people do not think of computers when looking at the mark).
LWA L BRI E W AF R A AODERBTIEHYEEA, LHL, TNIEFHEBHGAETY L.
EmAELTILHTHNIL, BEREEEFET . tEBEMLRR G AL H D) TT,
L. BAMAET LR THETAIE, SEEEXMEBENICRBLZELIEIRETREHTT (L. &
EEEEAENAVE 21— A—EBELLELOTHNIE. BEBICEFTEET),

-B&

HADHY, TEEN. ERNOHEBMLAMRER. BHEXR. 588, 1A, TR EGEHERFE. T
BT4T. 45 AR Z)., . JNER. BB, &, B &0, IBE. B, BEH., S t(ZOREXIIE B
HEEQ). A WWE AN, ARFERTRMRIETNoEXRTHEDMASLELIGEE. BREIE
XRIFFEEN. ZOHBHEMRORTISEIMICEONT SEEBERNEEINELIIERTESN
XIFEEERBENRESNTNEITHASIE—RRICERE T HETX. BEMRDIEH | LI TERFEH
XIFEFBEOMREDBATIICERETHEHET 5 (BEEEREE) > ELTIUTaVEL—2F4E-
BRFELTWAEIEERELGZLDLER AHY .

It does have distinctiveness. “In the case that a trademark consists of geographical indications
inside and outside of the country (state, ancient nation, capital, region, administrative district
(prefectures, cities and towns, special ward), state, state capital, county, ministry, provincial capital,
ancient nation, former territory, downtown area, tourist site (including the surrounding country and
surrounding area) the terms that describing such as, lake, mountain, river, parks, etc., and maps
depicting these terms, the sellers and the consumers, the trademark shall be considered as
descriptive indication of “origin” of goods or “location of sale” or “place of offering” of the services,
provided that dealers and consumers recognize that the designated goods are being produced or
sold, or designated service is being provided at the geographical location corresponding to the
trademark. (Examination Guidelines for Trademarks)+:+ “FUJISAN” would be distinctive because
nobody recognize that computers are manufactured or sold at Mt. Fuiji.

65. T 6 MIERHUEMET (IS OVWTTROBEIEINANRBYET D, |

Do the trademarks below have distinctiveness with respect to the goods,” metal tube manufacturing joints”

etc. in Class 6 ? @

“KE

[ think yes.
YES ERULVET,
g =F S
BHZHBWVTAREMICER AL HEELTEHSNEL (AR 2016-17458 )
Trademark Appeal Board found that this device mark should inherently have distinctiveness and was
registered (Appeal 2016-17458)

66. T[KP—140) (FE15E1LF ). IDO-0V] (FE25%FHMIRE) . [PA-XJ(FE1 7 TSR FvHHKR—
A, TLEAR—X]) . TAA—2GI (F1ELFRF. BSEEFF) XThTNEN HBHYETH,

Do “KP-140" (Class 1;chemicals), “DO-OV”(Class 25 clothing, etc.), “PA-X"(Class17;Plastic-made hose,
rubber—-made hose, “AA-2G”(Class 1; chemicals, etc., Class 5; medical agents, etc.) have distinctiveness?

“KRE
BE/FMDIEERFENARETE, BEITHENTEET,
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-BX

FHTOITNEEANNDLGELOBRNEINELZ(FO9—-19951F ., F11—-136075. F11—16
5295 . ~AAR2000—302957)

All were found as not having distinctiveness (Hei No.9—19951_ Hei No.11—13607. Hei No. 1
1—16529. Appeal No. 2000—3029)

67. GREEN % BLUE HEBERIXFTRLEEEEBIN AL BYETH.|

Is there distinctiveness when Western letters are depicted with green and blue colors?

-XRE

‘B&

I don’ t think so.
EA AT ERDObNET,

[RENELTERBI AMNGENVD IBEEESRFICKYBINICEEZRIN TSI EHY (TWHITE (55 35
FIAREEDRRAVYILTAOTMIRUE 42 F8 )z T AL DERL - /G R URSF 1A B R
SnFEL= (AR 2016-1868))

As a general principle, it does not have distinctiveness. However, depending on the designated
goods, there are exceptions for registering. (“WHITE”was registered with respect to the
services”(Class 35; advertisement, business consulting etc.” in Class 35 and “creating, designing,
and maintaining a website etc.” in Class 42 (Appeal 2016-1868) )

[68. HYBRID (LRI AAHBYET H.|

Does “HYBRID” have distinctiveness?

KE

-B&X

Depends on the goods/services.

HEEBMm EHICE TELGYFT,

EEEAICKYER HHY (H1.ZEKFE17481185F) HYBRID] (£25%8)
Depending on designated goods, it does have distinctiveness (For example, “HYBRID” was
registered with respect to Class 25 goods under Reg No. 1748118)

69. BADHTHS, [KUBOTA] (5E33%F:F/E) . TACHIKAWA (35758, 5520%F, 248 (X8R A
BHYFETH,

Do the Japanese family names “KUBOTA”(Class 33 rice wine), “TACHIKAWA” (Classes 7,20 and Class
24) have distinctiveness?

“KE

-BX

[FUN, BRI HEEFLI-E 6 FULOBEEMERTHER N ERIEESND) THNITHAN A
HYFT, COFIGERIZONTIE, YTFTOLREZE Y HE. MBBHBICEFINGLV=H, T~
TOHRBEFEBHLEE A,

TKUBOTA I, ARKRIFAI N7EL . BF2IEDFEAICLHHAI DB LELDOERDHY (FAR2014—1
3469%), [TACHIKAWA |(F, BF2IRICKYHA N ERLDERHY (FIR2013—-5895), &
FEREHLEL. THYSNEEXFLHIEE. RAELT, BEORX BN EHELET HE
DELS, JELTWET,

Appeal Board found that “KUBOTA” is not inherently distinctive and has never obtained
distinctiveness through extensive use thereof under Article 3(2) of the Japan Trademark Law
(Appeal No.2014-13469). “TACHIKAWA” was found to have acquired distinctiveness through its
extensive use under Article 3 (2) of the Japan Trademark Law(Appeal No. 2013-589). Examination
Guidelines for Trademarks provides “common surnames or names”, as a general principle, are the
ones that exist in large numbers.
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70| TLeading Innovation] (EOREBRBERMERE) IBA NN HYETA.]
Is “Leading Innovation” considered distinctive with respect to the goods, “electronic communication
machines and equipment” in Class 9?

RE
U BRI HYET,
B

HY), BixFES5091483F (HAEHEZ) ELTEEHY,
Yes. It is registered as Registration no. 5091483 (Toshiba Corp.)

71. TeDEHIE IR . T35 8. £36 K. F R BRUE BEITOVWTEINALKHYETH .|
Does the below shape have distinctiveness with respect to Classes 9, 35, 36, 42, and 43 goods and
services ? FaY
&

KE
B

[FLY CORMIEAREMIHBNDERLES
HY, BRTHERAIZKDHB AN HYELTEHREINFEL-(FAK2015—-65765)

Yes. It was registered by the appeal Board finding that it has acquired distinctiveness depending
on usage (Appeal No.2015-6576).

72. XUZ DFaL— DI FEEITEN A BYETH

Does the three—dimensional mark of Gillian’ s chocolate have distinctiveness?

%

A product shape cannot have inherent distinctiveness, based on the Two Pesos and Traffix Supreme
Court Rulings. Product packaging can be inherently distinctive.

“KE

Two Pesos *° Traffix BHDREFHFIRIZEDITIE, BROMIKEIREMIZEIN DEETHE
MTEFEHA. BRDBEIIREMIZEANNERFTHIENTEET,

AARTEIENGA SR TAEMHR HHY EHIESnFEL =,

(F£20. 6. 30%R-F19(174)10293%)

The IP High Court of Japan decided on June 30, 2008 that it has inherent distinctiveness.
(2007 (Gyo—ke) No. 10293)

-BA

73. Bl BEsE I DLV TR Jitensha | (LB A BHYET D',

Does the trademark “Jitensha”have distinctiveness with respect to the goods,”bicycles”?

KE

No, this term would be considered generic.

LR, “Jitensha” [E— B IR THLHEEZABNSTLED,
-BX

BATIEKMEEREOREFIRASNhTOER A,

“Foreign language equivalent theory” is not adopted in Japan.
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(2) BREOEEITOVWT(ENEREEE. BIIETEHE)
In regards to trademark similarity (the left is the trademark in question and the right is the prior
trademark)

74. BEEDQFH (similarity) &R RN HF M(likelihood of confusion)lISDUNTERBAL TR ELY

Please explain about trademark similarity and likelihood of confusion.

KE
Unlike Japan, similarity of the marks is just one factor in the likelihood of confusion analysis.
AREFELGY ., FHULEROBENES T IED—ERITEATEE A,

-BX

BATIEEUEERIZIRG S-S THD, BIEQFELEL. mRmAR— XIFELDOGEEIZRELE
155, ERIE. BERUVERIIFELDOEZEIC. BELLYET,

In Japan, similarity and likelihood of confusion are different concepts. The similarity of trademarks
is an issue when the goods are identical or similar. Likelihood of confusion is an issue when the
trademarks and products are not identical or similar.

[75. FSUPERSTARJ (8 25 58) tFSTARJ (5 25 55) LB H’&EL%(&&L%&ML&?‘;&\ |
Is a trademark “SUPERSTAR” confusingly similar to a prior mark, “STAR” with respect to the goods,
“clothing” in Class 25?

“KE

Probably not, but it would depend on the meaning of “SUPERSTAR,” which could be a type of “Star.”
It is a very close call. Hard to say for sure.

HZBL FELLTULRELAY, “SUPERSTAR” A3“Star” M 1 FBFEELSEKIZHD LS5TB A THN
(FEEUESINS D, EE TG —XTHY . BUNFEBELUNRAREICITZZSNELY,

=P
FLFEoBEEF L —E—KIC Eﬁgé?ﬂ STAR &IFIEFEBERDONFET,
It is considered that the trademark, ‘SUPERSTAR” has a gathered idea as a whole and should be
observed inseparably and that hence the mark is not confusingly similar to “STAR”.

76. HAHNEENSLEIPIELTONEBZRRNEIRFRLUEEISLGIBIELITERZELS
FEITHBLET S, (HITBILUIETOTOKOYAMA])

Is a trademark consisting of a foreign language confusingly similar to a trademark consisting of the
transliteration of the foreign language? (Example: “SB1L” and “OTOKOYAMA”, “5&E A)

“KE
Yes! Under the Doctrine of foreign equivalents.
BREIZELCHIFECHELUT S, SHEERIGORAAERHINET,

-BX
BADEZEEENB SHAUOHIELELIERH T IR RICHNIE, BULET,
In the case where the foreign language and its transliteration are considered confusingly similar in
terms of meaning a situation where consumers in Japan recognize the idea similarity or similar name
similarity, then it is similar.

77. TROBERTELLET D]

Are the below trademarks similar?

ae SEIKO EYE

iy vki]
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(8% 23 |\, BHERUVZTOHSR. MER) (IR % 23 ¥E5ET, BREE, ChoDE SR
ZTOMAEEICETHEMm)
(Old Class 23;glasses etc.) (Old Class 23; clocks and watches, glasses, etc.)

-XRE

‘B&

No. Same as Japan.

WA BRERIERTY

el TREBCFEZEICEAELMN DM, TENEXFTHAEYEIDTBS DAL LIE, B
AHEEIDEBICEVWTINNEAAOBEAIERLL THERASNL TV SZEDHEOBENROHLN
HUORY., HAFDEAIZEEL TOIRIE, BT AELT . ZITEIZEDISEIKO EYEJIEZEAKRELT
= LLIETSEIKOIDER R EL THDOHFRIE, BENELEHELNIRETHH>T. [EYEIDOXFEH LM
SIEFIE, Bl FAELCLEL, > T, mEZRIEELLEL Y, ELELIZ(FRS5E9 A 10BmE & F
REIATYV)IE1038),

[Japan] [Designated goods are all [glasses, etc.].

The Supreme Court decided as follows.

In view of the ordinary circumstances, “EYE” is closely related to glasses and a general and common
word and hence cannot give rise to a distinctive sound or meaning only from “eye” as a distinguishing
mark unless there are special circumstances where such “EYE” is exceptionally recognized as a
distinctive mark. The trademark, “SEIKO EYE” would give rise to a pronunciation of “seikoeye” as
a whole or “seiko” and there will be no sound of meaning only from “eye”.

Therefore, both trademarks are found not similar.

78. FieOmAEILEREECREEICHEELET D,

Are the following two trademarks confusingly similar ?

gﬁg“ﬁi PHILOSOPHY

PHILOSOPHY

“KE

%¥25% HRE FE25% ¥RE
Category 25 clothing etc. Category 25 Western clothes, etc.

Probably would be found confusingly similar. You can’t add a House Mark and expect it to
distinguish two marks.

However, the analysis is based on the marks as depicted in the respective application and
registration, without regard to whether the marks will appear with other marks, such as house marks,
or other elements when used. See In re Shell Oil Co., 992 F.2d 1204, 1207 n.4, 26 USPQ2d 1687,
1690 n.4 (Fed. Cir. 1993) (indicating that applicant’ s assertions that the applied—for mark would
appear with applicant’s house mark were not considered in the likelihood—of—confusion
determination); In re Aquitaine Wine USA, LLC, 126 USPQ2d 1181, 1186 (TTAB 2018) ("[Wle do not
consider how Applicant and Registrant actually use their marks in the marketplace, but rather how
they appear in the registration and the application. We must compare the marks as they appear in
the drawings, and not on any labels that may have additional wording or information.”); Mini Melts,
Inc. v. Reckitt Benckiser LLC, 118 USPQ2d 1464, 1470 (TTAB 2016) (rejecting applicant’ s argument
that, because its mark would appear along with its house mark and other distinguishing matter, the
marks at issue were not confusingly similar); see also Cunningham v. Laser Golf Corp., 222 F. 3d
943, 950, 55 USPQ2d 1842, 1847 (Fed. Cir. 2000) (“Registrations with typed drawings are not limited
to any particular rendition of the mark and, in particular, are not limited to the mark as it is used in
commerce.”).

Likelihood of confusion is not necessarily avoided between otherwise confusingly similar marks
merely by adding or deleting a house mark, other distinctive matter, or a term that is descriptive or
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suggestive of the named goods or services; if the dominant portion of both marks is the same, then
the marks may be confusingly similar notwithstanding peripheral differences.

In re Apparel Ventures, Inc., 229 USPQ 225, 226 (TTAB 1986) (holding applicant’s mark, SPARKS
BY SASSAFRAS (stylized), for clothing, and registrant’s mark, SPARKS (stylized), for footwear, likely
to cause confusion, noting that “[tlhose already familiar with registrant’s use of its mark in
connection with its goods, upon encountering applicant’ s mark on applicant’ s goods, could easily
assume that ‘sassafras’ is some sort of house mark that may be used with only some of the

‘SPARKS’ goods”);

BEOCRERZAELHFEITEMUESNDSTLEI NIVAI—VZEMMLTEIN DD HEHET HE
[ITSFEEA,

ERORGEZEELELETRETIXFORTAENELGLHELTH, LEOXFETEOXF
(&, RICIECTRINTHY, BOVREBTRIN-HBOEATBRAIZRIN TSI EMND, HEELE
EFYR—EKIZEREEINT=2D]EL, TORBEAREZELST, — KRR RDEDERETE. MEFILIE
FARLERESINFEL (AR 2011-6083) ,

The trademark on the left consists of stylized capital letters,“SAN-AI" on the upper line and
“PHILOSOPHY” on the lower line.“Even though the upper and lower letters are represented in
different manner, they are displayed with the same width, within the light yellow—colored square—
shape and the appearance as a whole is composed as one and this entire configuration is identified
as one—inseparable body, and both trademarks are found not similar. (Appeal 2011-6083)

79. FidOmmEEERZEELREEICELLET N,

Are the two trademarks below confusingly similar to each other?

TOWERmini TOWER

(%8 35 MESAHMBRBEDO/PERIIEITO--ft1) (5F 11 FEREAXTHERAOEBHERF)

(Class 35; Retail or wholesale of (Old Class 11; power distribution or control machines and

“KE

-B&X

apparatus etc.)

No, not similar, because goods are unrelated.

WWZ ., BERICEEEL LN -HIEELTH D,

AFEFGIZEITOWER mini &, T30 —3= | OMEQAHZFXEL, 27 —La—F (#%RXE&tt) D/NETE
HIBOEKREVWERELB/LI—ARFALOEETHY, 5IAEELILIEBELUTHDI ELELS:
(F~ARk 2010-3168)

The Appeal Board decided That the present trademark “TOWER mini” should give rise to only the
pronunciation of “tower” + “mini”, which is inseparable and united as having a meaning of “a small
store of Tower Record(Ltd.)”and was found not similar to the prior trademark, TOWER”(Appeal
No.2010-3168)

80. FROWMBEEITIERZEELIFEICHEEULETH

Are the two trademarks below confusingly similar to each other ?

TOHO CINEMAS

CHANTER Chanter (Standard characters)

16 38 BRE-RE-ERIXEEE ICETIRIER/ U TILyM it

Class 16 Theater pamphlets relating to movie, performance, play, or music

“RE

Yes, these two marks would be likely to be found to be confusingly similar. House mark rule.

T, mERILERZELDEECEUESNDSTLEI NVAI—TIL—IL,
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ABEEAZIZDOWNT, T EBRIZESINT=[TOHO CINEMASIDBXXF (L, FERIZEENT=[CHANTER]
DRRXFLIE, EFRLHEEL, LEOXFETEREOXFOR_MEORESTEINTEY, mHE
X, TOZERHEEOER, EROHEERUXFORETZIDHENSHRE L, NEELTERIND
LDOTHAHIELT. MEFFFELUT HELELS (AR 2010-19548) ,

The Appeal Board found that “TOHO CINEMAS” on the upper line of the present trademark is
represented in a different script from that of the word, “CHANTER” on the lower line and that the
size of words on the upper line is twice bigger than that on the lower line. Because of difference
of one line or two lines, both script, and size of both trademarks, the trademark “TOHO
CINEMAS/CHANTER” can separately be observed as “CHANTER”, the Appeal Board decided
that the trademark should be similar to the prior trademark, “CHANTER” in terms of appearance.
(Appeal No.2010-19548).

81. TROMBEILERZELDEEIELLET D,

Are both the below trademarks confusingly similar to each other?

ZERO AUDIO XERO

(B SEMMERAS) (B9 HmESEEBHMSEZLR)
(Class 9 Audio Machine and apparatus, etc.) (Class 9 Electronic signal machine tool)
kE

-BA

The goods appear not to be related, so likelihood of confusion would likely not be found. However,
the marks themselves are sufficiently alike to be considered “similar.”

EmICEEEAHAIIICIFRAGNSH, ERZELHFECELEESNGNTLLES LAL. C
NoDERBERFFLUTHSESN LSOV FITETHET,

AFEFGHEI ZERO AUDIO |1, TZERO |ETAUDIOIDEIT 1 XFERDAR—RIEHHELDD, Bk
Tl RELBFYIK—EKPIZRBEIN TS, ZOFIMEL—ZBIZHIFELESELT, 5IHBEIES
(FIEFELLERELEL = (AR 2010-26141)

The Appeal Board found that the present trademark “ZERO AUDIO” is represented unitedly in terms
of appearance even though there is a 1-letter space between “ZERO” and “AUDIO” and hence
should be unitedly pronounced and decided that the trademark should not be similar to the prior
trademark, “XERO”.  (AppealNo0.2010-26141).

B82. TRt NMAEELERZELAEEICHELULET D,

Are the two trademarks below confusingly similar?
R-CUBE CUBE
(B9 \EFICAHMRRAS) (9 |EFIEAMMSRAS)

(Class 9 electronic machines and apparatus etc.) (Class 9 electronic machines and apparatus, etc.)

“KRE

‘B

Likelihood of confusion would be probably in this case. The “R-* portion might be seen as a model
number of the “CUBE” mark.

COT—RATEERIDEENLHAHTLLD, “R-“DED L. “CUBE"EEDREFICRA S0 HL
nzy,

[fz&Z, RXF 1 FH, EmORE, BXFEXRTES, FEELT—RICESALLGATWSE
LTH, WD BBENOHEDIARFEEEZICSVTIE, ChIZETIEEIE, FEEELT, TOEK
2REELHOT—RTRA T D—FEDEELLTERHEL, IBESNLEAIDONBERTHSIELT. @
FITEFELTHSHELELT (TR 2010-19088) ,

The Appeal Board found that the trademark should be observed as an united coined words by the
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relevant dealers and consumers despite the fact that one Roman letter is widely used as an
indication of the standard, model etc. of goods and decided that both marks are not
similar(AppealNo.2010-19088)

83. FidmmETEREZELIEEICELLET D,

Are the two trademarks below confusingly similar?

AW 0GR Y-

RESERVE
RV .
STARBUCKS RESE & 30X, O——RU3a7, I\VEFR
- 530 %?r%, a—t—RUaa7, E¥ /3% 1 (Class 30 Tea, prepared coffee
B U/ % | (Class 30 Tea, prepared es with Japan). and coffee based beverages, confectionary,

coffee and coffee based beverages, £ A, (¥E1 B bread and buns.)
. confectionary ,bread and buns)

ABEEENSS, [RF3—/\y X (STARBUCKS) |DER7T14, FEKRAWE AIESE CHDIZ0), 81aR
DHFATEHEL TERCKEMEHNRE S5 Z 50, [1JH—T (RESERVE) IO (X, SRBHRED
PEFICEWTIETEMR, RYBEZTIOEK, HDLME, CNMNEELTIE-THED ITEHRMIELSTE
DNDEHREVERT BMERFBI ADHBOELEBINII L, KFEBEND, [HEREE1DOFE
CTEREEZER S DA IDFREXELEMN, V=T 1OADIREIIELLENELT, MEEILIE
AL EL (AR 2011-18483)

The Appeal Board found that the “STARBUCKS” portion of the present trademark, is the
applicant’ s well-known mark and gives a strong impression as strong and dominant distinctive
element while the “RESERVE” portion means “stored goods, reserved goods” in the field of food
and beverage, etc. and further means “the best”, “high—quality item” which is weak element in
terms of distinctiveness. The Appeal Board therefore decided that the subject trademark gives
rise to a pronunciation of “starbucks reserve” or “starbucks” but not “reserve” only and that
both marks are not similar (Appeal No. 2011-18483).

84. FTmOmBmEIXEREZEECIEEIEELETD .

Are the two trademarks below confusingly similar ?

L A B

FOFBADE-RE-FR-2EO-HDOH
R AL ERERE, % ] (Class 9 analysis
experiment chemical machinery equipment, etc.,
for the weight, mixture, dilution, separation of
liquid)

KE
NOT confusingly similar; no likelihood of confusion.
BRZETHEEIZHEUTEHYFEREA BROBZTNIEHYEE A,

J=FS
AFEEEE. TRABOPREICKRTHRERICUVAAZANTETICUVEEL, EBAZEEIC
FTHLTLETREWNIERTAL5AEEaHE, LAIDEMICEY DSALERFEAIZXEFEISTARIE
L, TRIDBEWALUOBIZEY D SALEREAICEMTXFILABIZE LB/ LYEY, B
BEXFIERE-RKXT, RESIZHE, HEBELFELFYILK—AKPIZREIN TN, 1ELT. A
DETEBREFIERLUEHIESNELS:
(F~AR 2010-14372) ,
The Appeal Board found that trademark should be found not similar to the prior trademark on the
following ground;” The trademark consists of a rectangle design at the middle portion of which a
wavy line inserted and separates the top and bottom of the trademark. The wavy line shifts the
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top part to the left and the top and bottom matches correspondingly. The word “STAR” is
arranged in the figure that is filled in navy color in the top part, the navy word “LAB” is arranged
in the figure that is filled in by the pale orange of the lower part, each structured word is the same
font, same size. Each of the elements are unitedly combined, and they appear together and are
unitedly displayed as a whole” (AppealNo.2010-14372)

85. TRNHAEEILEREELHFEEICHELLET .

Are the two trademarks below confusingly similar to each other?

Smart-C SMART

(5£35%8 $35%
(Type 35) (Type 35)

“KE Not confusingly similar.
BRIZHELHIFEIZHELUTEIHYEE A,

=P
[RFEEZEOBRKICH-OTIE, CNITETIMEIE, FEEDL, KREBICICIOMBAEEIRLT,
[Smart I DX FERDHIZEBTHELNIKYIE, LA, BEXFEEEL LT, —AKFTAHD
—FENEEERLEZLOETHL, IBIETIHEAIDNBARTH D, IELTHBIZTIEFELTHD
ELFEL(FAR 2010-18430) ,
The Appeal Board decided that both marks are not similar on the following ground. “In the
structure of this trademark, the dealer and consumer would take the full structure of the
trademark and naturally recognize it as a representation of a whole—united coined word rather
than omitting the “C” part and focusing on only the “Smart” part.

86. TRNWEEILERZELAEEICHELLET H.

Are the two trademarks below confusingly similar to each other ?

Turbo.264

FOEEFHARMERRUEOM] FOEIEFIEME

Type 9 [Electronic application equipment and]  Type 9 computers, etc.

KE
In the U.S., these would probably be considered confusingly similar. “PC” is generic, and “.264”
feels like a model or grade designation, lacking in distinctiveness.
KETE.,. BZFL IhLIFTRERAZEELAFEEICFELESN B TLELY, “PCTIE—REZ/THY.
“264" IR B/ ERDIBETHA LMD, BAINZERNTLET,

-B&X

[AFEEEER D, [TURBOID X F(E, BFFHEMGLLIVEA—2Y T T ORFIZEL
T, T—3NEBRENRNEERT NNV EELTERTIIEEELENIGT HY,
[TURBOIDXFDHEHE, MHELTEEIIZETHILIFELDT, ElEEREL>T—FMIC
EIEEN, REEZENSIA—RIOFRIEFECHEWD I EL THEBEEZEXIEELTH D ELEL,
The Appeal Board decided that both trademarks should not be similar by stating as follows. “The
word “TURBO” is often used to denote a fast processing data rate in the field of computers and
computer software and is not used separately. Therefore, the subject trademark is recognized as
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a united words as a whole and will never be shortened to “Turbo”.

87. TROMBEILERZELSEEIELLETH,

Are the two trademarks below confusingly similar to each other?

LOVE,
3 LOVE
Chloé
E3%F FK E3F FK
Class 3 perfume Class 3 perfume

RE
In U.S., no, I don’ t think these would be considered to be confusingly similar, if evidence could be
shown of the common usage of the term “LOVE” in the field of perfume.

KETIF.NOTY, L. BKIZLOVE"ELS AEN—RRICHERASN TO SR A HNIK, 7 A
AT, ChblEBRIZELAEFEEICHEUTIEFSNGNERHLET,

-B&E
BATEBHICEWTIEEMU LIS EL=.

In Japan, it was decided that they are not similar.

88. #4Ja—TavIcoWT, EHFIZZET T, SIBALTTFSLY, |

Please explain “dilution” by raising its examples.

DILUTION
Nike v. Bauman (ALO Client)
Ms. Bauman’ s mark is JUST SAY IT and Design

for “Books in the field of promoting healthy lifestyles encompassing physical,
social, emotional and spiritual aspects of positive human oral communications”

e In determining whether a mark is likely to cause dilution by blurring, we
consider all factors relevant to the issue, including the following six
factors that are enumerated in Section 43(c) (2) (B) of the Lanham Act:

e (i) The degree of similarity between the mark or trade name and the famous
mark;

e (ii) The degree of inherent or acquired distinctiveness of the famous
mark;

e (iii) The extent to which the owner of the famous mark is engaging
in substantially exclusive use of the mark;

e (iv) The degree of recognition of the famous mark;

e (v) Whether the user of the mark or trade name intended to create an
association with the famous mark; and

e (vi) Any actual association between the mark or trade name and the famous
mark.

* Our Argument: Just Say It is a common phrase in English used to encourage
someone to say something when that person may be hesitant to do so. In
Ms. Bauman’ s field, this phrase is common (almost

descriptive). Therefore, people will not make an association with Nike.

*Will this become a famous case in the history of trademark law?

NO! . . . but,
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e
Nike ¥t Bauman (ALOY 54 7> k)

Bauman KDEEIL, [HROT4 THADARBIZESaIa=yr—2a>vDOEKM., 5
B, BREMNS S UVRMENAEZSCBRENLES A TR IV ERET E0HDEK] [2TDUVT

D JUSTSAY IT 8L UERE T,

BENENLICESFFRILZSISECTEENLH SN E S M EHIMT HFE. Lanham ik
435 () (2) (B) [THEZINTVEIRD 6 DDERZEH. MREICEHET HINTHE

REFEELET,

() BEXIESLARBEREOROBLOESL,
(i) ALEEROEAE-IIEGSN-HRIEDOREE.
(iii) EREROAEN T OBEREOEREMICH MM LGERICEE L TUL 5,

(iv) AEBERORIE,

(v) AEXXIESOERENERERLEDEEMFITEZERIL TSN E S M.
(vi) BRFELEIERE AR EER L OB OEROREEL,

Fhf=BDFEIR : "Just Say W' [XEFBT—RME I L—XT, TOALEE L TLSAEEHED

HEEEITAMNEEIRSICRIE=DICFERASNET,

F—HITY (IREAEFHBER) o LA >T. ARIENike ZEEZ LIEFHY FH A,

CCNEEREOEREDH THERLGEHRIZHEDSITLEI N

AT S R U N ORI

o

NIRVEDHFEFTIH. CORR
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