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. DISTINCTIVENESS
il 7

Q1l1.Can a trademark consisting of one digit, two digits or three digits be found
distinctive enough to be registered
1 M1, 2 M. 3 MTOEFN R H0EEIX. BRI NDICE LM E A LE
VR

The definition of a “mark” under Section 2(m) of the Trade Marks Act, 1999 (“the
Act”) includes numerals. However, a trademark consisting of only one digit, two
digits or three digits per se, is not likely to be considered inherently distinctive on
account of the common use of digits/numerals in commerce, to represent quantity,
quality, characteristic of goods (such as size of automobile tyres (205/65), power of
engines (115 BHP)) etc., rendering such numerals descriptive in trade. Courts apply
a high threshold for acquiring distinctiveness in case of numeral trademarks per se
and have held that use of numeral as a trademark by one party should not
monopolize it in such a manner that another party cannot use a trademark of
different numerals.
19994 patETE (LU, TRgtREIE)) B25k(m)d TRSEE ] DERICIT, BFEna
ENFET, Ll LHT. 2 M1, SHTOEF O RN D72 D%, Bk, dnE.
P ORM (B2 X, BEVE XY £ YDA X (205/65), =V DT
(115BHP)) %z KT 722, BFBNEGNIRBW TR Sh, TD &
I RBFENIGNZB W TR TH D Z L 2 FHIZ, FIEORAIC IV Tl
BMED & D L ITFRD LIV AIREMER Em W E W2 E3, BHFTIE, T oA
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N IRDREREDGE . WA 2 ST HI2ODEVN—RLEREL, D
FENREL L CETZ2MERICER L, o803 YT g ivhokk
FTOEBEEFEATERVEIICTRETIEELRWVWEHIRL TWET,

Such marks may be considered distinctive enough for registration if they have
acquired distinctiveness by virtue of prior use in respect of the goods and services
applied for or are well-known. Often a mark may be made more distinctive by
representation in a stylized logo form accompanied by other elements.

ZD XD PRI, M S RS R O IBIZ DWW TO ST IIZ K0 FkA
HNEBFELTWDH, JAMTHIIEL, B+ hEz6G+5L526
NET, Z<O5E, FEEE, MOZFERZM S M T XY, @Rl EED
HTENTEET,

Can a trademark consisting of one character, two characters or three characters be
found distinctive enough to be registered

1307, 2307, 33UFEN DR DRI, BT 201+l hx a5 %
LD HILE T D,

The definition of a “mark” under Section 2(m) of the Act includes letters/characters.
However, a trademark consisting of only one, two or three letters/characters per se,
is not likely to be considered inherently distinctive on account of the tendency in
trade to use letters as models, catalogue references, abbreviation of names,
descriptors (such as XL for size of clothes) etc. Such marks may be considered
distinctive enough for registration if they have acquired distinctiveness by virtue of
prior use in respect of the goods and services applied for or are well-known. Often a
mark may be made more distinctive by representation in a stylized logo form
accompanied by other elements.

PAREIESS 2 So(m)D TRHIE ) OERIIICFEREGENE T, LarL., Bl k.
LFFET N, B2 a T OSR, LAHOBER, fLidfyefRn (B2 X, Kk
DA X&RKTX) FLLTHERAINIBEMAH 5720, 1305, 2 305 3
LFDHNHIR LT, T OB IKRIZBN TR R & 5 L I3 b
W< WEWR TS, ZO XD eptRid, BB I 7pE s M OEBIZOWTE
R & 0 3B 0 SO R APE 25885 L Q. B+l = F9 5
EBEZOLNET, 2L OE. BIRIE, OBERELEHIMNE SN/ e AT
RINDZEIZEY, @D EmddZ ENTEET,
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Q3.Would a trademark "Lady Gaga" or "LADY GAGA" be registrable for musical records
and/or downloadable music files in your jurisdiction?
[Lady Gagal FE721% TLADYGAGA] & W9 RafRiE, HH L a— FB IO/ E2IX
A7 n— RA[REZR ST 7 A T OW TOBRERATRE T,

Personal names and surnames are not considered inherently distinctive for
registration unless one can show that such names have acquired distinctiveness by
virtue of use, or renown as a well-known mark. Further, the law requires that where
the name or representation of any person appears on a trademark, the Registrar may
before proceeding with the application, require the applicant to furnish consent in
writing of such living person to use of his/her name. In the absence of such a consent,
the Registrar may refuse to proceed with the application.

EANDARTRRIT, TNOMERICI VBN ZEE L2 &, E3E4
PR L LTHILILTWD Z EDRERWVERY | BRERFIREZRFRAI I 8 5 &
FROONET A, EHIT, PEEER FEEICARDSUIEAEZRET 260
MEENTOVNDSGE, BEEIL. HEZED DENZ, HBEACHL, 20
RAFEDOHERCOWTHEFMEOEmMZLDFAEORE ZRkD D Z &2
TEDLELEEDTWET, £DO X REENRNGE, BEEITHEZ EMET
HTENTEET,

Lady Gaga is a popular celebrity and well known to the Indian public and one can
possibly argue that her name has acquired secondary meaning. Trademark LADY
GAGA is in fact registered in India under registration no. 2005242 dated August 6,
2010 in classes 3, 9 (downloadable sound, video recordings, music etc.), 25 and 41 in

the name of Ate My Heart Inc., on proposed to be used basis. Lady Gaga/Stefani

Joanne Angelina Germanotta is the CEO and sole shareholder of Ate My Heart Inc.
and had provided consent letter for use/registration of the name LADY GAGA in India
by the applicant.

VT 4= THEINRDSH LGN THY . A FTHLLHBNTWVET,
PifE [LADYGAGA] I, 2010 4= 8 H 6 HAFTIFEELE 2005242 5 & LT, Ate
My HeartInc. D47 T, H 38, HoH (F Uy u—FNagERYy v, ©F
K, B Y, H25 . FHABAREL T, HERE A R
TEGE I TCUWVE T, Lady Gaga/Stefani Joanne Angelina Germanotta | % Ate My
HeartInc.?> CEO Td - THE—DHEETH v | HHEA DS LADY GAGA & W9 A4
AL RTRER - BT 2 2 LICFAEELRE L TWE LT,

You may also note that an applications for LADY GAGA in logo form viz.
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by an unrelated person “Chavda Radhu Valabhai trading as M/s Vibes” (application
nos. 2817012 and 2817013 in classes 25 and 35) were refused under Section 9(1)(a)
on account of devoid of distinctive character.

F7-. HRR D A [Chavda Radhu Valabhai trading as M/s Vibes] (2 L5 =

b 7= s i I OHEE (5 25 %5 L O 35 MICBT 5 L
No0.2817012 3 X TF No.2817013) %, % 9 Fc(1)(@)ICES X, @Al I3 7pn &
DEE CHHE ST ET,

Q4.Would a trademark "Mt. Fuji" be found distinctive enough to be registered with
respect to clothing? In other words, can “Mt. Fuji” can be registered as not
indicating its geographical indication ?

MUFUji] &0 9 BRI, BRI OV TR TE DIEEH|ANANDH 5 LB
SBIVET D, T 5, IMtFUji) IFHEEAR R TIERNWE LTRETE ET
R

Geographical names per se are not considered inherently distinctive and are liable to
be refused under absolute grounds of refusal. A geographical name may however be
registrable if it acquires distinctiveness though use and promotion in relation to
specific goods or services. Further, if a geographical name has a connection or
reputation for the goods or service claimed thereunder, e.g., PARIS for fashion design,
MADRAS for dosa®! or ITALIAN for pizza, then such trademark is not likely to be
considered registrable.

PRI R BRI, EORBRIZBWTHRBI A & 2 &I HaLT ., #kthy
FEMEERIC Lo THEM S E T, Lol HBRIA RN REE Opdin £ 70 13%
BICEE L CHERA S, EEIND Z LI X TGRANI 2853 2565138
BTRET T, &BIT. HEATA, BIZIE7 7 v a v FHA LIZonT
[PARIS|, R—H (VR4 —%) {25 T IMADRAS ], B (22U T NTALIAN |

DI, FESN DM E T ITEE L EAEL TR H 256, TOX
9 IR PRI B ER CE RV ATRBMER m N E W2 E T,

Having said the above, if names of mountains are used in an arbitrary manner, which
is not likely to be taken as indicating the origin of the goods e.g., Mount EVEREST for

bananas, then such names may be considered registrable. Therefore, an application

1 Dosais a kind of food.
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for the word mark Mt. FUJI in respect of clothing in class 25 may be considered
registrable as clothing is not associated with any geographical feature of Mt. FUJI.
LorU, IHOAHRBRRERIMERN S, fEshOFEMZRT 6 O &35 T iR
BAUT K WA Bl Z1E, 23 FF1Z [Mount EVEREST | D RAHE % 9~ 2 454,
BEARETH D LBZZBNET, & 25 HOLEHRIZET S TMLFUI] O
o BRI, BN E IO MPER R A BRI E 5 & O TIIR WD,
BIRMEDN RO G D AN H Y £ 77,

We may add that Mt. Fuji is registered under no. 5283030 dated January 13, 2022,
in class 3 in the name of Rohit Bansal trading as Rohit Agency in respect of “detergent
powder, bartan bar, dish cleaner, laundry soaps, laundry detergents, handwash, oil
soap, toilet cleaner, surface cleaner, glass cleaner, liquid detergent”, filed on
proposed to be used basis.

7%, IMtFuji) 1% 2022 4F 1 A 13 BAfTOXEFE S 5283030 & L T, Rohit
Bansal trading as Rohit Agency 47 T 3 J8 [PEHI/ N X — /L& L3—
Bar HUEAl vEiE M AR, PEEMVEAL. FHRVHTERL A vam. FA L
RYER, FmRYeRl. T2 2 RBER BATER ] (Z oW TR STV ET,
A ERZ I CHE S N2 b D TY,

Q5.Would a Japanese family name such as "KUBOTA" (class 33 sake), TACHIKAWA
(class 7, class 20, class 24) be found distinctive enough to be registered ?
'KUBOTA] (55 33 JHD HANE) . [TACHIKAWA] (55 7 %8, 26 20 $A. 2F 24 %)
DX I7ZRARDRKIT, BERSNDITR DRI D LFBD HIVET D,

Family names / surnames per se are not considered inherently distinctive unless one
can show that such names have acquired distinctiveness by virtue of use, or renown
as a well-known mark. However, this may not be entirely true in case the family name
is of foreign origin and is not a name or surname popularly existing in India. An
application for family surname is therefore likely to face absolute grounds of refusal
on the ground of lack of distinctiveness that may be overcome only if it has acquired
distinctive character by virtue of prior use.

KOBOPEEIT, ZIERIC L VRN ZEE L D 2L, i, F4
IR L LCHIDNTND ZE AR T T ENTERVIRY | MRV Tl
AR D LITRObNEFA, 2720, BZEKPEICHKL, 41 R T
—REIZRIETRWGEITIE, SORY TEHY A, LEER->T, KOA
2672 2 PARE O HFEIL, FBI1 10K A0 & D MRy A FERE B R B R S AT
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REVEZN & <L SEATEENC XV R 2R LTE S B IS OB ITIRATEE T,

Our check of the Registry’s database revealed that trademark KUBOTA is registered
under no. 2387903 dated September 1, 2012, in class 33 for “sake and Japanese
white liquor (shochu)”, in the name of Asahi-Shuzo Sake Brewing Co., Ltd., Japan, on
proposed to be used basis. Similarly, trademark TACHIKAWA under no. 1498338
dated October 20, 2006 in classes 6, 19, 20 and 24 in the name of Tachikawa

Corporation, Japan is registered on proposed to be used basis on the submission that

Tachikawa is an uncommon foreign name not known in India and such name would
be perceived by Indian customers as distinctive.

BESROT — 2 RXR— AR LTI-& 2 A, FE TKUBOTAL (X, 2012 4F 9 A
1 BAHTCHE 33 3O WEELXOHAADOEHE (BEED | 1I22W T, BHARDOFEIA
FER NS4 T 2387903 5 & LTHEIN TS Z ERHBLEL
Too [RIERIC, 533D NEEM O HARER (BEED) | (ZOW T, JHIMEIER
A&t (AAR) 4T 2012 429 H 1 AT OXRERE 2387903 75 & L TRER S
AWTWET, [AERIC, PGEE TTACHIKAWA] (X, 10 H 20 H fT D% §kE 1498338
HTRERS TV E T, TACHIKAWA (31 > R TIHA G TW 2R W —fRAY 724+
E4THY, ZOLIRAHRITA » ROBBIITFIN 10355 L38O i,
2006 4 10 A 20 HAFTIFE 1498338 5 & L C. HADKASH I DA E
TH 6 B % 19 . B 20 H. F 24 I CTEHINTWVET,
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Il.  SIMILARITY OF TRADEMARKS, PRODUCTS, AND SERVICES
PR, i, B OF|LE

Q1.Are there any published guidelines for determining similarity of trademarks?
FEDOHEM EBRBEORELUMEZHM T 272D DARINTETA RIA41EdH
RS0 B/ EN

There are no published guidelines for determining similarity of trademarks.

PR ORI Z W 2720 DA R T4 E, ARISNTVERE A,

A mark is deemed to be deceptively similar to another mark if it so nearly resembles
that other mark as to be likely to deceive or cause confusion. The Act does not lay
down any criteria for determining what is likely to deceive or cause confusion.
Therefore, every case must depend on its particular facts and the value of each case
precedent lies in the tests applied for determining what is likely to deceive or cause
confusion.

RARE DML D PAAZE & HKEREVIZFELEL L TV 5 RO B D DX, Z DO RGFE M D
PARRICEELL TR0 | INIRF 25 S 2 S BN mWIGE T, iR
I, T RIOIR R 2 5| E E 2 T2 @2l 5 AL E D T
WEH A, LTER> T, TXTOFERIL, EOREBIOFERITSC THFES
% &89 HIEIOMAEIX, (IR £ 72 IR FE 25 2 & 2T B E s munn
ZRET HIDITHEA S NDT A MIESEET,

The Supreme Court of India in the case of Corn Products v Shangrila, has held that
the question of whether one mark is deceptively similar to another is a question of
first impression and a question for the court (or tribunal) to decide.

A v RO EFHIPTIX. Corn Products v. Shangrila 2BV T, & 2 PEiEMN
L DGR & IKIREN AL L TW D0 E D v ) ML, B—HIRIZED
FHHPT (RITEE) BDRETNEMETH D LR L TWET,

The criteria for the determination of the deceptive similarity between two rival

marks laid down by various judicial precedents of various High Courts of India were
affirmed in the case of Cadila Healthcare Limited v. Cadila Pharmaceutical Limited,
where the Hon’ble Supreme Court set out the following specific rules for deciding
the nature of similar or misleading marks:

= #HPTIL, Cadila Healthcare Limited v. Cadila Pharmaceutical Limited S
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BWTHEE O SZEEHFT OB D37 LTz 2 -0 O pEiZ ] o Hk g e Xa LU o 3| Wr
FEMEZFREE U, FARLE 7213380 2 H8 < PERE O 2 03 5 7= 0 0 ARy 72
=V ELL DL IIZEDTWVET

(i) The nature of the marks, whether the marks are words, labels, or composite marks.
PAIREDOME., FIENHETH L), 7L Th D, EEMEETH D0,

(ii) The degree of resemblance between the marks, phonetic or visual, or similarity in
the idea.
PARRF OB ORREE | FRIE, SNBSS ORI,

(iii) The nature of goods or services in respect of which they are used as trademarks.
PAAEDME FH S 4L 5 Pl E 2 I3 BE OMEE,

(iv) The similarity in the nature, character, and performance of the goods/services of
the rival traders/service providers.
Ll 2 368 /GRS O dn ARG OMEE ., Mg PERED SRR,

(v) The class of purchasers/customers who are likely to buy the goods or avail the
services, on their education and intelligence and a degree of care they are likely to
exercise in purchasing and/or using the goods.
PmmZ A L, IUIEBEZFMT 5 Rt H DAL BEOWRE. 1%
O DBFERLHME, FESOEEAKL O/ XTIz VDT & 23 T3 2 FlHE
YED & 5 EE DR,

(vi) The mode of purchasing in the trading channels that the goods/services traverse
in the course of business or placing an order for the good.
P BB DN RS a9 5 IG 1R K IS I 1T DIEATERE, £ 7213 m %
.

(vii) Any other surrounding circumstances.

Z DOMLE BH ORI

Please note that while determining whether two rival marks are deceptively similar
or likely to deceive or cause confusion, the test to be applied is in nutshell the test
of an average person with imperfect recollection. It must be judged through the eyes

of an average consumer of goods and services in question, wherein the average

consumer perceives the mark as a whole and does not proceed to analyze its various

details. (Torrent Pharmaceuticals Ltd. vs. The Wellcome Foundation Ltd.). In the
event the similarity between the rival marks causes the members of the public to
wrongly believe that the respective rival goods come from the same or economically
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linked undertakings, then there is a likelihood of confusion. (Compass Publishing BV
vs. Compass Logistics Ltd.).

Ll X5 2 D OPEESIKERIIIZIELEL L TV B0y, RE-CIRF 2 5] & 23
BENWRH D0 E D0 EHWT 2BICEHINDT A M, —5TEzIE,
REERRFEEB LR OYEIN R ANDT A N THDH Z EITFEENLETT, Fy
IR EEE IR 2 2R e LTCRET 2D Th o T, £ OkA ol & 4347
THDLITTIEH Y £ A, (Torrent Pharmaceuticals Ltd. vs. The Wellcome
FoundationLtd.) . FRHEKIHR S 4L D R OFEIMEIZ L0 . —RIHBEE N ENE
NOE I N2 EMmA R —EEEITRENICEET 2 REOENLTH D
EHRETHAGEVIRFEOBZENDH Y £ 7, (Compass Publishing BV vs. Compass
Logistics Ltd.) .

Q2.Are “SUPERSTAR” (Class 25) and “STAR” (Class 25) similar?
[SUPERSTAR] (7 7 2 25) & [STAR| (7 7 A 25) IZELTWETHM?

Please do note that both the words are quite close and will be treated as prima facie
similar to each other. The prefix SUPER being superlative does not add any new
meaning to the word STAR. Courts have held the word SUPER as laudatory in nature.
Please do however, note that the word STAR per se is laudatory as it denotes high
quality and the word SUPERSTAR is even more laudatory than mere STAR. Therefore,
it may be difficult to establish inherent distinctiveness of both of these words in
respect of any goods or services.

ELLDOHFELIIFFITENWLDOTHY , — i LUGEE L THRbN D Z LW
L IEE W, BEEHEED SUPER 135 Bk TH U | STAR ITHTT2 2B AN Z 2 b
DTIEDH D £ A, BHIFTILSUPER &0 ) HEEZ BEMZREKRE LTWET,
L7rL, STAR & W) HEEIE, ZhBEENmmEZERT 2 ENOHEIZET S
HDTH Y | SUPERSTAR &\ ) HGEIT, HL72 5 STAR LV & & S ITHEICH
LHDTHDZ EICHELTEIN, -5 T, BEMELIFEBICEALT, Zh
b ODOHFEDEAA ORI ) 2 AR D5 DIFEHE Lk LILER A

Q3.Are there any published guidelines for determining similarity between specific
goods and services?
FEEDORGS & BB OFEMEL BT 2720 DT A BT A4 TARS AT
E5 RV/AN
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There are no published guidelines for determining similarity between specific goods
and services.

FEE DS & BB OBUME LW T 2720 DA RT A4 TR/ RIH T
FHA,

For determining whether two sets of goods are of the same description or similar,
various tests have been laid down in several judicial precedents such as,

2 DO Y FAFE R REREG R A IR D 7212 DL DD
BITLLT D X 9 bk 2 I B ENED BTV E T,

(i) Consideration of the nature and characteristics of the rival goods/services,
e SN 5 « 5B OME & RHEORBE

(ii) Their purposes, whether there is any overlap in the manufacturing and
distribution channels,

ZO R, BOE - PRI O EE O A,

(iii) Respective trade channels, whether the rival goods are sold in the same
shops over the same counters,
ZNENOWRGIREE, s om0 FE CJEH TR Y 2 —T
BRFE S VTN D I E D s,

(iv) Respective classes of end consumers,

ZNENDRIEHEEE

(v) Extent to which the respective goods or services are competitive, etc.

ZIENDME M - BN EOREBE L TWDHD, 7R E,

Having said the above, please note that none of the above tests is conclusive in itself.
The question whether or not two sets of goods are of the same description is a
guestion of fact and in deciding the question, the practical business and commercial
points of views should be considered.

UEDE o2, ERROT A MIWTNbEN AR TREN RO TRNI &
ICZHELZSV, 2 DOfMOE Yy FBRFE LB TH L0 E 5 NIFEFED
METHY ., ZOMBEZRET AR, 328 LB XS EOBENEE
INDHRETT,

PROSECUTION PROCEDURES
R Fe &

10
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Ql.Is it permissible to divide a trademark application?

PR Z 895 Z LT ARE T A,

Yes, the Act has provisions for division of a trademark application. Please note that:
T, FREICIIPEE RO 2ENCEAT 28EN H Y £3, LFORIZTHEER
< 77:_. é A

(i) Each divided application is treated as separate application with the same
filing date;
mEISNTA ML, F—oHBER 2 A3 25 EOHEEE LTl
£,

(ii) A new serial number is allotted to the divided application; and
DEI SN HBEICIZH LB LE SIS S E T,
(iii)  Thedivided application is linked by cross reference with the initial application.

RIS HBIE, RO EMHAESRINET,

Q2.1s standard character trademark system available. If available, please explain how
to construe it in terms of similarity and trademark use obligation?
PEESCEPRAERIE XD 0 £30 S D5E. RN & parafi 25 O flah
5 ED XD ITHRT XN T D,

The Act does not recognize the specific term “Standard Character Trademark
System”. Trademark applications may be filed for standard character/word mark in
plain text, without any specific font style, size, or design elements, covering the literal
elements of the mark and providing broad protection for the wording, regardless of
how the mark is displayed.

PAREVEIT TIEEYESCT) MBS WO RFEDHEEEZ AW TWER A, 1EHESCFR
X, ED T+ NAZ AN YA X THA UVBERER VW T L —
TXANTHEELZHET 22 LN TE, RO FEFEL I N— L, FEEN
EDXIICFRRENDPICEARRLS, LELWAIRET LI N TEET,

Deceptive Similarity - In assessing deceptive similarity between word marks, the
comparison must be carried out without dissection and rival marks / words must be
compared as a whole in their entirety avoiding meticulous comparison syllable by
syllable. One must examine whether the totality of the trademark is likely to cause
deception/confusion in the minds of the trade and public. It is important to consider
the meaning conveyed. The word marks have to be examined from the point of view

11
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of a person of average intelligence and imperfect recollection.

SRIAERIEIME - BEEPAIE R O KRRV ERIME 2 33 2 56, thika S5 pE
EZ2OHEETIAT DRI 6T, SN Hp6E/ Higld, BfiZ Lo
MR 7R L 2 e T, AR e LTSN R TR 0 ¥ A, REEO RN
0, BEIFE K OARO IR RIZ 5| S E TR E2n0nH 08 5 vz
BT T 20 ERH Y £F, £l MESNDEREZMRFITT5Z ENEETT,
PARRIZ, PEIRY R & R FER TR 2 RO NOHLE B IRET 2 BN
HYET,

Use - Use of a word mark is generally construed as a reference to the use of printed
or other visual representation of the mark and may be shown in any physical
reference or other relation whatsoever. E.g., use on product packaging, documents
such as sales invoices, advertisements and/or promotional material, spoken use of
trademarks on advertisements and any use on any means of dissemination of
information including online social media.

M - SCFRER O/ AR, —RIZ, FEROHI E 7213 Z O OB TR D
AT 6O LRI, WERRZRETIZZOMOVINR D BERICE
WTHRTZENTEET, il Wy r—2 §ikE REBLOF
TTBRIEE B e E O XLEA~OER | JRE~ORIEO QLN 714 -
V=Y VAT 4 T EELH DD IEFHMIEFEA~DEH,

.Is series trademark system available?

U — XpEERIE LS Y £ 2

Registration of trademarks in series is provided for under the Act in India. It is an
essential condition of registration in series that the differences in the proposed
trademarks should be only in respect of non-distinctive matter, which does not
substantially affect the identity of the marks. Such non-distinctive matter could be
related statements as to quantity, size, price, quality, geographical origin, etc.

U — APEEE ORI, A ROERTHE SN TWE T, EEOME ST,
PR DA — PRI FRE MR B2 5 2 70 Wi 1D WEIHDO A Th 5 Z &
M) — APHERER DO VBRI TT, ZOLORFHE LTL, HE, o
A, kg, W, HIERRYRPERLZ, BRI A REN B R DILE T,

Further, it is necessary that each of the trademarks in series must be in respect of

the same goods/services or description of goods or services. A series registration is

12
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not possible where all the goods / services, although of the same description, are
not in the same Nice Classification. All trademarks registered as series are deemed
to be registered as associated trademarks.

S BT, VU —AREEOK &L, [Fl—Opsh « KB SUIREM « BF OB
BT 260 TRITNERY $HA, UMM - ZBETHoTh, =—ANH
PRI DGEIT, VU —ABRETE E A, v —XE& LTREBRI LM
R, TR & LTRSS E T,

QA4.Is a disclaimer system available?

HERMAZSR (T4 A7 Lb—~—) HlEIZH 3D

The Act empowers the registrar to refuse the application or accept it absolutely or
subject to appropriate amendments, modifications, conditions or limitations as he
may deem fit. The word disclaimer is no longer used in the current Act but words
“conditions” and “limitations” are wide enough to cover a disclaimer and the
registrar often restricts a proprietor’s exclusive rights and define the scope of
registration as he deems fit. Therefore, the general principles pertaining to
disclaimers under the old law continue to be relevant.

PAREVEIY, BEUEDE Y LB R DG EITE, HEAEET 52, UMY
(2, AL IREEREIE, B, &AL OIHIREZ S LT, HEE%
I DHERAZTH L TWET, BUTIETIEHIE BEFIARZER) v o HEE
FIAVSENTOERAR, T4 KO THIRR] &) SEEIT THEFIRERR
B R N—F DDAy IAL | BB UL LIRETE & OBEMAIHER] 2 HIFE L |
WYL EZ DBREOFHMEEDE T, Mo T, IHEICKIT D THEFIAREK)
FEIZEAT 2 — AN &R S E T,

Q5.Is a letter of consent system available.

FIEEREILH Y E302

Consent system is specifically provided for in the Act and Indian examiners do have
discretionary powers vested to accept letters of consent from the proprietors of the
earlier trademarks and register the latter trademark under special circumstances.
The draft manual of trademarks by the trademarks registry prescribes a consent
letter from the proprietor of the earlier mark to contain the following particulars:

FIERIEIIFNEICHBEICHE SN TERY, 12 ROFEEIL, FFZRNT
IZBWTC, EOBEOTAENOOREZFEZZH L, ROMBIEL BT 5#

13
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BHEZA LET, MERRRICEOBEO~ =2 7 VERZTIE, ITHiED
A& DD DFREZFIC iUJ‘@%IE%nE%ﬁé EPHESNTHET -

(a) Assertion of proprietorship over the same/similar trademark(s) by virtue of
registration under particular number(s);
FEE B OB L D[Rl — JEEEIE O T A M D Tk

(b) Goods/services to which the proprietor of the cited mark is consenting;
S AP DOFTAE NIEE LTV D &5 ;

(c) The Letter of consent should be from the same person whose name appears in
the citation; and

AEEIL. SIHPRICARIN R I N T D ANBER AN EDH D

ThHd &,

(d) Letters of consent should be in English or Hindi language.

FRIEEIIRGEE LI T A —ETHHZ L,

IV. OPPOSITION/INVALIDATION TRIAL
Bk - BN

Q1.Can you file an appeal against the opposition decision rendering both marks are

not similar?

WREDSHEUTH D L2 BBREITH LT, FHEZFHRTEEITN?

An appeal against the order or decision of the registrar of Trade Marks may be filed
before the High Court within three _months from the date on which such
order/decision is communicated. Appeal may include all the grounds on which the
appellant wishes to rely against the order / decision of the registrar.

PR R B E DA TR E N3 2 NIRFH LT, Hikdn &/ DED B S 4L
7RG 3 7 HUNIZEEFESHAFNCRE T2 2 LA TEET, FIRFIZIC
I3 BEE O n VEIT LT sRADBMKIL L 72T R TORIME Z D 5
TENTEET,

Q2.Please compare the costs for opposition procedure and invalidation action.

REPL L EHFHOBERZLB L TIIZEW,

Opposition proceedings can only be filed before the Trade Marks Registry. Upon

advertisement of a trademark in the Journal, a notice of opposition can be filed
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within a non-extendible period of four months from date of such advertisement in
the Journal. Whereas an invalidation/cancellation petition can be filed before the
Trade Marks Registry as well as the High Court within whose jurisdiction the
appropriate office of the Trade Marks Registry falls. The total costs of opposition
and cancellation proceedings before the Trade Marks Registry is approximately the
same. Whereas cancellation action filed before the High Court is slightly more
expensive.
BRI LRI RERIC DT O T LR TE X7, IR PR R
%ﬁéhtﬁm\ﬁ@ﬁﬁ“ﬁ I SN D 4 4 HUINIZ B
J%%%m#éekﬂf%i?o—ﬁ 5 « BUE O BNL TR, P e
B L OB G R O F EEXIRNIZ & D mEFEHIFTICRH L TITH 2 &R TE
F9, BEPL L BUHTRAOE AL, PERESR TH mERHFT T b IIEF
CTY, —J7, @BFHHPNIAT 2BAEFROERITH TE< D £,

Please note that cancellation actions before the High Courts are likely to get
resolved faster as the pleading and evidence by the petitioner is filed at the same
time and the functioning of the High Courts is faster as compared to the Trade Marks
Registry in terms of disposal of such actions. The Trade Marks Registry follows the
procedure for disposal of cancellation actions as per the Trade Mark Rules, 2017,
whereunder each party is called upon to file their pleadings first and respective
evidence by way of affidavits thereafter.

FHAPT TORAHREA L, BN DB T F & FEIL)S R ’T%Hj SNDHH
J: DR fFR SN D REMED E < L T DX D REFFR OB L T, *’*%k
FIFTOREREIIPHIERS R S IR L TLVIETH L Z LI THELTEE VY,
[EEES I SIS mnﬁﬁﬁ%ﬂe%of@ﬁm*%@ﬁb HUFH TR
WNZEFRECRE L, 0%, EEMHEEICIVFARE L X7,
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