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The amended IP Law 2022 and
Decree No. 65/2023/ND-CP

e The amended IP Law 2022 (“the amended IP Law”)
took effect as of | January 2023

e Decree No. 65/2023/ND-CP (“Decree 65”) on
detailing a number of articles and implementing the
amended |IP Law took effect as of 23 August 2023.

e New Circular on guiding the implementation of

Decree 65 in replace of Circular No.01/2007/TT-
BKHCN will be promulgated soon.
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Notable Revisions on Trademark Regulations
under the amended IP Law

e Protection of sound marks;

e Revision of the definition of well-known marks;
e Removal of the definition of associated marks;
e Publication of application right after filing;

e Distinction of two different procedures for third-party
observations and oppositions;

e Examination of trademarks can be held off upon
request by applicants who filed requests for non-use
cancellation or invalidation against cited marks;

9
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Notable Revisions on Trademark Regulations
under the amended IP Law (cont’d)

e Expired mark is cited against applied mark within 3 years
from the expiry date;

e New grounds for trademark refusals, namely being
confusingly similar to industrial design, names of plant
varieties, names and/or images of characters in widely-
recognized copyrighted works;

e New grounds for invalidation of trademark registrations/
opposition of trademark applications, namely trademarks
being filed on bad faith;

e New grounds for cancellation of trademark registrations,
namely use of trademark causing consumer confusion,

and trademark genericide. .
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Notable Revisions on Trademark Regulations
under Decree 65

e No opposition procedures for international trademark
applications (“IRs”). Third parties can only submit written
opinions on the registrability of IRs to the IPVietnam for
reference during the examination process.

e At the time of filing, applicants can opt to receive an
electronic certificate or a paper certificate.

e Division of application is only applied to division of a part
of goods/ services. No division to the trademark sample
is acceptable.

13
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Notable Revisions on Trademark Regulations
under Decree 65
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Trademark Protection in Vietham

Definitions of Trademarks

Conditions for Trademark Registration
Prosecution of Trademark Application
Examination of Trademark Application
Cancellation & Invalidation Proceedings

Commercialization of Trademarks
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Trademark Protection in Vietham
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A. Definitions of Trademarks

* Trade Mark: a sign used to distinguish the goods, services

of different organizations and individuals.
For example: the trade mark “GRAMICCI” in Classes 18,

25 & 35.

" Collective Mark: a mark used to distinguish the goods,
services of members of an organization that is the owner
of the mark from those of non-member entities or

individuals.
?
Bl : $3088 M) OFGEE 77
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For example: the collective mark for “rice”
in Class 30
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A. Definitions of Trademarks (cont’d)

Certification Mark: a mark that is authorized by the owner to other
organizations or individuals for use for their goods, services in order
to certify characteristics in respect of origin, materials, method or
mode of goods manufacture, or service provision, quality, accuracy,
safety or other definable characteristics of the goods, services bearing

that mark.

For example: The certification mark
& other classes.

WANG

€ cao

3 in Classes 22, 23
*4? u.'lde.

B0 HEUSI TIIU DUNG
Bkl CHOM

Well-known Mark: a mark that has become widely known by
relevant sectors of public in the territory of Vietnam.

For example: The well-known mark

in Class 32.
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A. Definitions of Trademarks (cont’d)
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B. Conditions for Trademark Registration

= A mark is registrable if:

o It is a visible sign in the form of letters, words,
drawings, images, holograms, or a combination thereof,
represented in one or more colors or sound
trademark that can be graphically presented; and

o It is capable of distinguishing goods or services of the
trademark owner from those of others.

= To be registered as a trademark, a mark must be
distinctive and not one of the signs excluded from
trademark protection.
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VISiGiN
B. Conditions for Trademark Registration
(cont’d)
Following signs shall not be protected as a mark:

v Signs identical with or confusingly similar to the national
flags, national emblems, national anthems of the Socialist
Republic of Vietham and other countries, or The
Internationale;

v Signs identical with or confusingly similar to symbols,
flags, armorial bearings, abbreviations or full names of
State agencies, political organizations, socio-political
organizations, socio-political professional organizations,
social organizations or socio-professional organizations
of Vietham or international organizations; unless
permitted by the relevant agencies or organizations;

v Signs identical with or confusingly similar to real names,
aliases, pen names or images of leaders, national heroes
or famous persons of Vietnam or foreign countries;
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VISiUR
B. Conditions for Trademark Registration
(cont’d)
Following signs shall not be protected as a mark:

v Signs identical with or confusingly similar to certification
seals, control seals, warranty seals of international
organizations having noticed and requested repression
of the use of such seals; except for the very seals
registered as certification marks in the name of the very
organizations;

v Signs liable to mislead, confuse or deceive consumers as
to the origin, nature, intended purposes, quality, value or
other characteristics of the goods or services.

v Signs has the inherent shape of goods or a shape that is
the result of the technical properties of goods;

v Signs contain a copy of the work, unless it is permitted
by the work owner.
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B. Conditions for Trademark Registration (cont’d)

Following signs shall be regarded as having no
distinctiveness:

v Simple shapes and geometric, figures, numerals, letters or scripts of
uncommon languages, except where such sign has been widely used
and recognized as a mark before the filling date;

= For example: Trademarks in languages with non-Latin characters
in general, and the Japanese kanji, hiragana or katakana characters
in particular, have been considered uncommon languages in
Vietnam and devoid of distinctiveness.

v Conventional signs, symbols, pictures or common names in any
language of goods, services, normal shapes of goods or a part of
goods, normal shapes of packaging or containers of goods which
have been regularly used and widely recognized before the filling
date;
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B. Conditions for Trademark Registration (cont’d)

Following signs shall be regarded as having no
distinctiveness:

v" Signs indicating time, place, method of production, category,
quantity, quality, properties, ingredients, intended purpose, value
or other characteristics that are descriptive of goods, services, or
signs that significantly increase value of goods, except where such
sigh has acquired distinctiveness through use before the filing
date;

v" Signs describing the legal status, business field of business entities;

v" Signs indicating the geographical origin of goods, services, except
where such signs have been widely used and recognized as a
mark before the filing date, or registered as a collective mark or
certification mark.
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B. Conditions for Trademark Registration (cont’d)

Following signs shall be regarded as having no
distinguishableness if it is identical with or confusingly
similar to:

v" Prior identical or similar mark for identical or similar goods,
services with earlier filing date or priority date, unless such mark
registration certificate is cancelled according to Article 95(1.d) or
invalidated according to Article 96 following the procedures
specified in Article | 17(3.b) of the IP Law;

v Another person’s mark which has been extensively used and
recognized for similar or identical goods, services before the filing
date or the priority date;

For example: Trademark “NEXUS” for goods “Bicycles, parts and fittings for
bicycles” in Class 12 was refused because of being considered confusingly
similar to the marks “NEXUS” and [1€US which have been widely used
for “Mobile phones; peripheral devices for mobile phones and accessories for
mobile phones” in Class 9.
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B. Conditions for Trademark Registration (cont’d)

Following signs shall be regarded as having no

distinguishableness if it is identical with or confusingly
similar to:

v Prior registered mark for identical or similar goods, services,
which has been terminated for no more than 3 years, except
where this mark registration is cancelled due to non-use for 5
consecutive years,

v Another person's mark recognized as a well known mark
before the filing date for identical or similar goods,
services , or dissimilar goods, services if the use of such
mark may affect the distinctiveness of the well known
mark or the mark registration is aimed at taking
advantage of the reputation of the well known mark;
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B. Conditions for Trademark Registration (cont’d)

Following signs shall be regarded as having no
distinguishableness if it is identical with or confusingly
similar to:

v Another person’s trade name currently in use if the use of such
signs may cause confusion to consumers as to the origin of
goods, services ;

v" A geographical indication being protected if the use of such signs
may mislead consumers as to the geographical origin of goods;

v Signs identical with or containing or being translated/transcribed
from geographical indications being protected for wines and
spirits if such signs have been registered for use with respect to
wines and spirits not originating from the geographical areas
bearing such geographical indications;
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VISiGR
B. Conditions for Trademark Registration
(cont’d)

Following signs shall be regarded as having no

distinguishableness if it is identical with or confusingly
similar to:

v Another person's industrial design which has been protected
with the earlier filing date or the priority date;

v The name of a plant variety being protected in Vietnam if such
sighs have been registered for a plant variety of the same or
similar species, or for products obtained from such plant
variety;

v The name, image of a character or imagery in another person's
copyrighted work, which has been widely known before the
filing date, unless it is permitted by the work owner.
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C. Prosecution of Trademark Application

- Filing trademark application in Vietham through
the national route;

- Filing trademark application in Vietham under
the Madrid Protocol system.
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VISiGR

C. Prosecution of Trademark Application
(cont’d)

Advantages of filing a national application directly
with the IP Vietham in comparison with seeking
protection in Vietham under the Madrid Protocol:

v Filing through the national route would be better in

respect of costs if applying for registration of a mark in
Vietnam only or just a few countries.

v An international registration (IR) is influenced by the

“dependency period” but a national trademark
registration is not.
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VISiGR
C.Prosecution of Trademark Application
(cont’d)

Advantages of filing a national application directly
with the IP Vietham in comparison with seeking
protection in Vietham under the Madrid Protocol:

v" Registration certificate in the electronic or paper form
shall be issued for a national trademark. No
registration certificate for an IR protected in Vietnam.

v Post registration matters, i.e. cancellation/invalidation
against a registered national trademark shall be closely
monitored by Vietnamese IP Agent rather than an IR
handled by IP Agent in the original country.
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C. Prosecution of Trademark Application
(cont’d)

Trademark Filing Fees depends on:

O number of classes;

O number of Items of goods/services in each class
(counted for each, from the 7th item).
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VISiGR
C. Prosecution of Trademark Application
(cont’d)

An application for a mark filed with the IP Vietnam
shall be subject to the following procedures:

e Formality examination

Purpose is to evaluate the validity of the application as to form.
The time limit for formality examination of an application is 1
month from the filing date.

If the applicant corrects or supplements documents, the time
limit may be prolonged.

e Publication of the application

Within two months as from the date the application is
accepted as formally valid, it will be published in the Industrial
Property Official Gazette for oppositions and comments of
third parties.
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VISiGR
C. Prosecution of Trademark Application
(cont’d)

e Substantive examination

Purpose is to assess the registrability of a claimed mark based
on both absolute and relative grounds. The time limit is 9
months from the date of publication.

e Granting certificate

If trademark application satisfies the protection criteria under
the Vietnamese IP law, the IP Vietnam shall issue a Notice of
protection and inviting applicant to pay registration fee within 3
months from the signing date of this Notice. A trademark
registration certificate shall be granted upon the registration
fee is fully paid.

e Timeframe

The time involved in securing the trademark registration: in
principle |3-14 months, in practice 22-24 months .
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VISiGR

C. Prosecution of Trademark Application
(cont’d)
Opposition & Third Party Observation Proceedings

Applicable National trademark  National trademark
Objects applications applications;
International trademark
applications
Timelimit Fixed -5 months from Unfixed - at any time during
the date of the period from the date of
publication. publication to the issuance

of a certificate

Documents  POA of the opponent POA of the third party
Supporting Supporting documents on
documents on case case by case basis
by case basis 53
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VISiGR

C. Prosecution of Trademark Application
(cont’d)
Opposition & Third Party Observation Proceedings

Notice of The IPVietnam shall
settlement of send the opponent a
opposition notification giving

their conclusion on
the opposition

Costs Our agency fees: 2-5
hours, exclusive of
VAT (5% on our
agency fees).
Official fee: US$25
per mark per class.

The IPVietnam does not
send the third party any
Notification for the
observation.

Our agency fees: 2-5 hours,
exclusive of VAT (5% on our
agency fees).

Official fee: N/A.
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C. Prosecution of Trademark Application
(cont’d)

Appeal Proceeding
The first-time appeal

v" Timelimit: 90 days from the date of receipt or awareness of
the IP Vietnam’s Decision relating to the prosecution of a
trademark application.

v" Appeal made in writing for filing with the IP Vietnam.

v In practice, it will take at least 18 months for a final
conclusion for appeal to be issued.

The second-time appeal

v" Timelimit: 30 days from the date of receipt or awareness of
the IP Vietnam’s Decision on the first-time appeal settlement

v Appeal made in writing for filing with the Ministry of Science
Technology.

v In practice, it will take 6-8 months for a final conclusion for
appeal to be issued.
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D. Trademark Application Examination

» A claimed mark shall be examined as to both
distinctiveness and distinguishability.

> Similarity between the marks is presented below.
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D. Trademark Application Examination (cont’d)

» Similarity between the marks shall be considered and
assessed from the perspectives of both signs and goods/
services under the marks.

> Similarity in terms of signs is determined by comparison
of the marks in structure, content, pronunciation,
appearance and concept (meaning). Similarity in one (1)
aspect can result in similarity of the whole mark.

> Similarity of goods/ services is judged on factors such as
their nature (element, structure), function and purposes
of use, and sources and channels of sale or distribution.
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D. Trademark Application Examination (cont’d)

Assessment of similarity in terms of signs:

v" The marks shall be considered identical if their structures,
contents, pronunciations, meanings, and appearance are

identical.
COVE COVE or Cove or Identical
cove
ALVOGEN ALVOGEN or |dentical
Alvogen or

alvogen
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D. Trademark Application Examination (cont’d)

Assessment of similarity in terms of signs:

v" The marks shall be confusingly similar if they are nearly
identical in terms of the structures, and/or pronunciations,
and/or meanings and/or appearance, so that consumers may
confuse the marks as one and the same, or wrongly believe
that they are two different versions, or they have the same

origin.

Applied Mark | Prior Mark | Conclusion
’, R Confusingly
/,:1§’i ’\4 similar

W Jovvio  A|NATURA

TOCOBO TOCODO Confusingly

similar
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D. Trademark Application Examination (cont’d)

Assessment of similarity in terms of signs:

v" The marks shall be considered confusingly similar in terms of
structure if one mark contains the whole or main part of the other.

CCUBED CUBE Confusingly similar

v Confusing similarity in terms of pronunciation is assessed from the
linguistic perspective of a Viethamese ordinary consumers. Hence
two marks may be considered confusingly similar in terms of
pronunciation despite the difference in their visual structure.

Applied Mark _| Prior Mark__| Conclusion __

SUNRAI SUNRISE Confusingly similar
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D. Trademark Application Examination (cont’d)

Assessment of similarity in terms of signs:

v Confusingly similarity in terms of meaning is assessed with
reference to the meanings of the words in any language in the
world, not just in languages that are considered common in
Vietnam.

Applied Mark _| Prior Mark__| Conclusion __

FLEURS BLANCHES WHITE FLOWERS  Confusingly similar

v" The marks in Latin origin languages, i.e. European character marks
shall be considered as confusingly similar to the prior marks in local
language if they have the same meaning in Vietnamese.

ROSE HOA HONG Confusingly similar
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D. Trademark Application Examination (cont’d)

Assessment of similarity in terms of signs:

v" The marks shall be confusingly similar if the applied mark is only

transliteration or translation from the cited mark which is the well-
known mark

Mobile (The well-known
mark for smart
phones in Class 9)

) . : APPLE : .
Minh Tao Confusingly similar
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D. Trademark Application Examination (cont’d)

Assessment of similarity in terms of goods/ services:

v Two goods or two services shall be deemed identical or of the
same type if they have the same nature, function, and purpose of
use, or they have a nearly identical nature and the same function
and purpose of use.

Goods/ services Goods/ services under | Conclusion

under Prior Mark
Applied Mark

Cosmetics Make-up powder |dentical
(in Class 3) (in Class 3)

Hotel services Motel services |dentical
(in Class 43) (in Class 43)

Bricks (in Class 19) Tiles (in Class 19) |dentical
Data security Computer security |dentical
consultancy consultancy

(in Class 42) (in Class 42) 73
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D. Trademark Application Examination (cont’d)

Assessment of similarity in terms of goods/ services:

v" Two goods or two services shall be deemed similar if they have a
similar nature, or they have a similar function and purpose of use;
and they have the same channel of distribution

Goods/ services under | Goods/ services under
Applied Mark Prior Mark

Insecticides ( Class 5)

Communications with

assistance by computers
(Class 38)

Toothpastes (Class 3)

Gymnastic instruction
(Class 41)

Herbicides (Class 5) Similar
Communications by Similar
telephone
(Class 38)

Toothbrushes (Class 21)  Similar

Health club services Similar
[health and fitness
training] (Class 41)
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D. Trademark Application Examination (cont’d)

Assessment of similarity in terms of goods/ services:

v One good and one service shall be deemed similar if they have a
relationship in terms of their nature, or their function, or they have
a close relationship in terms of their method of implementation

Goods/ services under | Goods/ services under
Applied Mark Prior Mark

Clothes
(Class 25)

Pharmaceutical products
(Class 5)

Cosmetics
(Class 3)

Computer software
(Class 9)

Tailor services Similar
(Class 40)
Trading in pharmaceutical Similar
(Class 35)
Beauty salon Similar
(Class 44)
Computer software Similar

design (Class 42)
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D. Trademark Application Examination (cont’d)

= A trademark application for “retail services for any specific
goods, such as cosmetics, computers, books, toys, foodstuff,
beverages, medical apparatus, etc.” is acceptable in Vietnam.

= The IP Vietnam always conduct a cross search between
goods and retail services related to these goods when
examining applications. A product and retail services for
such a product shall be considered as similar to each other.
Hence, use of a trademark for a product shall constitute
infringement upon the same/similar mark for retail services
of such a product, and vice versa.
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E. Cancellation & Invalidation Proceedings

e Cancellation Action
Grounds for cancellation of a trademark registration certificate:
v Owner fails to pay the renewal fee as prescribed;

v Owner declares a disclaimer of the rights conferred by the
certificate;

v Owner no longer exists or has no longer engaged in business
and there is no lawful successor;

v" Trademark has not been used by its owner or his/her
licensee without reasonable grounds for five (05) consecutive
years prior to the date of a request for cancellation of the
validity of the trademark;
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E. Cancellation & Invalidation Proceedings
(cont’d)

e Cancellation Action
Grounds for cancellation of a trademark registration certificate:

v Owner of a collective mark fails to supervise or ineffectively
supervises the implementation of the rules on using the collective
mark;

v Owner of a certification mark violates the rules on using the
certification mark or fails to supervise or ineffectively supervises
the implementation of such rules;

v" Use of the protected mark for goods and services by the owner or
a person permitted by the owner causes consumers to
misunderstand the nature, quality or geographical origin of such
goods or services;

v" The protected mark has become a common name of the goods or
service registered for the mark
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E. Cancellation & Invalidation Proceedings
(cont’d)

e [Invalidation Action
Time involved

v In principle, the time involved in an invalidation proceeding
is about |2 months.

v In practice, it may be prolonged to 24 months or even
more.

Costs

v Our agency fees: 4-8 hours, exclusive of VAT (5% on our
agency fees).
v' Official fee: US$33 per mark
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E. Cancellation & Invalidation Proceedings
(cont’d)

e Invalidation Action
Grounds for invalidation of a trademark registration certificate:
v" The trademark application was filed with bad faith.

v Owner was not entitled to apply for registration of the
trademark, nor assigned that right from the entitled person.

v" The registered trademark did not meet the conditions for
protection.

v" The revision to the trademark application has expanded the
scope of protection or changed the nature of the trademark.
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E. Cancellation & Invalidation Proceedings
(cont’d)

e [Invalidation Action
Time involved

v In principle, the time involved in an invalidation proceeding
is about |2 months.

v In practice, it may be prolonged to 24 months or even
more.

Costs

v Our agency fees: 4-8 hours, exclusive of VAT (5% on our
agency fees).
v' Official fee: US$33 per mark
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F. Commercialization of Trademark

Assighment

> A trademark assignment agreement shall only become
effective upon registration with the IPVietnam.

> The trademark assighment agreement must be made in
writing.

Licensing

> A trademark license agreement shall legally become
effective as to the relevant parties as well as a third
party upon agreement between parties.

v Recording a trademark license agreement with the IP
Vietnam is optional.

v The trademark license agreement must be made in
writing
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Part 111
IPR Enforcement
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IPR Enforcement

A. Three procedures against trademark
infringement and some related topics

1) Administrative procedures
2) Civil Procedures
3) Criminal Procedures
4) Typical strategy
5) Trademark-use issue
6) OEM and trademark protection
B. Border control measures
I. Customs supervision
2. Temporary suspension of customs procedure
3. Parallel import
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Al.Administrative Procedures
General course of action

In practice, to handle an IPR infringement under
administrative procedure, the following actions
should be taken:

" [IPR owner submits a Complaint to enforcement
authority (e.g. Police, Market Surveillance Department,
Inspectorate, etc.);

" Enforcement authority conducts an inspection against
the infringer;

" |f the infringement is found => enforcement authorities
issues a Sanction Decision (including principal sanctions,
additional sanctions and remedial measures).
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Al.Administrative Procedures
Principal, additional sanctions, and remedies

e Principal sanctioning forms:

> Warning order; or

> Monetary fine (the maximum fine level is of VND 500
million (about US$25,000)).

e Additional sanctioning forms:

o Confiscating IP infringing goods, implements and materials
predominantly used for production or trade of such [P
infringing goods;

o Suspending for a limited term the relevant business
activities.

e Remedial measures, such as: forcible removal of
infringing elements, forcible destruction of goods, forcible
distribution or use for noncommercial purposes of goods,
etc.
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VISiGR A2. Civil Procedures
Remedies

The following remedies shall be applied in case of
IPR infringement:

* Termination of the act of IPR infringement;
" Public rectification and apology;

" Performance of civil obligations;

* Compensation for damages;

" Destruction or distribution or put to use for non-
commercial purposes of goods, materials and
implements predominantly used for production and
trade of the IPR infringing goods, provided that the
distribution or use of the infringing goods does not
affect to the exercise of the IPR holder.
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VIEioN A2. Civil Procedures

Compensation of Damages

Physical damage shall be determined based on one of
the following:

The total physical damage determined in an amount of money
plus the profits gained by the defendant as a result of
infringement;

The license price for using IPR subjected matter;

The physical damage as calculated and proposed by the IPR
holder in accordance with the laws;

Where 3 above grounds are not applicable, a rate shall be fixed

by the court depending on the loss level but not exceeding 500
million VND (~ US$24,010).

Mental damage (if applicable): from 5 million VND to 50
million VND.

Besides, the IPR holder may request the court to compel the
IPR infringer to pay reasonable costs of hiring attorneys.
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VISiUN A2. Civil Procedures
Time Frame

In practice, it normally takes about 6-18 months
or even longer to obtain the first instance court’s
verdict while it may takes about 4-8 months to
obtain the appellate court’s verdict.
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VISiGR

A3. Criminal Procedures
Remedies

Depending on the seriousness of the IP
infringement, one of the following criminal penalties
may be imposed on an IPR offender who infringed
upon copyrights/related rights/trademarks or
geographical indications:

" For the infringer who is individual,a monetary fine of up
to | billion VND (about US$50,000) or non-detained
re-education for up to 3 years or imprisonment for a
term of 6 months to 3 years;

" For the infringer who is legal entity, a monetary fine of
up to 5 billion VND (about USD250,000) or suspension
of corporate operations for a term of 6 months to 02
years.
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VISiUR A3, Criminal Procedures

Time Frame

In practice, it normally takes about 6-20 months
or even longer to obtain the first instance
court’s verdict while it may take about 4-8
months to obtain the appellate court’s verdict (if

any).
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A4.Typical strategy

When trademark infringement occurs, the trademark owner

can.

e Delivering a Warning Letter to the alleged infringer (not

compulsory)
e Administrative procedure:
o Most popular route in Vietnam.

o The enforcement authority will inspect/check the alleged

infringer’s premise to detect infringement.

o If the infringement is found => administrative sanctions, or

transfer the case to the Police (criminal procedure).
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* Criminal procedure:

o Normally the criminal case is transferred from
administrative procedure.

o Crime criteria (Article 226.1, the Penal Code): the
infringement is deliberately conducted:

on a commercial scale, or

illicit profit from VND 100 million (approx. US$
4,170), or

a damage from VND 200 million (approx. US$
8,340), or

the value of counterfeit goods is from VN.D 200
million (approx. US$ 8,340).
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* Civil procedure (lawsuit):

o Could be conducted besides administrative/criminal
procedures.

o Not a popular route in Vietnam, because it is costly

and time-consuming, and also there is no specialized
IP court.

o Vietnamese courts are now making efforts to
improve their judgment skills for IP-related disputes
(e.g. the courts of Hanoi, Ho Chi Minh City, Binh
Duong province)
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A5.Trademark-use issue

e |f a registered trademark has not been used, the

enforcement action could be affected.

e In theory,it is possible to conduct enforcement action,

because:

o Under the IP Law, no requirement of trademark use

for taking enforcement actions.

o The trademark registration is still valid at that time,
not being invalidated/cancelled => owner has

exclusive rights over registered trademark.
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A5.Trademark-use issue

e In practice, the outcomes could be different in 02 scenarios:

o Scenario |:signs and goods/services of both parties are

totally identical => no need to consider the “possibility of
confusion to the consumer” (Article 13.2(a), Circular No.
| 1/2015/TT-BKHCN) => trademark infringement is likely

constituted.

o Scenario 2:signs and goods/services of both parties are
not totally identical => “likelihood of confusion to the
consumer’”’ will be assessed => the use status of registered

trademark could be considered by some authorities.
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A6. OEM and trademark protection

e OEM (Original Equipment Manufacturer) is a new concept in

Vietnam.

e To avoid possible dispute, the trademark owner (who sells
OEM product to the market) should register their trademark

in Vietham.

e If the trademark is registered by a third party in Vietnam, the
exportation of OEM product bearing such trademark to a
foreign market (not circulated in Vietnam) could be risky =>

controversial issue.
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B. Border Control

< According to IP Law of Vietham, measures to control
imported goods relating to intellectual property include

" customs supervision;and

" temporary suspension of customs procedure.

<+ Who entitled to file a request

L)

IPR owners, their assignee(s) or IPR owners’
representatives
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Bl.Customs Supervision
Course of actions

IPR owner files a request for customs supervision to the
Customs Supervision Department (“CSD”);

CSD issues Notification of acceptance or refusal of the
request (within 20 working days from the date of receipt of all
required documents);

CSD records the custom supervision into their nationwide
database and sends Notification of acceptance of the
customs supervision (i) to Customs branches and Provincial
Customs Department for deploying supervision measure and
(ii) to the requester;

Customs Branch notifies the IPR owner of the alleged
infringing/counterfeit  goods  (whenever the  alleged
infringing/counterfeit is found) so that the IPR owner can apply
temporary suspension measure.
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B2.Temporary Suspension of
Customs Procedure
Course of Actions

< When being informed of the alleged infringing/counterfeit goods,
IPR owner files a request for temporary suspension of customs
procedure to the Customs Branch (CB);

<+ CB issues a Decision on temporary suspension of customs
procedure over the infringing/counterfeit goods within 02
working hours from full receipt of the Request and Deposit:

" Time limit of suspension: 10 working days from the date of
issuance of the Decision for Suspension.

" The time limit of suspension can be extended once for
another 10 working days upon request by the requester and
an additional deposit.
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B2.Temporary Suspension of
Customs Procedure
Course of Actions (cont’d)

<+ Upon the expiration of suspension period or any extension,
the Customs Branch shall have responsibility to carry out
one or more actions given below:

" to issue a decision on official receipt of the IP infringement case
for their settlement under administrative procedure if the
infringement is confirmed and the case is under Customs Branch’s
competence.

" to issue a decision on continuing the customs procedure for the
alleged counterfeit/infringing goods if no infringement is found;

" Other actions, such as: to transfer the case to another competent
enforcement authority, to implement the court’s order, etc.
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B2.Temporary Suspension of
Customs Procedure
Pros & Cons

< Advantages:
" Legal grounds: comprehensive;
= Customs Offices: cooperative and nationwide.

< Disadvantages:
" Suspension duration is short (10 working days, max. 20 working
days);
" Requirements of deposit(s) (an amount equivalent to 20% of total
value of the alleged counterfeit/infringing goods or 20 million VND

(approx. US$1,000) if it is not possible to determine the value of
the alleged counterfeit/infringing goods);

* Time limit for payment of deposit is short: within 03 working days.
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B3. Parallel import

e Parallel import is acceptable in Vietham => could not prohibit

others from importing trademarked goods into Vietnam.
e Pros of parallel import:

o Many sources of goods (not only the trademark owner and
their authorized importers/distributors) => more choices for

consumers;
o Product’s price is more competitive and affordable.
e Cons of parallel import:

o Parallel import could be abused to import counterfeit, low-

quality, or broken products into Vietnam;

=> |n the view of the consumers, authorities: Pros > Cons
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THANK YOU
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