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I. Distinctiveness
U}

Q1. Can a trademark consisting of one digit, two digits or three digits be found
distinctive enough to be registered?
1 #7, 2 M1, 3 HIDBF 0B 72 D PaERIE, BERSN DI 2NN &AL E
VRN

V&A: No, a trademark consisting of one digit, two digits or three digits (in normal font,
without stylization) shall be considered as simple numerals and devoid of
distinctiveness. However, there is an exception case that such a trademark shall
be registrable if it has been acquired its distinctiveness through wide use around
the world including Vietnam prior to the filing date.

V&A : WO Z LK, 2H1, 3HTOETFEN G2 50EE GEF OFRT, KBS TR
HO) 1L, B FTHY, W EALETA, LML, HERANZN N A%
B TR S EH S ER ) 25 L TV DA TR, BISMIZ RS kDS ATRE C
R

Of note, if one digit, two digits or three digits in the trademark are presented in
stylization, the trademark may be registered in its entirety with “one digit, two

1 Article 74.2(a) of the Vietnamese IP Law
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digits or three digits” disclaimed.

PARET D 1 M7, 2 M1 XL 3 HTOBFR AL S T D 5HEITE, T M1 2 #130T 3
il OETFAZOWTHERIARER 21T - 72 BT, BIERRE LTRETHZENTED
FUZZTHELIZE 0,

dz3
For example: the trademark was registered in Classes 30,32 &

33 - the trademark was protected as a whole form and “123” is disclaimed.

N23

Bz X, P 1. B30, R LU 33 BV T, PR
L LTRSS, T123) 12OV TITHERIRER A s STV ET,

Q2. Can a trademark consisting of one character, two characters or three characters
be found distinctive enough to be registered?
1 3T, 2307, 3PN LRDREEIL, BT D20+ E=H 356 R8O 5
AVE T D

V&A: Yes, a trademark consisting of three characters or two characters (which can be
pronounced as a word) is sufficiently distinctive to be registrable as a trademark
in Vietham.

V&A 13, 3CFELIT2 7 (HFEL LTHETE D) 2O RIMEEIX XM AT
PRI CTE 21 &+ haf LET,

However, a trademark consisting of one character or two characters (which
cannot be pronounced as a word) shall be considered as simple letters and devoid
of distinctiveness?. However, there is an exception case that such a trademark
shall be registrable if it has been acquired its distinctiveness through wide use
around the world including Vietnam prior to the filing date.

LarLl, 130 EIF 2 307 HEEL LTERETERY) ORDFEEIT. B 53T
LRESH, M2 oL EnET, L, HBEAFANIAS Az gt
RCIR A S NGEH ) 25 L TV D 5E13. FISMYICEIR S8 b E T,

2 Point 39.3b of Circular 01/2007/TT-BKHCN.
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For example: the trademarks “ABC”, “LA” are inherently registrable in Vietham
but the marks “X”, “XY” are NOT inherently registrable in Vietham.

Bz 1X. TABCJ. TLAJ OFEFEIZA b A TARBERAIRETT 23, X, [XY) O
EAN BT A TARIICERIR TE £ A,

|

The trademark with the stylization letters “SK” is protected as a whole

form and the letters “SK” are not protected separately.

“SK” DI F % KL L 1= P AT Tkl LTS, "SK "D SCFEE AN

RHESNDHOTED D A, “SK"OLFOMEIAKE LTHRBS N, "SK "0
TFICHERCRES LD O THEH Y £t A,

Q3. Would a trademark "Lady Gaga" or "LADY GAGA" be registrable for musical
records and/or downloadable music files in your jurisdiction?
[Lady Gaga] F7-21% TLADY GAGA] & WO FAIRIZER L a3 — FEB IO/ EidF v om
— RAMREZRF I T 7 A /T DV TBERATRE T2,

V&A: There are two scenarios in this question.
V&A : ZOERNIZIZ 2 2D F VAR H Y £,

Scenario 1: Trademark "Lady Gaga" or "LADY GAGA" is filed in the name of Lady
Gaga.

v U A1 pEtE [Lady Gaga) F£721% [LADY GAGA] MRLT 14—« WA DLHFETH
FAS N TWD5A,

- Yes, it is registrable for musical records and/or downloadable music
files in Vietnam.

> FV, BRI RBIWELEFF Y m— NABRERT 7 A /LI
TR RTRE T,
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Scenario 2: Trademark "Lady Gaga" or "LADY GAGA" is filed in the name of other
parties/ individuals.
> F U A 2: [Lady Gaga] F£7-1% [LADY GAGA| DREENMALTZ CHESINTWD
5 e
- No, it may not be registrable for musical records and/or downloadable
music files in Vietnam due to the reason that the trademark is the
stage name of the American famous singer “Lady Gaga”3.
> WWx, [LADYGAGA| BItfE, KEOFLKF VT 4 — - BT O=
L THDHIZD, X TFTLAOFRE L a— KR/ XIF 7 ra— RAfERs
W7 7 A NCEEKT HZ LITTEERA,

Q4. Would a trademark "Mt. Fuji" be found distinctive enough to be registered with
respect to clothing? In other words, can “Mt. Fuji” can be registered as not
indicating its geographical indication?

Mt. Fuji) &0, HRICOWTRETE 2IELHANNH 5 LR HE
T, FWVHELZAUE, Mt. Fuji) ISR FEZ RIS oWV E LTREETE E£3D,

V&A: In the current practice, the IP Vietham tends to refuse any trademark containing
the geographical name. Therefore, a trademark "Mt. Fuji" may be rejected as it is
the geographical name “Mountain Fuji” in Japan®.

V&A : BUEDEBE TIT, ~ M AR EE R SRR 4 Fr 4 5 o piiE 2 a3 2 Im 2 &
VET, LIeRn->T, IMt. Fuji] WO REEIT. BAROHMBMAT Bl THD
7o, S D ATREMER B £,

However, as the goods are clothing, it is possible to overcome the rejection by
arguing that there is not any connection between “Mt. Fuji” and the clothing
goods. Actually, “Mt. Fuji" is not known or famous about the goods “clothing”,
rather it is best known as a travel place in Japan. Hence, “Mt. Fuji” cannot be
considered as a sign indicating the origin of goods “clothing” and it does not cause
misunderstanding or confusion or deceive consumers as to the origin of goods
“clothing”. In light of this, "Mt. Fuji" is inherently registrable as a trademark for
clothing goods.

LU, FSDBHEAIRTH D720, Mt. Fuji] &HRE ORNZBIEMED 2V L 2 ik

3 Article 73.3 of the Vietnamese IP Law.
4 Article 73.5 & Article 74.2(dd) of the Vietnamese IP Law.
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THZLICLY, ElREERT 2 Z EIEATRETY, FEEEL TE Ll 1 TR &v )
FATICOWVWTHIBN TS DI THEL DT THRL, L LABARDIRITHE LT
<o TWET, Lici-T, MEhil] 1T TR OIREMZ RS 5 0EIE & 13
ST, THEAR) OFREHUZ DWW THEEICIRRBVCRFEZ 52720, kw352 &
X A, ZOBEL, M. Fujil 1ZARMIC, WROFE L U COREAET
¥

Q5. Would a Japanese family name such as "KUBOTA" (class 33 sake), TACHIKAWA
(class 7, class 20, class 24) be found distinctive enough to be registered?
KUBOTAJ (%5 33 3O HAE) . [TACHIKAWA (55 7%, 2520 8, 24 %) O X
IR AAROHEIL, BERISNDIZRDWNN 10385 LD HIVET D

V&A: Yes, a Japanese family name such as "KUBOTA", “TACHIKAWA” consisting of the
Latin characters is distinctively sufficient to be registrable as a trademark in
Vietnam.

V&A : [TV, 77 U FH 672 %5 TKUBOTAJ, [TACHIKAWA] @ X 5 e HARDHEL, N b
FATREEE L CHET DI 07130 £,

Il. Similarity of trademarks, products, and services

PEAE  PEAL. P— B 2 LM

Q1. Are there any published guidelines for determining similarity of trademarks?
PR DSALIE 2 W D 7o D H A RT A VTARS I TOET I,

V&A: Determining similarity of trademarks is stipulated at Point 39.8 of Circular 01/TT-
BKHCN). In particular, similarity between the trademarks shall be considered and
assessed from the perspectives of both signs and goods/ services under the marks.
The similarity in terms of signs is determined by comparison of the marks in
structure, content, pronunciation, appearance and concept (meaning) in order to
measure the impacts of the marks to the public.

V&A : FEEORELINE DML, Circular 01/TT-BKHCN @ 39.8)ICHIE SN TWE T, FFiC,
PAFREORRLINEIL, AR L P « T — B A OW G OBLE» OG- fHMi S E T, iR
ORERIMEX, ARICE 2 DB ENET D720, BEORERK, WA, &, SN OE
& (B 2T LIk s TRESRET,
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Q2. Are “SUPERSTAR” (Class 25) and “STAR” (Class 25) similar?
[SUPERSTAR] (%5 25%) & [STARJ (%5 25%) 13HLIL 30,

V&A: Two signs “SUPERSTAR” and “STAR” shall be considered as confusingly similar to
each other® because of the following reasons:

- The sign “SUPERSTAR” is perceived as a combination of two elements “SUPER”
and “STAR”, in which the prefix “SUPER” is a weak element due to descriptive
meaning and the suffix “STAR” plays a distinctive role in the structure.

- The signs have the same distinctive element “STAR”. The combination of the
prefix “SUPER” within the sign “SUPERSTAR” is not sufficient to create the
distinguishableness between the signs.

- The goods covered by the marks are in the same Class 25.

- Inlight of the above, “SUPERSTAR” is indistinguishable from “STAR” in terms of
structure, meaning, visual impression and goods concerned.

V&A : SUPERSTAR"& "STAR"®D 2 DORREIL, LLFOBHIZL Y | AWNRFAZAET D
FEIEU T D E SNET,

- [SUPERSTAR] &\ @i %, [SUPER] & [STAR] &9 2 DOEFOMAAL D
HE LTI, O THEARE [SUPER) IIFEl A7 EHR TH 5 7255\ R
ToH Y. ISTAR] &) EEREEA AL LRI 228 2 K7 L TWET,

- INHOREEIE TSTAR] LW ) [ Uiy /e 238 24/ L £ 7, [SUPERSTAR] O
PR, “SUPER "OHEIHEE & OFLAG ORI, MR MICHEBIEEZ £ T S50
W+ TiEd Y A,

- PR ORI RE M XA U 25 T,

- LLbkoZ &» 5, TSUPERSTAR| 1% [STAR] &AfAk, #la. HLRAIFNS:, %5l
BN TR TE £ A,

Q3. Are there any published guidelines for determining similarity between specific
goods and services?
FEEOPM M & — EZADHLNEZ BT 2720 D RERENTTA RTA 13H Y £
D3,

V&A: Determining similarity between specific goods and services is stipulated at Point
39.9(c) of Circular 01/2007/TT-BKHCN, which is judged on factors. i.e. their nature

® Point 39.11(iii) of Circular 01/2007/TT-BKHCN.
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(element, structure), function, purposes of use, sources and channels of sale or
distribution. Accordingly, one item of goods and one item of services shall be
deemed similar if: (i) they have a relationship in terms of their nature (they are
formed from each other), (ii) they have a relationship in terms of their function
(they are reliant on each other to complete their function), and (iii) they have a
close relationship in terms of their method of implementation (one is the result
of use or exploitation of the other).

V&A : i#i# 01/2007/TT-BKHCN @ 39.9(c)IZ, FFE DR bn & %15 DI DM 3 HLE S
TWET, T72bb, UFOHA. 1 2O/ E 1 2O —ERIHPT L2 b0 L sh
FT: )VZOMEIZBWTERER®H S (AW BIERSILTWD), ()T DOHREICE
WCBREDRH D (AWDBZDOHREEZ BT 2 7-DITKFE L TWD), (ii)E Ok
ICBWTEELRBER1E D (— M O EZIEIFHORERTH D),

For example:

- “Clothes in Class 25 and Tailor services in Class 40” are considered similar
because the “clothes” is created from the “tailor services”;

- “Cosmetics in Class 3 and Beauty salon services in Class 44” are considered
similar because “cosmetics” are used for “beauty salon services”;

- “Pharmaceutical products in Class 5 and Trading in pharmaceutical in Class 35”
are considered similar because “pharmaceutical products” are objects of the
services “Trading in pharmaceutical”.

Bl Z 1%
- TS HOAMR) & T8 40 FHoSrh— e 2 %, KR 23 MESEh—E 2] 2
BAERHEND O, HEUTLbDOLINET,
- F3HOLRES & 44 FOERFEY— R, Mekiih) 2 [EREY—E X 1T
RSN ZEMbEEUTLIbDESNET,
- BSHOBERGEE ISEOERSLOmImS] X, TEHEMS) 28 TEELOISG] L
IBBFOMBTHLZENLELUT LD E SNET,

Ill. Prosecution procedures
HE Fifoe

Q1. Is it permissible to divide a trademark application?
PARE A A 3 EI3 2 2 L IXFTRE T2,
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V&A: Yes, prior to the date the IP Vietnam issues a decision on refusal of acceptance
of trademark application, decision on grant of trademark registration, decision on
refusal of trademark registration, an applicant may divide a part of goods/
services under a trademark application into one or more applications (“divided
application”). The divided application shall have the same filing date/ priority
date as the original Application. The applicant must pay the prescribed fees for
the divided application®.

V&A : 1FWN, N L EIRY A RE T S AR U B OFERA A E . PAAR B EROFF Al AE, PR RO
A E 2T DA, HENIPGR HEO R & - B O — 8% 1 DLl Lo HFEIC /31
Lz encEET (IEIHEED), HFSHHEZ, cotEE F—oHER #Ek
HEHT5, HBEANIDESNZHBEIZOWTHTED FEE 2 b il £
A,

Q2. Is standard character trademark system available. If available, please explain how
to construe it in terms of similarity and trademark use obligation?
PRMESCFPRARGIE X H 0 £90 HD%AE. R L ARG OB ED X

NIRRT UL LN T,

V&A: There is not any official system/ guideline on definition of a standard character
trademark in Vietnam. However, at the current practice, it can be interpreted that
the standard character trademark contains a combination of simple letters and
numbers, which are represented in normal font without any stylization, in black-
white or color.

V&A : X T AL, FRECFREIREOERICEAT 2 /AXRHERSH A RIA 13dH Y £
loo LU, BUEDER TIE, MECFREEIL, Bl 0 L Hrofl et e ar, &
LSRN TWRWEFDO 7 4+ T, ARELITN T —TRIINTWD LERT S
ZEMTEET,

In terms of similarity, assessment on similarity of trademarks under the
Vietnamese IP law and regulations shall apply to the standard character
trademarks’. In particular, they will be considered identical if their structures,

contents, pronunciations, meanings, and appearance are identical. A claimed

6 Point 17.2 of Circular 01/2007/TT-BKHCN.

7 Point 39.8 of Circular 01/2007/TT-BKHCN.
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mark and a cited mark (both in standard characters) will be considered
confusingly similar if:

BERIMEICBI L T, b L o i I EEME1E K O AN 55D < PAAE OB LR RF A A3 A%
WECFREEICEA S D, FrC, Mg, WA, BE. BB, MR —ThhiX, [F—
LBl IND, HBEPEEE & SRR (W T EET) 13, LTOBRE, finbbLlwn
ZEHELTWD LS ET,

i. they are nearly identical in terms of structure, or/ and content, or/ and
pronunciation, or/and concept (meaning), or/ and appearance, so that
consumers may confuse the marks as one and the same, or wrongly believe
that they are two different versions, or they have the same origin; or

ii. the claimed mark is only transliteration or translation of the cited mark if the
cited mark is well-known mark.

i g, WA, 5. & (B, AMIBNIZIER —Th D70, TEE D a2 7
—DbDERFTH, MEBNRRDHN—2a 0 ThD ERRGRT S, EIEME 1 F
—OHFTTH 5 LEFET D%A

ii. SIRPERENEARE CH Y . 7 L — LPERIES PR OB R E 2 ITFERIE X 220

Bt

In terms of trademark use obligation, although the mark in actual use is different
from the mark protected in the registration certificate, such evidence of use of
the markis also acceptable in Vietnam provided that this difference is
insignificant, which does not change the distinctiveness of the mark and does not
affect the characteristics of the mark.

PARE DA FHFZBIT DWW T, FERRITHEH 30T 2 PHEE S B ERGE TIREE STV 5 pHEE
ERBRDGETH-TH, TOEAENEMR LD THY | ORI & H T,
PR ORI B A G 20O THIUX, N T L TIEZED XS 2PaE o RS
WO HNET,

For example:
Possible conclusion on
The actual used mark The protected mark id ‘ fth §
evidence of use of the mar
5 F P A R PR _ ~
" " R SEL D 2
Infinity, Infinity, Acceptable
V. Infinity, INFINITY _pHﬂ
INFINITY BR
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Q3. Is series trademark system available?

2 — PR EE (3R TR T,
V&A: No, a series trademark system is not available in Vietham.
V&A : Wz, XM FATEY Y —XBEEHETH D /A,

Q4. Is a disclaimer system available?
MHEFIARZZRFEE 1T F 3D

V&A: Yes, a disclaimer system is available in Vietham
V&A : 1T\, HEFIARZREIE I/ E L E T,

Q5. Is a letter of consent (LOC) system available.
[ I3 L E T D

V&A: No, a LOC system is not available under the laws of Vietnam. It is just a practice
by the IP Vietham and the LOCs shall be considered on a case by case basis. In
general, LOCs are accepted in cases it is unlikely to cause confusion among
consumers as to the origin of goods/ services bearing the marks, for example: the
marks are not identical or not closely similar in terms of sign and goods/ services
concerned.

V&A: Wz, R EF AR FEERELD Y A, X T MM ET OER L,
FEFIZT—ANL S —ATERINET, AN, BEESA S - B O
HATIZ O W TIEEZITIRF 24 U S8 2 iRV IGA B 20X PR3 Rl — T,
FTIIPAEE &AL - B DERICEL L T RWEAICFRIEENEO bIVET,

IV. Opposition/invalidation trial
HEBH L/ B
Q1. Can you file an appeal against the opposition decision rendering both marks are

not similar?
PRI CTH D T2 BB EICK LT, FHEFER T ETn?

V&A: No, the opposition decision is deemed the final one on the opposition
proceeding, and it is not appealable.
V&A : W2 BERIREITRBETFRORMKIREL S, RIREZH LTS Z L3 Tt

10
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Q2. Please compare the costs for opposition procedure and invalidation action.
BB L EHFHOBERLZIBRLTIEIN,

V&A: Generally, the costs for opposition procedure are lower than invalidation action.

Please see details in the below table:

V&A : — BT B W SL RIS 20> 2 I 5h 38 1) T4

AT T ERE ISR TES

G DB D BIREE T,

Opposition procedure

Invalidation action

Official fees
N

USS$25 per mark per class
YE4EIZ 25 K Kb

USS$33 per mark, regardless

of class

SYEEIZ I O RS
33 kK kv

Our agency fees
RENHE H

2-5 hours, exclusive of VAT
(5% on our agency fees).
MR A B & 2~5 IRffH]

4-8 hours, exclusive of VAT
(5% on our agency fees).
AR A BR & 4~8 IRffH]

11




