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Q1. Are there any advantages 1n filing a national application directly with your trademark
office rather than seeking protection 1n your jurisdiction of the same mark under the

Madnd Protocol?

When a mark 1s filed through national application, the local IP Attorney will ensure the mark application 1s well
monitored from the office action of Directorate General of Intellectual Property as well as Opposition from third party.
Once there 1s an office action or opposition, the local IP Attorney could immediately report and provide colleague or
client with brief argumentation as well as necessary documents or evidence to prepare.

On the other hand, most of our client who files through Madrid application tend to encounter delay from the
Directorate General of Intellectual Property or WIPO 1n relation to the notice of office action and or opposition,
resulting the applicant do not have sufficient time to prepare the draft and evidence to support the argumentation.

On our previous experience concerning office action delay, we had handled one of our colleague from Australia who
have to submit a response to a Madrid provisional refusal within few hours before the deadline. Although we could
submit 1t on time, but the preparation and evidence were 1 a rush and the argumentation 1s not a solid 1n contrary to
those prepared a response within few weeks before the deadline.
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Q2. How are trademarks consisting of Japanese kanji, hiragana or katakana characters

treated 1n light of distinctiveness and similarity, etc.?

The recent mark electronic filing system requires the applicant to insert the meaning of
such characters when the mark application consist of Japanese kanj, hiragana, and/or
katakana characters or other non alphabetical characters. This 1s to ensure the mark
application 1s not having similarity with other registered mark and/or to prevent any future
mark application filed by other party.
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Q3. Can we include 1n an application retail services which are not listed 1n the
Nice Agreement, e.g., retail services for cosmetics, computers, books, toys,
etc.?

Although the applicant can request to the mark electronic filing system to open certain type of goods 1n the system, such
request should be the type of goods that are available 1n:

a) NICE Classification;

b) The goods 1s stated in the priority document; and or

c) the type of goods 1s related to traditional goods acknowledge by the country, such as “batik”, “kimono”, etc.

If the type of goods are not available in NICE Agreement but is stated in the priority document or considered as a
traditional goods, the applicant could request to the Dreictorate of Mark to have the goods be available 1n the system.

However, please note that the request may take some time (up to 2 months or more) and The Directorate General of
Intellectual Property may accept or refuse to make the goods available 1 the system. During the request, the applicant’s
mark application 1s pending and will not receive an applicattion number until the request 1s granted or refused by the
Directorate General of Intellectual Property.
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Q4. Whether or not will a cross search be conducted between goods and
related retail services when examining applications? (Could use of a
trademark be found infringing rights conferred by a registration of the
same/similar mark for related retail services, or vice versa?)

The mark examiner will only assess a mark application based on the class of
coods the applicant 1s file. However, a mark examiner will have his/her
discretion to cross examine the mark application if such application 1s found
to have been filed in a bad faith and or similar to a well-known mark.
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Q). Can a trademark consisting of one digit, two digits or three digits be
found distinctive enough to be registered ?

Yes, 1t can be registered as long as 1t has distinctive features from the prior registered trademark,
provided that, the digits do not mislead the public regarding the origin, quality, type, size, kind, the
mtended use of the goods and/or services (Article 20 paragraph ¢ of Mark Law, the digits are not
referred to the quality, benefits, or efficacy of the produced goods and/or services (Article 20 paragraph
d of Mark Law), and such digits shall not similar in 1ts essence or 1 1its entirety with registered mark or a
well-known mark of other parties (Article 21 of Mark Law).
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Q6. Can a trademark consisting of one character, two characters or three
characters be found distinctive enough to be registered ?P

Similar to the previous slide, 1t can be registered as long as 1t has distinctive features from the prior
registered trademark and shall conform with Article 20 and Article 21 of Mark Law.
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Q7. Would a trademark "Lady Gaga" or "LADY GAGA" be registrable for
musical records and/or downloadable music files 1n your jurisdiction ?

Yes. Indonesia holds the first to file system where any party who firstly files the mark has a greater
registrability at the Directorate General of Intellectual Property, if no party register similar mark.

However, considering “Lady Gaga” or “LADY GAGA” 1s a famous singer and intends to file the
trademark for “musical records” and/or “downloadable music”, the rightful person who holds the name
could file an opposition during the publication period or if the mark is registered, the righttul person to
file a cancellation lawsuit against the applicant on the grounds the mark 1s filed mn bad faith, in parallel
files its trademark to the Directorate General of Intellectual Property.

In addition, since “Lady Gaga” or “LADY GAGA” 1s a famous singer worldwide, the Directorate
General of Intellectual Property could independently rejects the trademark application 1if 1t 1s filed by
other party than the nghtful person.
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Q8. Would a trademark "Mt. Fuji" be found distinctive enough to be
registered with respect to clothing ? In other words, can “Mt. Fuj1” can be
registered as not indicating its geographical indication ?

Since the trademark legal system m Indonesia acknowledges a first-to-file system, as
long as nobody files a mark “Mt. Fup” in class 25 for clothing, the Directorate General
of Intellectual Property may register the trademark applicattion and i1ssue the
trademark certificate 1f there 1s no prior registered mark.
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Q9. Would a Japanese family name such as "KUBOTA" (class 33 sake),
TACHIKAWA (class 7, class 20, class 24) be found distinctive enough to
be registered ?

In the process of filing a trademark application, the applicant could write the meaning of “KUBOTA”
or “TACHIKAWA?” to illustrate the background of the mark application. In a case where “KUBOTA”
1s a family name and widely used by many Japanese people, the applicant 1s suggested to elaborate on
the meaning behind the mark.

For example, if a company name NAKATA CO., L'TD instructs us to file a mark “NAKATA” to
Indonesia, then we will state that “NAKATA 1s applicant’s company name” in the trademark application
description or meaning of the mark. Hopefully, through such a statement, the mark examiner could
understand and may not 1ssue an office action. Other than that, NAKATA CO., LTD could also msert
distinctive feature of mark “NAKATA?”, such as stylize the wording, adding logo, symbol, number, etc.
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Q10. Are there any published guidelines for determining similarity of
trademarks?

The guidelines for examining the similarity of a trademark are based on Law No. 20 of 2016 concerning
Mark and Geographical Indication, and Ministry of Law and Human Rights Regulation No. 12 of 2021
on Amendment of Law and Human Rights Regulation No. 67 of 2021 concerning Trademark
Registration.
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Q11. Are there any published guidelines for determining similarity
between specific goods and services?

The guidelines for trademark registration fundamentally stated 1 Article 20 and Article 21 of Mark Law
and further regulated under Article 17 of Ministry of Law and Human Rights Regulation No. 12 of 2021 on
Amendment of Law and Human Rights Regulation No. 67 of 2016 concerning Trademark Registration

Article 20

a. 1t1s contrary to the state 1deology, laws and regulations, morality, religions, decency, or public order;

b. it 1s similar, related to, or simply mentions goods and/or services whose registration 1s applied;

c. 1t contains elements that may mislead the public regarding the origin, quality, type, size, kind, the intended use of the
goods and/or services whose registration 1s applied or constitutes the names of protected plant varieties for similar goods
and/or services;

d. 1t contains information that 1s not mn accordance with the quality, benefits, or ethicacy of the produced goods and/or
SErvices;

e. 1t has no distinguishing power; and/or

f. 1t1s a common name and/or symbol of public property.
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Continued

Article 21
(I) An Application shall be rejected 1f the Mark has similarities in its essence or 1n its entirety with:

a.
b.
C.

d.

Registered Mark that 1s owned by other parties or 1s applied 1n advance by other parties for similar goods and/or services;
Well-known mark of other parties for similar goods and/or services;

Well-known mark that is owned by other parties for different goods and/or services that fulfill certain requirements; or
Registered Geographical Indication.

(2) An Application shall be rejected if the Mark:

d.

b.

constitutes or resembles the name or name abbreviation of a famous person, photograph, or a legal entity name that 1s owned
by other persons, unless it 1s based on written consent from the entitled party;

constitutes an 1mitation or resembles the name or name abbreviation, flag, sign or symbol or emblem of a country, or a
national or an mternational institution, unless it 1s based on written consent from the authorized party; or

constitutes an mmitation or resembles an official sign or stamp or official stamp that 1s used by a state or a government agency,
unless 1t 1s based on written consent from the authorized party.

(3) An Application shall be rejected 1f 1t 1s submutted by an Applicant who has bad faith.
(4) Further provisions on the rejection of a Mark Application as referred to in paragraph (1) letter a to letter ¢ shall be regulated with
the Regulation of the Minister.
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Continued

Article 17 of Ministry of Law and Human Rights Regulation No. 12 of 2021 on Amendment of Law and Human Rights Regulation
No. 67 of 2021 concerning Trademark Registration:

(1) The assessment of similarities in principle as intended in Article 16 paragraph (2) is carried out by paying attention to similarities
caused by the presence of dominant elements between one Mark and another, thereby giving the impression of similarities,
whether 1 terms of shape, method of placement, method of writing or a combination of elements, or similarities 1 speech
sounds, contained 1n the Mark.

(2) The criteria for determining similar goods and/or services as intended in Article 16 paragraph (2) letters a and b can be in the form
of goods with goods, goods with services, or services with services determined based on:

the nature of the goods and/or services;

purpose and method of use of goods;

complementarity of goods and/or services;

competition for goods and/or services;

distribution channels for goods and/or services;

relevant consumers; or

origin of production of goods and/or services

“? e arn T
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Q12. What 1s the typical infringement strategy, raid, economic police, civil
and criminal court actions.
Regarding Mark infringement, there are 2 (two) possible legal actions under Mark Law

which can be taken by the Mark owner or relevant rights holder (licensee, franchisee,
distributor, etc.) as follows:

1) Criminal Action
2) Civil Action (Compensation Lawsuit)
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1) Criminal Action

Article 100

(I) Any person who unlawfully uses the same Mark 1n its entirety as the registered Mark of another party
for stmilar goods and/or services that are produced and/or traded shall be sentenced to a maximum
imprisonment of 5 (five) years and/or a maximum fine in the amount of IDR 2,000,000,000.00 (two
billion rupiah).

(2) Any person who unlawfully uses a Mark which 1s substantially similar to a registered Mark that 1s owned
by another party for similar goods and/or services that are produced and/or traded shall be sentenced to
a maximum 1mprisonment of 4 (four) years and/or a maximum fine i the amount of IDR

2,000,000,000.00 (two billion rupiah).
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1) Civil Action (Compensation Lawsuit/48 ZE BHE FFF8)

Article 83

i

(I) The owner of a registered Mark and/or licensee of a registered Mark License may file a lawsuit against
other parties who unlawfully use a Mark that has similarity i its essence or in its entirety for similar
goods and/or services 1n the form of:

a. claim for damages; and/or
b. cessation of all acts that are related to the use of the Mark.
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Q13. Is 1t possible to execute trademark rights based on unused registered
trademarks?

Under Article 74 paragraph (1) Mark Law, a Mark that has not been used for 3 (three) consecutive years in
the trade of goods and/or services may be submitted for Mark deletion by a third party who has an interest in
the form of a lawsuait.

In relation to the above, while 1t 1s possible for the Mark owner to execute its unused registered Mark rights,
there 1s a high risk for the third party or the opposing party of the Mark owner to counter with Non-Use
Cancellation lawsuit based on Article 74 paragraph (1) of Mark Law as 1ts legal grounds to the Commercial
Court.

In this case, if the Mark 1s proven to not been used for 3 (three) consecutive years in court, then based on
the decision of the panel of judges, the court will command the Directorate General of Intellectual Property
to delete the relevant Mark, and therefore, such mark will be available to be used by third party.
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However, in the event where a third party files a Non-Use Cancellation Lawsuit based on Article 74 of Mark
Law, the plaintiff should prove that the defendant 1s not using the mark for 3 (three) consecutive years. 1f the
plaintiff fails to prove it, then such mark remain registered until the expiration date.

Notwithstanding the requirements of an unused Mark under Article 74 paragraph (1) above, under article 74
paragraph (2) of Mark Law the unused Mark provisions are mvalid under the following events:

a. Import ban;

b. temporary prohibition that 1s related to the permit for the distribution of goods that use the relevant
Mark or a decision from an authorized party; or

C. other similar prohibitions that are established with Regulation of the Government.

Thus, a Mark does not automatically get deleted after not being used for 3 (three) consecutive years but must
be proven i court by a concerned third party who submit a lawsuit or counter claim for mark deletion
under Article 74 paragraph (1) Mark Law. Therefore, 1t 1s possible for Mark owner to still execute its rights
for 1ts unused mark 1f the opposing third party failed to prove the unused Mark i court or did not submit a
non-use cancellation lawsuit.
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Q14. In a non-use cancellation action, will a claimant have to prove non-use
of the registered trademark or will a trademark owner have to prove us of the
trademark ?

In a non-use cancellation lawsuit (non-use cancellation action), the plamntff 1s the party
who shall prove non-use of the registered mark. On the other hand, the defendant shall
prove the use of the registered mark before the panel of judges.

In relation to non-use cancellation lawsuit, considering Indonesia 1s archipelagic country, a
non-use cancellation action 1s hard to be accepted since defendant could argue the
registered mark 1s bemng used 1 a certain 1sland or certain region.

Copyright of Maulana and Partners Law Firm, 2023



- 00
Maulana and Partners

Ql4. NMEATUEHERRIZCHE WNT., SBRATEZZEHIEDAREHZAAL
HIThIEGTY FEAD., Thi %Eﬁﬁﬁ%‘b\ﬁﬁﬂ:mﬁ 1ZEEBA L 73
FhnELZEYEFEAN?

AE A BGHFFRE (ONME A BB FRE) Tk, BEREIHE O NMEH ZFEAT 5 OI1LR
HTT, —07, &I, BH'E ORI CRERMEIE O Z 23k L2 i %
A,

AFEHBVEFRICBWTIE, A R TR EBERFR THALZLE2EETH L,
%ii”ﬁﬁﬁﬂ%ﬁ®%%%ﬁ®ﬂﬁf@%éﬂfwéki%?%ék@
A EEFREN IR O Bz < WTT,

Copyright of Maulana and Partners Law Firm, 2023




Maulana and Partners

Trademark Cases 1n Indonesia

A4 KRR T TOREESEAE

Copyright of Maulana and Partners Law Firm, 2023







Maulana and Partners

@;ﬂ' rj%lﬂ

Mark Appeal Commission Decision No. 224/ KBM/HKI/2019 dated 24 Apnil 2019

“MS Multi Super v. MS”

O
Owned by: PT Multisar1 Langgeng Jaya
Class 30
Reg. Number IDMO000804315
Types of Goods: Rice, flour, vermicell, palm

sugar, snacks wrapped in packaging made from
flour, dry cakes, legit layer cakes.
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Owned by: TAN SIAW CHEN

Class 30

Reg. Number IDMO000687517

Types of Goods: Cake dough mmprover, cake dough
softener, salt for preserving food, vanilla as a food
fragrance, pasta with a coffee aroma for mixing into cake
dough, pasta with a chocolate aroma for mixing into cake
dough, leavening yeast for cake dough, powder for making
bread , sugar flour, cornstarch
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FIEARREHZEESDOBRE No. 224/KBM/HKI/2019 dated 24 April 2019

“MS Multi Super v. MS”

O
FHEF|Z . PT Multsari Langgeng Jaya
Class 30
B8 5 IDM000804315
Types of Goods: Rice, flour, vermicell, palm

sugar, snacks wrapped in packaging made from
flour, dry cakes, legit layer cakes.
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HEF# : TAN SIAW CHEN

Class 30

BERTE 5 IDM000687517

Types of Goods: Cake dough mmprover, cake dough
softener, salt for preserving food, vanilla as a food
fragrance, pasta with a coffee aroma for mixing into cake
dough, pasta with a chocolate aroma for mixing into cake
dough, leavening yeast for cake dough, powder for making
bread , sugar flour, cornstarch
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Mark Appeal Commission Decision No. 324/ KBM/HKI/2009 dated 11 February
2009 “Sanrio Smiles v. Smile”

Semnio Smile

SMILES

Owned by: Sanrio Company Litd. Owned by: HARRY SUCIPTO

Class 24 Class 24

Reg. Number IDM000386498 Reg. Number IDM000559926

Types of Goods: imiation animal skin materials, burlap materials, Types of Goods: Textile materials, batik cloth, drill cloth

cotton fabric materials, plastic materials [fabric substitutes], materials for textile
use, flags, labels, labels [cloth], knitted labels, bags made of textiles, or made of
silk, for amulets, towels , textile face towels, fabric wall hangings, upholstery fabric,
velvet fabric, felt, shrouds, bath linens, fabric furniture covers, pet bottle covers,
door handle covers, household fabrics , bedsheets, silk fabrics, tablecloths, woolen
fabrics, long-haired woolen fabrics [fabrics|, sleeping bags, mosquito nets, textile
curtain holders or curtain ties, doorknob covers, toilet seat covers, fabric window
covers, mattress covers , plastic furniture covers, bed covers [beds], covers for
cushions, covers for latrine hoods, textile bedding covers for napkin or tissue
holders, decorative wall tapestries, handkerchiefs, pillowcases, washing gloves ,
toilet gloves, covers for removing make-up, placemats, thick cotton-filled blankets,
travel blankets, bed blankets, napkins, banners, silk, non-paper tablecloths],
tablecloths and bed covers, coasters [table linens], table mats table napkins,
Textiles and textile goods, fabrics, not included in ===in, bed mats, curtains,

curtains for doors, textile wipes for removing make-up
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PRERREBHZEESDORE  No. 324/KBM/HKI/2009 dated 11 February 2009

“Sanrio Smiles v. Smile”

Semnio Smile

SMILES

FEF|ZE . Sanrio Company Ltd. FEFI|ZE: HARRY SUCIPTO

Class 24 Class 24

BT 5 IDM000386498 BRIk 5 IDM000559926

Types of Goods: imiation animal skin materials, burlap materials, Types of Goods: Textile materials, batik cloth, drill cloth

cotton fabric materials, plastic materials [fabric substitutes], materials for textile
use, flags, labels, labels [cloth], knitted labels, bags made of textiles, or made of
silk, for amulets, towels , textile face towels, fabric wall hangings, upholstery fabric,
velvet fabric, felt, shrouds, bath linens, fabric furniture covers, pet bottle covers,
door handle covers, household fabrics , bedsheets, silk fabrics, tablecloths, woolen
fabrics, long-haired woolen fabrics [fabrics|, sleeping bags, mosquito nets, textile
curtain holders or curtain ties, doorknob covers, toilet seat covers, fabric window
covers, mattress covers , plastic furniture covers, bed covers [beds], covers for
cushions, covers for latrine hoods, textile bedding covers for napkin or tissue
holders, decorative wall tapestries, handkerchiefs, pillowcases, washing gloves ,
toilet gloves, covers for removing make-up, placemats, thick cotton-filled blankets,
travel blankets, bed blankets, napkins, banners, silk, non-paper tablecloths],
tablecloths and bed covers, coasters [table linens], table mats table napkins,
Textiles and textile goods, fabrics, not included in ===in, bed mats, curtains,
curtains for doors, textile wipes for removing make-up
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Mark Appeal Commussion Decision No. 165/ KBM/HKI/2014 dated 28 May 2014
“SOYJOY v. JOYSOY”

SOYJOY | JOYS_OY—‘

Owned by: Otsuka Pharmaceutical Co., Ltd., Owned by: PT Monysaga Prima

Class 29 Class 24

Reg. Number IDM 000442932 Reg. Number IDM 000332752

Types of Goods: Nutrition bars made from Types of Goods: Condensed milk, packaged liquid milk,

soybeans full cream milk, yoghurt, cooked nuts, ginger coffee milk
powder
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FRERREBHZEESDORE  No. 165/ KBM/HKI/2014 dated 28 May 2014
“SOYJOY v. JOYSOY”

SOYJOY JOYS_OY—‘

FEFIZ : Otsuka Pharmaceutical Co., Ltd., FEF 2 : PT Monysaga Prima

Class 29 Class 24

KGR 5 IDM000442932 IR 5 IDM000332752

Types of Goods: Nutrition bars made from Types of Goods: Condensed milk, packaged liquid milk,

soybeans full cream milk, yoghurt, cooked nuts, ginger coffee milk
powder
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Supreme Court Decision No. 14 PK/Pdt.Sus-HKI/2022 jo.
Central Jakarta District Court Decision No. 5/Pdt.Sus-Merek/2019/PN.Niaga.Jkt.Pst

VARIVAS ) VARIVAS

Owned by: Mehana

Class 28

Reg. Number IDM000536979
Vahidity Period: 20 March 2024
Status : Cancelled / Nullified

Owned by: VARIVAS Co., Ltd.
Class 28

Reg. Number IDM000827721
Validity Period: 1 April 2024
Status: Registered
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& = &R No. 14 PK/Pdt.Sus-HK1/2022 jo.
hR < v H LA HhE$IHRNo. 5/Pdt.Sus-Merek/2019/PN.Niaga Jkt.Pst

VARIVAS Q) VARIVAS

w\l

FERIZ : VARIVAS Co., Ltd. FHEFI & : Meliana

Class 28 Class 28

Bk 5 IDM000827721 gk & IDM000536979

F4e BRI 7 H: 1 April 2024 174 B T H : 20 March 2024
AT —H A BRI AT —H A HUH /)
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Supreme Court Decision No. 1146 K/Pdt.Sus-HKI/2020 dated 28 September 2020

(PREDATOR v. PREDATOR)

H?mf,trm:

Owned by: Wyen Chandra Tha

Reg. No.: IDM000482291

Class: 9

Type of goods: Computers (computers), Central
Processing Unit (CPU), Modems (Modems), Wi,
routers, Speakers, Power banks, and Battery chargers

..-'?
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5.5

Owned by: Acer Incorporated

Reg. No.: IDM000901536

Class: 9

Type of goods: desktop computers, notebook computers,
computer mice, computer keyboards, computer hardware,
headsets,
computer

computer peripherals, namely, monitors,

speakers, computer bags, computer covers,

cables, computer converters, computer stylus pens, tablet
PCs
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E&EFIR  No. 1146 K/Pdt.Sus-HKI/2020 dated 28 September 2020

(PREDATOR v. PREDATOR)

PREDVITER

e o o
x'“_-:ﬂ- .-'ﬁ"' g

FEF|ZE . Wijen Chandra Tjia
e 5 IDM000482291
Class: 9

Type of goods: Computers (computers), Central
Processing Unit (CPU), Modems (Modems), Wi,
routers, Speakers, Power banks, and Battery chargers
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FEF|ZE . Acer Incorporated

BERTE = - IDM000901536

Class: 9

Type of goods: desktop computers, notebook computers,
computer mice, computer keyboards, computer hardware,
headsets,
computer

computer peripherals, namely, monitors,

speakers, computer bags, computer covers,

cables, computer converters, computer stylus pens, tablet
PCs
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