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Application
o

Are there any advantages in filing a national application directly with your
trademark office rather than seeking protection in your jurisdiction of the same
mark under the Madrid Protocol?

~ PV FHEREFICESWTHEET 2D TIERLS, A & RR T T OREREITICEHE
EANHEZ T2 Z LIMDFIRIED D £90

When a mark is filed through national application, the local IP Attorney will ensure
the mark application is well monitored from filing until registration. The monitoring
will include any office action of Directorate General of Intellectual Property as well
as Opposition from third party. In case of office action or opposition, the local IP
Attorney could immediately report and provide colleague or client with brief
argumentation as well as necessary documents or evidence to prepare.

PR A E N R 256, B M REAIL, HEED OBk E CRatE HE A M 521
Bl L Ed, ARSI, MWEREORESNL DRFEH L EENET, RiES
REBR LD Do T GE, BB NTEDICHRE L, RESL7 747 2 MIfiiH
B & e B0 EJRPREHL O i A $R AL L £ 97,
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On the other hand, most of our client who files through Madrid application tend to
encounter delay from the Directorate General of Intellectual Property or WIPO in
relation to the notice of office action and or opposition, resulting the applicant do
not have sufficient time to prepare the draft and evidence to support the
argumentation.

—Ji. v RV REEZT 227 747 b0 E, BESSSEERLOBAICEL
T, M ERE S WIPO LA & HHANCH Y 7,

On our previous experience concerning office action delay, we had handled one of
our colleagues from Australia who have to submit a response to a Madrid
provisional refusal within few hours before the deadline. Although we could submit
it on time, but the preparation and evidence were in a rush and the argumentation
is not a solid in contrary to those prepared a response within few weeks before the
deadline.

JRFE A DOBIEIZEET 2B EORBR TIZ, ~ NV » NEEHEMICT 205885 4 HIBRAT
OFERFUNIZEE L2 T 670 nH A —2 KT U T OMREANS OFF %
AL L2 &nH 0 £, HIRNICIRMT 2 Z LIXTELOTT N, EEOFELATR
7272 U<, BIBRATEBOEM U NS EEZFR L2 & 13E > T, fat2s LoD LT
WERATL,

How are trademarks consisting of Japanese kanji, hiragana or katakana characters
treated in light of distinctiveness and similarity, etc.?

AARFBEOET, ObBR, HFZATHLRHEEE. &, BLEOBR»L LD
Lo b IvET A,

The recent mark electronic filing system requires the applicant to insert the
meaning of such characters when the mark application consist of Japanese kaniji,
hiragana, and/or katakana characters or other non-alphabetical characters. This is
to ensure the mark application is not having similarity with other registered mark
and/or to prevent any future mark application filed by other party.

T OFEIEEFHEY A7 A TIX, AAREOES, 0L, WZh), Zomo7
VT 7y FPSNO T TR S NS BAR IR OS5 E . AL E O ST 0 BE & 4
AT LHUERH Y £, TAuE, HEEPGEESMOBRERPGEE & L L TV RN T & 2 ff
BRI DD, KO/ R, oOBEeas & OB ZR I3 272 TF,
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Data Merek
Tipe Merek * Type of Mark
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Deskripsi Label Merek Lantoh: Kotk
Description of Mark
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Colors of Mark
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() adaTerjemahan () Tidak Ada Terjemahan

Terjemahan jika Merek menggunakan istilah
asing Meaning if Mark is using

foreign terminology

Pengucapan jika Merek menggunakan
karakter huruf non-latin

Pronunciation if Mark is
using non-latin characters

Disclaimer

(Tidak dilindungi sebagai Merek)

Q3. How to handle European character trademarks and local language trademarks in
light of similarity etc.
BPNESE OB D, BROCFREEE & BIMIEEPGERIL & D L O IZHY bivE 32,

Since Indonesia holds the same characters with European characters (alphabet), in
assessing the similarity, mark examiner will consider based on whether the mark
mislead the public regarding the origin, quality, type, size, kind, the intended use of
the goods and/or services (Article 20 paragraph c of Law No. 20 of 2016 concerning
Mark and Geographical Indication (“Mark Law”), the mark referred to the quality,
benefits, or efficacy of the produced goods and/or services (Article 20 paragraph d
of Mark Law), and or the mark is similar in its essence or in its entirety with
registered mark or a well-known mark of other parties (Article 21 of Mark Law).



4VF*V71%I$(7»77NyF)kﬂbii%ﬁ%bfnét@\ﬁwﬁ%
FIRrd 2 BRI, PR EEIL. BESRELAO/ AT O, E. Bk K&
SV, HBICOWTAREZBRRBIE L0089 0 ( <$&Ui&fi¥ﬁ@i‘%m B9 % 2016
RS 20 Soc T (DA TREASEIE) & D). PEASANAERE ST ps i KON TS
DEE, FIZEUIERICE R LTV D0 (BEEEESR 2 05 d ) KO/ ULRGEE A il
N DB ERAEEE T JE IR R & ARE A T ERAIHELL L T B 52 (REIES 21 5)
WZHS R L £,

Q4. Can we include in an application retail services which are not listed in the Nice
Agreement, e.g., retail services for cosmetics, computers, books, toys, etc.?
=—ZWEICEHE S L TWRVVINEY—E X Fl T bEm, a2 va—F 0 FEE
HEEO/NGY—EAZHBICE DL 2 LN TEETD,

Although the applicant can request to the mark electronic filing system to open
certain type of goods in the system, such request should be the type of goods that
are available in:

a) NICE Classification;

b) The goods is stated in the priority document; and or

c) the type of goods is related to traditional goods acknowledge by the country,

such as “batik”, “kimono”, etc.

HBENIL, PAEEE LY AT DB WT, FFEDX A T O % ¥ A7 A E TR
THEIERTHZENTEETN, TOX I RFERIL. KOL S %R¥ A TOREHT
RFNERY T A,

a) =— R4

b) TOMMPELHEERICREH SN TS, KU

o INT 4y BWRE, ZOEDBRD LA PEMICBET D b D,

If the type of goods are not available in NICE Agreement but is stated in the priority
document or considered as a traditional goods, the applicant could request to the
Dreictorate of Mark to have the goods be available in the system.

H L. ZOFEOPEMN =— A BHEITITFERH S AL TV R W BMEEEERICEEE I L TWn
LR E B A BN 55E, HBEAIEEREEICHLZDY AT LI
BOTZOBMARLHMTELLIICHERT LN TEET,

However, please note that the request may take some time (up to 2 months or

more) and The Directorate General of Intellectual Property may accept or refuse to
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make the goods available in the system. During the request, the applicant’s mark
application is pending and will not receive an application number until the request
is granted or refused by the Directorate General of Intellectual Property.

722U, ZOFERICITREEA 2200 (B 2 7 HULER) . AR ERE N2 O % &
AT LTHRATELD LT D& aZTANLINEHLET, ZOM., HEAORME
ERGRHEIIAN T 0 o 7S, FMBMEREIZ LY ZOF5RPEO B 50 X%
fEit SN D E T, HEEE ST ES L EE A,

Whether or not will a cross search be conducted between goods and related retail
services when examining applications? (Could use of a trademark be found
infringing rights conferred by a registration of the same/similar mark for related
retail services, or vice versa?)

HBESEA I W T, pidh & BV — X D7 m A —F T ET ), (HD
PEREOERA, BhE /8B — A2 OW TR — £ 72 I3 O PEE OB G L - T
- ENTHERMEZREFEL TS EHEr S s aletEixd v £9 20, F3Z20HEsH
D E9 0

The mark examiner will only assess a mark application based on the class of goods
the applicant is file. However, a mark examiner will have his/her discretion to cross
examine the mark application if such application is found to have been filed in a bad
faith and or similar to a well-known mark.

PAAERAE X, HFEEADSHEET 2O 0MEICHE SV TCO L PEMEHEEHE L £,
LL, BIEEAEEIX. TOHBENER TRINTELDOTHLGAE. FIILELARGE
LEUT 26D THL LA, YR HAEFEAE T 2R EELA L E T,

Trademark Right
[

Is it possible to execute trademark rights based on unused registered trademarks?
A DB ERFAIEIC LD < PAEHE DT X FTRE T D,

Under Article 74 paragraph (1) Mark Law, a Mark that has not been used for 3
(three) consecutive years in the trade of goods and/or services may be submitted
for Mark deletion by a third party who has an interest in the form of a lawsuit.
PAREVESS 74 555 1 BEIC KV | B RO/ UG O 1 %DTEMLTSEWﬁﬁ
SNTWRWVEIEIL, FIFRREZAET2E =0 0HFR L VO B TREIEORIH A



SNDHATREMEN D VD £,

In relation to the above, while it is possible for the Mark owner to execute its
unused registered Mark rights, there is a high risk for the third party or the opposing
party of the Mark owner to counter with Non-Use Cancellation lawsuit based on
Article 74 paragraph (1) of Mark Law as its legal grounds to the Commercial Court.

FLICBIE LT, REIRMER S AEEH OB ERPSIEHE Z 1T 2 2 LT RE TN, =
FOIPAREMES DT 0O | PEFRIESR 74 5556 1 A ERRIL & LT, A A EUERR
A F B ACHIPT I I S L D fERMED SV T,

In this case, if the Mark is proven to not been used for 3 (three) consecutive years
in court, then based on the decision of the panel of judges, the court will command
the Directorate General of Intellectual Property to delete the relevant Mark, and
therefore, such mark will be available to be used by third party.
ZOE ., HEpGIEEN T 3 M STV I & S EHITCRER S i, Bl
ﬁ XEDIREIZESE, MM EER BT L CHEREIE DRSO I 2 U2 DT,
PR A A MMERTE D L HICR 0 £,

However, in the event where a third party files a Non-Use Cancellation Lawsuit
based on Article 74 of Mark Law, the plaintiff should prove that the defendant is
not using the mark for 3 (three) consecutive years. if the plaintiff fails to prove it,
then such mark remain registered until the expiration date.

Te12 L. B = DREEIES 74 RICES S AMERBUHTF A ZIRE ST 256, RS I13gsE
25 3 AEEEGE L CRIME A L CWenWZ & ZFEI LT iud7e 0 £8 A,

Notwithstanding the requirements of an unused Mark under Article 74 paragraph
(1) above, under article 74 paragraph (2) of Mark Law the unused Mark provisions
are invalid under the following events:
Import ban;
b. temporary prohibition that is related to the permit for the distribution of goods
that use the relevant Mark or a decision from an authorized party; or
c. other similar prohibitions that are established with Regulation of the

Government.
J:.:Ea% 74 551 I,E@%%rﬁ K ADREHRGEE DB Db BT, PAEIES 74 5556 2
H| . AN OGEITIIAMERAREIRO R E I TE) & 720 5,
a. ﬁﬁ)\’%@t
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Thus, a Mark does not automatically get deleted after not being used for 3 (three)
consecutive years but must be proven in court by a concerned third party who
submit a lawsuit or counter claim for mark deletion under Article 74 paragraph (1)
Mark Law. Therefore, it is possible for Mark owner to still execute its rights for its
unused mark if the opposing third party failed to prove the unused Mark in court
or did not submit a non-use cancellation lawsuit.

PE-T, e LT 3R SN o7 LTH, HEMIICHEERER LY 1H S 1
L0 T < FEES 74 R5F 1 IS & | BRT 25 = D iU OFFFA X
IERGERARE L, HHFTICBWCEERT 2 0ERH Y £, £Dd, HEFFH -F
DAE A BUEFF R 252 L 722V, I B W TAER ZSGE L 220 o 72558 Th
PAREAERE DS Al PSRRI DWW CHERI 24T 5 Z L IEATRE T,

In a non-use cancellation action, will a claimant have to prove non-use of the
registered trademark or will a trademark owner have to prove us of the
trademark ?

AE A BEEFFRIC BN T, GERNIBERREEO N ZFEH L2 T v S8 A,
& PR DSPAE O A FE L 22 AU 72 0 EH AN

In a non-use cancellation lawsuit (non-use cancellation action), the plaintiff is the
party who shall prove non-use of the registered mark. On the other hand, the
defendant shall prove the use of the registered mark before the panel of judges.
AR EGEFRRS OREERBGHE FHE) Tl BERREIE DO AL 27 7 5 DR E T,
—Ji. #REIT. BCHE ORTCREPEIEOME M A NGE LR T UTR D A,

In relation to non-use cancellation lawsuit, considering Indonesia is archipelagic
country, a non-use cancellation action is hard to be accepted since defendant could
argue the registered mark is being used in a certain island or certain region.
REABGEFRAIZBW T, A RRXUTBRHEBEEF COLZ L 2BETLH L, s
FBFRPFE DR E D BROFFEDHIM THEA SN TWDH L FRTDHZLENTE LD
AEHBAHFA TR D AT W T,
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Q3. Pros and cons of parallel imports
A AT A DR Pir & BRT

Under Indonesian laws and regulations, there is no specific provision
restricting/allowing parallel imports. However, Article 42 paragraph (3) stipulates
that a Mark license agreement should be recorded to the Minister of Law and
Human Rights. In this regard, this will prevent unauthorized further licensing to
happen in Indonesian region scope which may cause loss to the prior license holder
in Indonesia. On the other hand, this regulation does not protect Mark owner
against parallel import on an international scope.

A ¥ R T OER B WATEAZ IR - FFe] 3 28017288 IXH 0 T A, LAl
5542 455 3 T T, PAIR D T A & o ARKNTIEG NMEREITBRE L 2 TR 570
EHESNTVWET, ZHICEY, AV RRTTORITIA B AMRAEIHRE
RRIRN, A 2 RR VTN TETFATOBMZ A £ APMTon5 Z L 2<T L
MTEET, —FH., ZORANE, EEEZREE TOWATEAICK LT, METNEE %
RETHHOTIEH Y £H A,

The benefit for parallel imports for Mark owners is their Mark may could more
acknowledgement from people across countries which may increase the demand
of the products bearing such Mark.

FAREFTA &2 & > TOWATIA DR FIX, ZOEENEZBE L TAX IR L, £
DN SN -8 OF RN 2 AN H D Z & T,

Whereas the cons for parallel imports for Mark owners are exhaustion of mark
rights which means that Mark owners may lose their control of their own Mark
which are redistributed across countries. This may cause misrepresentation of the
origin, reputation, or quality of such Mark.

—F. BIEFTAEEICL > TOWATIMADT AV v ME, BEEOHERNPHERT L2 LT
bV, S2FV, BIEFAEFIIEZEZ CTHEMINALAFOMEEO 2 hu—L a2k
DHEEMER H D 3, ZHUT KV, HREREEO AT, FEEL MEAARYIIERRIND
AREMED N B Y F,

Q4. OEM and trademark protection
OEM & PatEfRi

Currently, there is no specific regulation regarding OEM protection in Indonesia.



BUE, A > PRI 7123 OEM PRaBIZ BT 2 Rl e AT H v £ A,

Q5. What is the typical infringement strategy, raid, economic police, civil and criminal

court actions.

PIME R ESR L LT, 22, R Es, RN, TR EH 2 RS T,

Regarding Mark infringement, there are 2 (two) possible legal actions under Mark
Law which can be taken by the Mark owner or relevant rights holder (licensee,
franchisee, distributor, etc.) as follows:

PR FICOWTC, FIEFTAE £ XBET 2HRNE (A8 — 77 0F %A
U— IREMREEE) BEY 5 HIEAHEEIL, A L UTD 2 o0 E X bET

1. Criminal Action:
JHI = &
Criminal action of Mark infringement is stipulated under Article 100 paragraph (1)
and (2) of Mark Law as follows:
PR 0T A I ARAA L, FAIESS 100 4228 1 HB L O 2 HIZKL VKD X
g, K)J?EE ENTVET,
Article 100

(1) Any person who unlawfully uses the same Mark in its entirety as the registered
Mark of another party for similar goods and/or services that are produced and/or
traded shall be sentenced to a maximum imprisonment of 5 (five) years and/or a
maximum fine in the amount of IDR 2,000,000,000.00 (two billion rupiah).

AERE R OY SUTEGS | N A B OPE i d X OV E72I13BB I DN T, Al ORGP &
BERECIE — O 2 REICHER L& X, & & b FOBE RO K&
2,000,000,000.00 /L &7 (0 {E/LET) DOEEIAEHND,

(2) Any person who unlawfully uses a Mark which is substantially similar to a
registered Mark that is owned by another party for similar goods and/or services
that are produced and/or traded shall be sentenced to a maximum imprisonment
of 4 (four) years and/or a maximum fine in the amount of IDR 2,000,000,000.00
(two billion rupiah).

AR PE B OY SUFERG | S 2 FEL DR o OY AT FE T DWW T & ST 3 2 Bk
BEIZIEE ML U7 PR 28 B I LB, @ 4 F O KO/ XdK &
2,000,000,000.00 /L E° 7 (20 {&/L &7 )DEI &AL H 5
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If a party conducted the above infringement, then the concerned Mark owner or
relevant rights holder may deliver a warning letter to the infringing party based on
the above legal grounds. If there is no positive response from the infringing party,
the concerned Mark owner or relevant rights holder may file a police report against
the infringing party based on the above legal grounds.

BEHN LRLOREFELIT o126 SR OFTAH £ 21 3BE S 2 MR OFT A # 1,
FREEOERRMIZESNWT, RELYFFIEEZLEMNTL2eNTEET, BRES
D RERBR 2R UG R 0NE . SRR OFTA & £ 72 (IBEHER I, LR OEMIR
HUITESNT, BEEZERICBRT LI LN TEET,

Civil Action (filing a compensation lawsuit):
REHE (BEEFLRORE)

Civil action (compensation lawsuit) of Mark infringement is stipulated under Article
83 paragraph (1) of Mark Law as follows:

PR F TR 5 R (BRFRERFL) (3, PEEE 8 3RF 1 HIZLI VRO X
INZED LI TWET,

Article 83

(1) The owner of a registered Mark and/or licensee of a registered Mark License may

BEERTGRE DT A F L O T BEFGE S A B AD T A & o —F JEELOMEMN KO X
BHEIZHONT, TORE F 213 2B T 2081 2 RIEIERA T oL FHEHE I L
TR AT 2N TEET,

file a lawsuit against other parties who unlawfully use a Mark that has similarity in
its essence or in its entirety for similar goods and/or services in the form of:

a. claim for damages; and/or

b. cessation of all acts that are related to the use of the Mark.

a. HEFBHERR, KO/
b. FAEEOM I BIE S 5T~ TOITRH DI IL

If a party conducted the above infringement, then the concerned Mark owner or
relevant rights holder may deliver a warning letter to the infringing party based on
the above legal grounds. If there is no positive response from the infringing party,

the concerned Mark owner or relevant rights holder may file a lawsuit to the

10
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commercial court in the form either or both the options available under the above

legal grounds.

i N3 EREDOREZAT 725G, UL O A £ 72138 2 MR O A& 1%
FREEDOERIIZESNT, RELFF I LV EEZEL AT L0 TEET, &

FHE DO ORI 2R E NI WIGE ., SRR OFT A H £ 72138 2 R oA &

1E. RFEOERRBUC EE DUV TR FTRE 2R IR O W U E 72 13l 5 OB TR

AR T2 Z N TEET,

Distinctiveness
a7

Can a trademark consisting of one digit, two digits or three digits be found
distinctive enough to be registered?

1M, 2H7, F72IE3HTOEF TR SN DRI, BE SN D DI+ 7225851 )23
HD LYW TE LT

Yes, it can be registered as long as it has distinctive features from the prior
registered trademark, provided that, the digits do not mislead the public regarding
the origin, quality, type, size, kind, the intended use of the goods and/or services
(Article 20 paragraph c of Mark Law, the digits are not referred to the quality,
benefits, or efficacy of the produced goods and/or services (Article 20 paragraph d
of Mark Law), and such digits shall not similar in its essence or in its entirety with
registered mark or a well-known mark of other parties (Article 21 of Mark Law).
T, EATRERMEIE L TR R DB H LR BT 22N TEET, 5L
B s kO AT OMET, s, BBER, YA X FEE, P s O R b’C{/_&J‘%
WICRRREZALSE LD TN & (Pz]*“/f 205 CH), ZOHFNEEINT-RE
i M O AT — B A0 E, FlEE, AMECERT DO TIERNWI & (BIRIES 20
5% d ), TOEFD, ﬁﬁ)\@”ﬂ?ﬁ*"“i T IX AR OPARE & AERNT 2Tk L
LTHEBILZ2N & (FERRER 21 52) &ML LET,

Can a trademark consisting of one character, two characters or three characters
be found distinctive enough to be registered?

1 37, 2 P, 203 3 WFETH SN DRIEIL, BE SN D DIZ 01 &
L LB TE ET

Similar to No. 1 above, it can be registered as long as it has distinctive features from

11
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the prior registered trademark and shall conform with Article 20 and Article 21 of
Mark Law.

FRE Y ERRRIC, JeAT R ERIEAE & XA T & DR AR L. BIRIES 20 B LU 21
RITHETDRY, BET H LN TEET,

Q3. Would a trademark "Lady Gaga" or "LADY GAGA" be registrable for musical
records and/or downloadable music files in your jurisdiction ?
PAfE llady Gaga) E721% TLADY GAGAJ I, A v FRI 7T TEE L a— FBIU/E
TeiZF U rm— RaRBREHET 7 A /L& LTORBRTE L3002

Yes. Indonesia holds the first to file system where any party who firstly files the
mark has a greater registrability at the Directorate General of Intellectual Property,
if no party register similar mark.

T, A RRUT7IE, BEERSEASATEY . BEREGTEZ ST 2F5 0800
Bt el RatR A Bk L T2 B O R PE R B K 2 B rTREMEN & < 72 0 £ 77,

However, considering “Lady Gaga” or “LADY GAGA” is a famous singer and intends
to file the trademark for “musical records” and/or “downloadable music”, the
rightful person who holds the name could file an opposition during the publication
period or if the mark is registered, the rightful person to file a cancellation
lawsuit against the applicant on the grounds the mark is filed in bad faith, in parallel
files its trademark to the Directorate General of Intellectual Property.

L7 L, lladyGagal F£721% [LADYGAGA| WHA4 KT THY, [FHRLa—F] BX
WEIF TF Y ym— R g OpEL LIS L LTWLZEa2EET S
L. EDOLWMETAT DML, AEBMTICRBRLZIT) LN TE, £z,
PAREDS B SR S NG AL, IESFTAEE L. HBEAICK L CZOREENEE TR S
N Z LA BHICBUEFRAZ R T 5 Z LN TE, i T L CHMIER B ISP IR
THZENTEET,

In addition, since “Lady Gaga” or “LADY GAGA” is a famous singer worldwide, the
Directorate General of Intellectual Property could independently rejects the
trademark application if it is filed by other party than the rightful person.

F7-. lladyGaga) F721% [LADYGAGA| IZHARMICHL R TTH D720, HERIF LA
AOF DGR L7256, MM ERE M B ICEEHEA G 2 2 LN TEE
R

12
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Q4. Would a trademark "Mt. Fuji" be found distinctive enough to be registered with
respect to clothing ? In other words, can “Mt. Fuji” can be registered as not
indicating its geographical indication ?

IMtFujil &9 P IE, BEIRIC DWW CBER SN D DIT 3 il & 5 &7 &
NETD? DFED ., Mt Fuji) ITHEERERRTIIRNE L TR T ETN?

Since the trademark legal system in Indonesia acknowledges a first-to-file system,
as long as nobody files a mark “Mt. Fuji” in class 25 for clothing, the Directorate
General of Intellectual Property may register the trademark application and issue
the trademark certificate if there is no prior registered mark.

A ¥ RR YT OFEEEER BT R A RO TN D720 5 2 5 FOHIRIZ OV TIML.
Fuiil EWOPEIEAHES AL TRWIRY | MM EREIL, BIORER SN -RaiEN 72
WA, PAREHHEZ B ER L. BEIEREGEE FITT 22 LN TEET,

Q5. Would a Japanese family name such as "KUBOTA" (class 33 sake), TACHIKAWA
(class 7, class 20, class 24) be found distinctive enough to be registered ?
(AR (5 33 #kiEE) . TTACHIKAWAL (55 7 #k. %5 20 #k. 5 24 &) O X H 72
AARDIEITIREGZTE DI EFTDRMINNIN oD LEZHNE T

In the process of filing a trademark application, the applicant could write the
meaning of “KUBOTA” or “TACHIKAWA” to illustrate the background of the mark
application. In a case where “KUBOTA” is a family name and widely used by many
Japanese people, the applicant is suggested to elaborate on the meaning behind
the mark.

PR HIRE 9 2 B%, AL, TKUBOTAL <> [TACHIKAWA] DM A Fi#l L C., FoA%
OEFEDHAT DL ENTEET, TKUBOTAI METH Y . < DHEARANTILEL A S
NTWDHE, HBEANCFEEOY RICHLIEWREZFHE LSBT LI 2B LET,

For example, if a company name NAKATA CO., LTD instructs us to file a mark
“NAKATA” to Indonesia, then we will state that “NAKATA is applicant’s company
name” in the trademark application description or meaning of the mark. Hopefully,
through such a statement, the mark examiner could understand and may not issue
an office action. Other than that, NAKATA CO., LTD could also insert distinctive
feature of mark “NAKATA”, such as stylize the wording, adding logo, symbol, number,
etc.

B2 X, H L NAKATA CO.LTD & W\ S AHTD RN DY TTIZA > FRT 7T INAKATA)

13
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LWV R A AT 2 X O IHR S NG E . BRI OB SCOEIROER E LT,
[NAKATA [ZHIFE AN D&t C9 ) LFEE L E 7, 20258 I L 0, s AEE N

fRL., RERER LRV L2 LET, Z0Ofl, INAKATA] OB, Hlow =

RN, BEEEBINT 572 B LT, INAKATA] ORI % BiF 5 2 & & aRETY,

IV. Similarity of trademarks, products, and services
FERE. Padh. Y— B RAOFEEE

Q1. Are there any published guidelines for determining similarity of trademarks?
PR OFRMEZ R 2720 DR INT= T A RIA 13D T 032

The guidelines for examining the similarity of a trademark are based on Law No. 20
of 2016 concerning Mark and Geographical Indication, and Ministry of Law and
Human Rights Regulation No. 12 of 2021 on Amendment of Law and Human Rights
Regulation No. 67 of 2021 concerning Trademark Registration.

PR ORI 2 BET D200 HA KT A %, s L O£~ BIT 5 2016
RIEES 20 7, TEQCEICEET 2158 - AMEEHIII 2021 4£55 12 75, B L ORIRSE
(ZBE9 % 2021 FE ANMERLAINGS 67 SITHESWVTNET,

Q2. Are “SUPERSTAR” (Class 25) and “STAR” (Class 25) similar?
[SUPERSTAR] (%52 5%1) & [STAR) (552 5%H) CIFHLILETn?

When a plain word mark “SUPERSTAR” has been registered in class 25 by another
person (for example, the mark is registered by “X”), the other party
(person/company “A”) cannot file a similar plain word mark “STAR” as it may pose
a bar with the registered mark “SUPERSTAR” in the same class of goods on the
grounds of similarity with other registered mark according to Article 21 of Mark
Law.

W O SCFPEIE [SUPERSTAR] ML AIZ o TH 25 FHTRER SN TV EHA (BT
X] TERESILTWDGE) . TS (EA - &4 TAD) IXFEERO@E O ST 4
HEET 2 Z ST TEEH A, PAEER 21 KICESE BIo NDFEEIO SCFRGEE STAR)
AT 22 L3 TEETA, BIRESE 2 1 RICESE, [STAR] (T BREAEGIE
[SUPERSTAR| & JAELT 2 7= 80 [Al— D43 D RIS D T B B RSAE [SUPERSTAR| 23

fEE LRV BEREZITHIENTEERT A,

It will have greater registrability if the applicant files a stylized “STAR” or
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“SUPERSTAR” that have distinctive feature against the plain word (standard
character).

b UHIBE AR, 8% O30T (BEHESCE) &R TR# D % [STAR] X° [SUPERSTAR]
AL L CTHIET 5 & BEROFREMRILE £ 0 £ 75

Are there any published guidelines for determining similarity between specific
goods and services?

FEE DR & — B A OB A T 2720 ORISR A RI A4 13H Y *
T

The guidelines for trademark registration fundamentally stated in Article 20 and
Article 21 of Mark Law and further regulated under Article 17 of Ministry of Law
and Human Rights Regulation No. 12 of 2021 on Amendment of Law and Human
Rights Regulation No. 67 of 2021 concerning Trademark Registration.

PR ERIZBET D A R T A i3, FEARMIZHGEEIESR 20 B L O 21 KIZi# S
TEBY., SHITEBASE 17 B LOYUEEICET 5 2021 FAHEHRIE 12 5B X
OPEIRICEET % 2021 4 ANHMERIAES 67 S TRUESH TV ET,

The Article 20 of Mark Law stipulates as follows:
PAREVESS 20 SRITITRD XS ITHE SN TWET,

A Mark cannot be registered if:
it is contrary to the state ideology, laws and regulations, morality, religions,
decency, or public order;
EZROA TAmF— EH, RS, 7 M, AFRBIIT 260 ;
it is similar, related to, or simply mentions goods and/or services whose
registration is applied;
BESG O/ —ERA LR UL, ZhEH3HT58 0, UIEOHRHE KT
WERNHD
it contains elements that may mislead the public regarding the origin, quality,
type, size, kind, the intended use of the goods and/or services whose registration
is applied or constitutes the names of protected plant varieties for similar goods
and/or services;
BETR O/ —EAD WP, SE, B, A X, #E, UIZ2 ol HERIC
DT, AREEBRSED RO H L ER 2 ZATND O, UTFREDE /Y
— BRIk LIRGERTE & 72 o TV D S FE DA FR,

it contains information that is not in accordance with the quality, benefits, or
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(2)
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efficacy of the produced goods and/or services;

AERE SR/ — EADOME, BEIImEE B LW EFRE EA TN D,
it has no distinguishing power; and/or

WMEZ A DR RN B D

it is a common name and/or symbol of public property.

— IR, DAMEDORE L5 TVD HD

Whilst Article 21 of Mark Law stipulates:
PAREVESS 21 RIZBAT OBV BIE L TWET,

An Application shall be rejected if the Mark has similarities in its essence or in its

entirety with:

PARE DB AT RN, WOWT i E BT 2356, HBEITERIND ;

a. Registered Mark that is owned by other parties or is applied in advance by
other parties for similar goods and/or services;
JAFEORE S/ — B RIZE LTRSS TW 2 B OFTa 3 554
=

b. Well-known mark of other parties for similar goods and/or services;
[FIXEOPE S/ — B RZBI LT, & OPFTE 3 2 J& ApaiE ;

c. Well-known mark that is owned by other parties for different goods and/or
services that fulfill certain requirements; or
FEED MW= 3, [F UFEE CIIR2 Wi/ — BRI L TiE o 5
JE PSR 5 ST

d. Registered Geographical Indication.
BT A O HIPRAYFR IR

An Application shall be rejected if the Mark:
WRICEE ST DPEIRITE SN D

a. constitutes or resembles the name or name abbreviation of a famous person,
photograph, or a legal entity name that is owned by other persons, unless it is
based on written consent from the entitled party;

B NDLHEL, BEFR, BEUIME AT DIEANOAFRITHEYE T 5, XiTZh
EHEPT b0, L, IEYRHERNZEOERICLDFAEND DHE LR,

b. constitutes animitation or resembles the name or name abbreviation, flag, sign
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(4)
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or symbol or emblem of a country, or a national or an international institution,
unless it is based on written consent from the authorized party; or

constitutes an imitation or resembles an official sign or stamp or official
stamp that is used by a state or a government agency, unless it is based on
written consent from the authorized party

EFXTEANS U < IXEEERE DA FRUIMEFR, M, S5, ¥ 2RV IR A
2, FZn BT 260, (AL, BEYROFHIZLLDAENH L HEE
Br<

constitutes an imitation or resembles an official sign or stamp or official stamp
that is used by a state or a government agency, unless it is based on written
consent from the authorized party.

EF ITBUFBAIC X - THEH & 2 280970888, IR UXFER 2 BT 5 . X%
INEHEET O, (HLEBEYROEmMIILDIFEND DHEEERL,

An Application shall be rejected if it is submitted by an Applicant who has bad
faith.
HEEADEE A2 b o TR L7 IS ER S D,

Further provisions on the rejection of a Mark Application as referred to in
paragraph (1) letter a to letter ¢ shall be regulated with the Regulation of the
Minister.

(1) H a ~c £TIZW D, FEEHBEOEHIZEET 2 H 22 53R HE L. RESIZ
XVED OIS,

A further provision in determining the similarity is stated under Article 17 of
Ministry of Law and Human Rights Regulation No. 12 of 2021 on Amendment of
Law and Human Rights Regulation No. 67 of 2021 concerning Trademark
Registration elaborates in detail the criteria of assessing similarity, as follows:
FALIMEDHITIC BT 2 & S D BUEIT. IBHESE 17 FEONERIEICET 2 2021
FEOHEHAIE 12 BRONCHE SN TR Y | PEIESRERICET 2 2021 4 AHEHAIE
67 SIZiT. FLVEORHIIERED . ROy | FEMICEEE STV ET,

The assessment of similarities in principle as intended in Article 16 paragraph (2)
is carried out by paying attention to similarities caused by the presence of
dominant elements between one Mark and another, thereby giving the
impression of similarities, whether in terms of shape, method of placement,
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method of writing or a combination of elements, or similarities in speech sounds,
contained in the Mark.

%16 &H (2) HTEMI ATV 2BEEMEORMIE, JFRE LT, &2 L B0
PARE DN XEA R BRERDFET H 2 I Lo T SR Z SN A2 FEEICER T
D2 EIEoTTOIL, FNIC L - TEIBICE N DR, BEGIE, s,
BROMAE DY, ERITHEFROEUNE S v | FEMEORENE 2 biLE
R

(2) The criteria for determining similar goods and/or services as intended in Article
16 paragraph (2) letters a and b can be in the form of goods with goods, goods
with services, or services with services determined based on:

%16 5% 2 HO a KON b TEEKS TV DHEIOMRE MK O/ I — B 2 & ik
ET DTeODREREL, LTFICESWTIRESNDAGM & MEsh, —E A LM, £
iFY—e R —ERDBERE L L ENTED
a. the nature of the goods and/or services;
Pl S O ST — B A DI,
b. purpose and method of use of goods;
P i O B A S OMit 515
c. complementarity of goods and/or services;
P K O S — B A DAfi ek,
d. competition for goods and/or services
P ik S O ST — B A DR
e. distribution channels for goods and/or services;
P M OV T — B A O iR
f. relevant consumers; or
B4 D IHEE; 721
g. origin of production of goods and/or services
P i e OY S E - — E 2 o HH T

V. Prosecution procedures
BT Rk

Q1. Is it permissible to divide a trademark application?
PRSI S EIT D 2 E N TEET D

Filing a multiple-class application or a single application in several classes is
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permissible. But Mark Law prohibits the division of multiple class applications when

the trademark application has been submitted to the Directorate General of

Intellectual Property.

FEEL X5y RSO B — B 2 B X3 120 i TS 2 Z S IERd ot TnET, L
L. FEET, MM ERE ICEIEHEZ 7 L7256, SO XS0 BRI ET 5
ZEEEEELTVWET,

Q2. Is standard character trademark system available. If available, please explain how
to construe it in terms of similarity and trademark use obligation?
IRMESCFPRARGIE X H 0 £90 HD%AE. B L FEEOHE AR OBENS ED
L TR AL LTI D,

Standard character refers to a plain word. Therefore, when a plain word is filed, the
Mark Examiner will compare the mark with any kind of registered mark having
similarity in pronunciation, font, style, class of goods, type of goods, appearance,
etc.

BEHESC T, EHEOBREZRLET, o T, @HOENSHBEINTSGEA, FIEEA
B, BE. TR AZ A BEmORER], BEmORE, SMIESEET 55 5w 5 FE
FH OB GRPAIE & i U k5,

Q3. Is series trademark system available ?
U — XPERERIE LS 0 FE T,

As long as the holder of the series trademark is the same, the Directorate General of
Intellectual Property will accept the trademark application.
VU = RXREEOHAENFE—CTHHRY . MM ERE IXPGEHEEZHE L £,

Q4. Is a disclaimer system available?
FERARELRE 1T H Y 3002

The Mark Law does not regulate the “disclaimer” system, but since the
implementation of the electronic filing system, a “disclaimer” box is available for the
applicant to elaborate on which part of the mark does not have the exclusive right.
PR LT THER AN R | B A2 HLE LT E AN, BB AR EE 23 S50 S T b I,
HIBE DS REEE D E DO PTMEMHER 72 0 ZFE L <EBIT 2 720 O THEFIAREER ] O
DERT LN TWET,
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Q5. Is a letter of consent system available.
RIEZHEXH D £30,

The electronic filing system provides “additional documents” to be submitted as a

supporting document that includes allowing the applicant to submit a letter of

consent to avoid an office action against a registered mark.

a;ﬁ%ﬁﬁ'?évz%b L HBEA DS BGPTSR 2 Rfe S 2 T 5 - O DR EFE L Y
— MEHHE LTI TED AR —FEE) EHELTHET,

IV Opposition/invalidation trial
BLRHANL [ B

Q1. Can you file an appeal against the opposition decision rendering both marks are
not similar ?

MR U TH L & 2 BHBERTEITH L TARIREHF LILTH Z LT £

The opposition from other parties cannot be appealed. However, the applicant is
given 2 months to file a rebuttal or response to opposition (Article 17 paragraph (2)
of Mark Law). In case the rebuttal is rejected by the mark examiner, the applicant
could file a response to an office action (provisional refusal) within 30 working days
from the delivery date of the notification (Article 24 paragraph (3) of Mark Law),
and if mark examiner rejects the response, then the applicant could file an appeal
to Mark Appeal Commission against the final rejection from the mark examiner
within 90 working days from the delivery date of the notification (Article 29
paragraph (1) of Mark Law.

PN OMFEL T, BB LARBSLIEITEEE A, L, HBEANTERRE
RSZICR LT 2 7 AUNICEGRETLIFINE 2T 2 2 N TE E9 (PHEIES 17 5
%2 H), FGRPFEIEFRAEIC L > TS Z5GE, AL, @EA 2D 30 5%
H LA HEHE A E A i (ﬂiﬁ}é/\) ZERT 2 2 N T (REERIEE 24 456 3 1) |
FEHE A E ARG R SN2 GE . WA, A A 225 90 & 3 A LINICHE A E
AIRFHZFERT D &N TE ?iﬁ‘ (PREVESS 29 555 1 1),

If the Mark Appeal Commission consistently rejects the mark application, the
applicant could file a lawsuit against the Mark Appeal Commission within 3 months
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from the date when an appeal petition is received by the applicant (Article 30
paragraph (3) of Mark Law). The lawsuit is filed to the Jakarta Commercial Court at
the Central Jakarta District Court, where the proceedings may take up to 90 days. If
the result is dissatisfactory, any party could file a cassation/appeal to the Supreme
Court against the Jakarta Commercial Court’s decision. The Supreme Court will issue
a decision within 90 days after receiving the complete documents (memorandum
of cassation and counter-memorandum of cassation) of the parties.
PAREAIRER I Z B | S EilE L7cSE, AL, RIRPSLELZELZA
2B 3 HUNIZ, PAEAIREFHZBE SIS LR aRE T o 2 &N TEx7 (7
REVEER 30 555 3 TH) , AFalIX. WY v v X G ECHIFT O T v B v & RIS
PR Shu, SFAATFREIIAE 90 A Z 3T 5, RICARE & 256, WTilo FEE
b, TV W ZPEERHIFTOREITK U CREBHFTIC EFRT 22N TEET, &
EEHFTIL, YFEEPOERELER GFAREOREL LOGFHMERORE) 5%
L7=t%. 90 HUUNIZIREZ FLET,

Q2. Please compare the costs for the opposition procedure and invalidation action.
BN R OB A A i L T TEE N,
When a trademark application is filed, any parties can file an opposition or
objection against the trademark application within 2 (two) months of a publication
period. The opposition is filed electronically and once it is submitted by the third
party, the Directorate General of Intellectual Property filing system will notify the
applicant in relation to the opposition.
PR e SN h . AEHIENG 2 7 AN THIUX, A S R HREIC R L
THEBHIATHIENTEET, BEPLITE AT, B =FIT > TR
SND &, MEMEREIZ, BEBPICOWTHBEANZBHINET,

Then, the applicant is given the opportunity to file a response or rebuttal against
the opposition within 2 months as of receiving the opposition.

FO%, HEANT, BERIELZELTOO 2 7 HUWIZ, BEPSLCRT 2005
FIGRE RN T AN 52 bILET,

Our honorarium for filing an opposition or rebuttal against the opposition that
covers official, professional, and preparing evidence are around USD 600 to USD
1,000 depending on the difficulty of the cited mark and urgency of the trademark
application (preparation time).

YET T, BEHICRGRIBH OO DEP L LT, A7 43 vV, IR Tz
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v, GEHILOHEE R K2 S T, SO EHES SR A O R ANt (VEG IR
W U CL 600 K RL23 5 1,000 2K RVERE Z TEVLCUWLVE

On the other hand, Indonesia does not acknowledge invalidation action during the
course of trademark application. However, the Indonesian Mark Law allows any
party to file a non-use cancellation lawsuit or cancellation lawsuit. Our honorarium
for filing non-use cancellation lawsuit or cancellation lawsuit against a registered
mark that covers professional, and preparing evidence are starting from USD 6,000
to USD 25,000 that depends case by case.

—Ji. A Y RRTT TIEmEEREP OEDFEHITRO N TV EEA, LinL, A~
R 7 BEREVE T, AMEABUHFRSCEUEFRAZIRE T 2 2 L ARBD LN TWVET,
VHREBEHTCIE, BERIEE O A HBUETRA £ 72 XBUETFA T fRE T 5 72D O EMAY 722
VR GEHL D YE(i 70 & % B Lo B AT, 7 — A /31 o — A T973,6,000 K F/L7)2 5 25,000
Kk R TY,

The honorarium above excludes VAT, witness or expert expenses, photocopy, court

fee, stamp duty, bank charge, translation, etc.
FREROEMICIE, AIMEERL, SEANEZIXHEMFZOE M, o v —, BHPT BECE
ABL, SRITTRECEL, BB EIXE EnCnEt A,
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