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I. BEREFREHIELE?

What is Letter of Consent System for Trademark Co-existence?
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KIM & CHANG

Definition

Letter of Consent System for Trademark Co-existence (“Letter of Consent System”)

System that allows granting of registration of a mark identical or similar to prior marks,
when the applicant submits a letter of consent regarding trademark registration from the

owner of a previously-registered mark or an earlier-filed mark.

In Korea, [Complete type] of Letter of Consent System was adopted.

» Just by submitting a consent letter, it would be deemed that grounds of rejection relating to
similarity with prior rights are overcome without further examining the possibility of
misleading/confusing consumers as to the source of goods.
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Type of Letter of Consent System

Classification

Key Features

KIM & CHANG

Major Jurisdictions

Complete-
type

Reserved-
type

Non-rejection-type
upon submitting a
consent letter

Even if the Examiner rejects a trademark application based on
similarity to a prior registered or earlier-filed mark, the later-
filed application cannot be rejected based solely on the
similarity to such prior marks if a consent letter signed by the
prior owner is submitted .

Korea,
New Zealand

Non-rejection-type
even without a
consent letter

The Examiner grants the owner of the prior mark an
opportunity to file an opposition; if no opposition is filed, the
trademark application cannot be rejected (and the consent
letter does not need to be submitted).

EU, Germany, France,
Denmark, etc.

Rejection possible
type

After issuing a rejection based on similarity to a prior mark,
the Examiner may take letters of consent into consideration
during examination, but may still reject the application at
discretion.

Japan, U.S., Taiwan,
Singapore
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. KIM & CHANG
Background to Implementation

= Resolved the inconvenience of having to undergo circumventive methods (e.g., assighment/re-assignment

(“assign-back”) procedure, partial assighment of trademark ownership after grant of registration, etc.)

= |nconvenience of having to pursue a separate process in Korea despite the existence of global co-existence
agreement

» Enhanced consistency with the globally accepted practices

= Limitation in the scope of selectable trademarks in line with an increase in the number of existing trademarks

(*)

= Increase possibility of obtaining trademark registration by the affiliates, small- and medium-sized enterprises

(“SME(s)”) and small businesses

——
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] KIM & CHANG
Background to Implementation

= Limitationin the scope of selectable trademarks in line with an increase in the number of existing
trademarks (*)

Number of Existing Trademarks by Year Detailed Grounds for Rejection in the Past 3 Years

B Existing trademarks  =o=Increasing rate B Similar to senior trademarks  ® Others
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= Trademark rights are increasing by approx. 70,000- = 40% or more of the cases were rejected due to similarity
80,000 cases (5~6%) per year. with existing trademarks.

= Compared to 2017, 389,126 cases (25%) increased over *  Among them, 82% of the applications were filed by the
5 years. individuals, small businesses, or SMEs.
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Progress of Implementation
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. KIM & CHANG
Progress of Implementation

The bill was included in the total amendment of the Trademark Act, but was

2014
excluded during the NA’s deliberative process.

vE The bill was selected as the major policy objectives of Korean Intellectual
Property Office (“KIPO”).
Partial amendments to the Trademark Act were proposed to adopt the

March 20, 2023
Letter of Consent System.
October 6, 2023 The amendments passed the NA.
October 31,2023 The amendments were promulgated.

The amendments entered into force.

-—
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KIM & CHANG
Relevant Laws

Granting of trademark registration based on consent by the
owner of prior-registered/filed trademarks

Proviso of Article 34(1)7 of the Trademark Act
Any trademark used on goods identical or similar to the designated goods, which is identical or similar
to a registered trademark of another person based on first to file: Provided, That where the consent
of such another person has been obtained for the registration of the trademark (excluding the case
where such consent has been obtained for a trademark that is the same trademark and is used on

goods identical to the designated goods), trademark registration may be obtained.

Article 35(6) of the Trademark Act

Where the consent of the first person filing an application or of an applicant determined by
agreement or by a lot drawn has been obtained for the registration of the trademark (excluding the
case where such consent has been obtained for a trademark that is the same trademark and is used

on goods identical to the designated goods), a person who files an application later or who is not an

] applicant determined by agreement or by a lot drawn may obtain registration of the trademark.

I Rl 19
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Relevant Laws

Provisions relating to the protection of consumers post-registration

Article 119(1)5-2 (Newly Inserted Provision re Cancellation Action on the Grouds of Using the Trademark for Unlawful Purposes)

Where one person among the right holder of a trademark that is registered under the proviso of Article 34(1)7 or Article 35(6) and the
persons who have consented to the registration of the trademark causes the misunderstanding of the quality of goods or confusion
with goods related to another person’s business among consumers by using his or her registered trademark for the purpose of unfair
competition on goods identical or similar to the designated goods of his or her registered trademark.

(*example of the “purpose of unfair competition”: where certain trademark becomes well-known and the other trademark free-rides on
the reputation of such trademark)

Article 122(2) (Statute of Limitations)

No trial to revoke trademark registration or registration of an exclusive license or non-exclusive license on the grounds that the
trademark falls under Articles 119(1) 1, 2, 5, 5-2, 7 through 9 and 120(1) shall be requested after three (3) years elapse from the date
the fact that constitutes grounds for revocation ceases to exist.

Article 34(3) (Penalty for Restriction on Refiling for 3 Years)

Where a trial to revoke trademark registration is requested because a trademark right holder or a person who uses a trademark of such
trademark right holder falls under Article 119(1)1 through 3, 5, 5-2, 6 through 9, and he or she falls under any of the following on or
after the date the revocation is requested, he or she may obtain trademark registration if he or she applies for registration of a
trademark identical or similar to such trademark [limited to where he or she intends to obtain trademark registration again by
designating identical or similar goods as the designated goods] before three (3) years elapse from the date he or she falls under any of
the following on or after the date the revocation is requested.

T |
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KIM & CHANG
Relevant Laws

Transitional provision relating to the effective date

Article 2 of Addenda

The amended provisions of the proviso of Article 34(1)7 and of Article 35(6) shall also apply where a
decision on whether to grant trademark registration is made after this Act enters into force for an
application for trademark registration, a modified application, a divisional application, or an

application for registration of additional designated goods filed before this Act enters into force.

-
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. .. KIM & CHANG
1. Requirements for Submitting Consent Letter

(a) Temporal requirement

= Office Actions (“OA”) may be prevented in advance by submitting a consent letter along with

the application.
= [f refused, the consent letter may be submitted by attaching it to the response or amendment.

= (Where there is an opposition) The consent letter may be submitted by attaching it to the

opposition response.

=  Consent letter can also be submitted at the stage of appealing against a rejection decision
(rejection cannot be overcome even if a consent letter is submitted at 2" instance (i.e., Patent
Court) after the IPTAB decision is rendered).

26
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. .. KIM & CHANG
1. Requirements for Submitting Consent Letter

(b) Substantive requirement
= [Mandatory items to be included in the consent letter]
1) Name (corporate name)
2) Signature or seal of the owner of the earlier-registered (filed) trademark & applicant

3) Applicant Identification Code (if there is no applicant identification code, the reason
should be specified.) (e.g., there is no applicant identification code because it is an
internationally registered patent right)

4) Registration (Application) No.
5) Scope of designated goods for which registration is being consented
6) Confirmation of matters reflected in the respective trademark registers

7) Date of consent, etc.

,
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. KIM & CHANG
Form of Letter of Consent to Co-existence of Trademarks

A brief consent form in lieu of the actual co-existence agreement can be submitted.

Multiple registration/application numbers may be indicated and different scope of designated

goods may be stated for each case.

A color scanned copy instead of the original copy may be submitted

Notarization or legalization is not required.

30
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KIM & CHANG
Form of Letter of Consent Provided by KIPO
HAEE Japanese ZEE English
TEH A=
ﬁ *’_R’ ~ ﬁ Ia BB Consent to Coexistence of Trademarks
EA(EAL) (BLEEHE)
HEL SAERES | (BIESESHGEIEETE) Name
ﬁﬁ% : E o ed ‘I:Teame ]-l

(EESES) | (MEISHnu HIBEEREAIUBRENDH) Applicant _ ” :
T OABEHEESE LRHBAOERELE S5 R CRELET. g Bplicant
OHEFREEFEsLEEENETER Application No.

-255. 358 27

-25F BT EY

(0 : ZEBRESOEEBARLHICHNLEEFEETES)

(0 : ZEBRESOEERR—HICHLEFRETES)

- 358 ETIEE. BENHRE

[AEH(HEIEE I SLUTEER R SR EE0R B TR HEFR T
NEERFE S FESCEEL ERRRETHhICLNRL N, YFSECNEREET 3.

The owner of the below indicated prior-filed trademark consents to the filing, registration and use off
the applicant's above indicated mark.

* Designated goods of the applicant’s trademark for which co-existence consent 1s obtained.
- All designated goods in Class 18

The parties acknowledge that the respective trademark registers of the prior-filed trademark and the
applicant’s trademark will reflect that the applicant’s trademark was registered with the consent of
the owner of the prior-filed trademark.

£ A 8
E&R(EAS) (BEIREH)
AZEEE) | snezas
BR(EES

Dated this day of .2024
Name [Signature: ]
Sentor [Typed Name: ]
Applicant Applicant
Identification Code
Registration No.

31
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KIM & CHANG

2. Types of Letter of Consent That Cannot Be Accepted

(a) Conditional Consent

= Conditional consent cannot be accepted by limiting parties to use the trademark during
certain time or geographic area, or by allowing partial exclusions of legal effect.

= However, a limited consent with respect to certain designated goods will be allowed.

= AsKIPO does not intervene in relation to the contractual terms between the parties, it is
possible to set certain limitations by specifying conditions in a separate agreement.

(b) Comprehensive Consent

= Comprehensive consent cannot be granted to “any and all trademarks applied for in the
future” or “any and all trademarks applied for that include essential part A.”

33
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3. Exceptions to Application

(a) Where both the marks and designated goods are identical

= Whether the marks and designated goods are identical should be determined based on
whether they are in violation of the <1-mark-1-application principle>.

e.g.) Even if the trademarks are identical, if the goods are different (e.g., apparel vs. jeans), the rejection
may be overcome by submitting a letter of consent.

(b) Collective mark (with geographical indication), certification mark (with geographical
indication) or business emblem

= The nature of trademarks is taken into account, i.e., where transfer or granting license, etc. is
strictly restricted

(c) Where other grounds for rejection exist

= Where other grounds for rejection also exist (e.g., possibility of confusion with well-known
trademarks, copycat mark with bad faith, etc. (see Article 34(1)9, 10, 11 and 13, etc.), the
rejection cannot be overcome solely by submitting a letter of consent.
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. . KIM & CHANG
4. Examination of Letter of Consent

Examination process after the implementation of the Letter of Consent System

Filing trademark .. Publication of Granting trademark
ring iy — Examination > u ', ', — 'fg .
application applications registration

Submitting . Grounds for rejection N
a consent letter I 1

Even if there are grounds for rejection, the grounds are resolved through a consent letter

Filing trademark N Grounds for rejectionN | Publication of
. . — Examlnatlon > . . — .
application applications Granting trademark

Grounds for rejection are registration
resolved through a
consent letter

Notice of refusal

m—
Grounds for rejection Y Submitting

a consent letter

However, this applies only when there are no grounds for rejection other than those specified in Articles 34(1)7 and 35(1).

— Tem—— |
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KIM & CHANG

5. Effect of Letter of Consent

(a) Trademark registered through consent

: The trademark has the same effect as other registered trademarks.
(b) Renewal of trademarks registered through consent

: In case of renewal, the letter of consent does not need to be submitted again.
(c) Disclosure of the relevant facts (i.e., consent to co-existence)

1) Disclosurein the trademark registers

The fact that the consent was obtained is specified along with the relevant trademark registration

numbers, in both the registers of the later-filed mark and prior-registered mark.

In case of consent to co-existence in relation to certain goods only, the specific scope of designated

goods is not specified.

2) Upon registration of the trademark, the relevant facts are publicly disclosed in the detail

screen of trademarks on KIPRIS

39
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Disclosure in the Trademark Registry

Registry of later-filed trademarks

Reg. No. of co-existing 41-016 -00-00. 40-09 -00-00.
trademark as of the date of
registration of establishment or
change

Registry of the prior-registered trademarks

Reg. No. of co-existing
trademark as of the date of

registration of 16 '
establishment or change
Addend
N? 1um (Registration of consent to co-existence of trademark rights)
Date of Receipt: July 17, 2024 Receipt No.: 2024-0018 [redacted]

Grounds for Registration: Consent to co-existence of trademark rights
Details of Registration: By consent to the co-existence of trademark rights, the registration of pending
trademark shall be granted under International Registration No. 16 [redacted)].

—_
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Disclosure on Detail Page of Trademarks on KIPRIS

» Details of later-filed trademarks
O3 ®

Viarks at are -
allowedtoco-exist ==

Class: 35 Applicant: Kabushiki kaisha [redacted]
?,gﬂg'&gﬂ}e’"““’"a' RS- Ho,): Date of Appln. (International Reg.): Jan. [redacted], 2022

Reg. No.:41016 Date of Reg.: [redacted], 2024
Appln. Publication No.:4020 [redacted] pate of Publication: May 10, 2024

Device Code:
Ultimate Right Holder: Kabushiki kaisha
* [redacted]

Representative: Yeong-Jun Yang, I-Hwa Go

> Details of prior-registered trademarks

viarks that are

&L

allowed to co-exist

Applicant: Kabushiki kaisha [redacted]
Date of Appln. (International Reg.): [redacted], 2007

] Clasif,: 35 |
Appln. (International Reg. No.: 41200
fredacted]
Reg.No.:41016 [redacted] Date of Reg.: [redacted], 2008
AppIn. Publication No.: 41200 [redacted|pate of Publication: [redacted]
Device Code:

Ultimate Right Holder: Kabushiki kaisha
* [redacted]

Representative: Yeong-Jun Yang, I-Hwa Go

B 2Q 2480/ B8 | B0 SO | UK I QN8| | 2 M8 | 6 28N )

KIM & CHANG

Click on the marks that are allowed to co-exist

y ER%

S& A Srenys

HMANR Y Y=F
("¥E & ¥ & % RoiBM]

aune * Marks that are allowed to co-exist

IXde Aoy SURRERILDIS IRl ABER/VLNE  DiE2S @Y

“'5 Marks that are allowed to co-exist

@41-2007- No. Reg. No. of the marks allowed to co-exist

Entry Date

1 1€

1€
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6. Withdrawal of Consent to Co-existence, Invalidation KIM & CHANG

(Cancellation) of Agreements, etc.

(Since the consent to co-existence of trademarks is a matter agreed between the parties)
Withdrawal or invalidation (cancellation) of an agreement through consultation between the parties is

recognized; however, withdrawal or invalidation (cancellation) by either party is not recognized.

(a) Before it is decided whether the applied-for mark is to be registered

: Withdrawal of consent, invalidation of contract (cancellation), etc. may be submitted through a
written opinion, amendment, statement of information, etc. The Examiner can proceed with the

examination with these materials in consideration

(b) After it is decided whether the applied-for mark is to be registered

: To be proceeded in accordance with the trial procedure

-
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KIM & CHANG
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. . . KIM & CHANG
7. Consumer Protection Measures Post-Registration

(a) Newly inserted provision re cancellation action based on uses for unlawful purposes

1) Requirement: Cases where the relevant parties cause misunderstanding of the quality of
goods or confusion with goods related to another person’s business, by using the registered

trademark for the purpose of unfair competition

2) Subject to revocation: Trial may be requested not only with respect to the later-registered

mark but also for the prior mark which provided the consent to co-exist

3) Statute of limitations: Revocation trial cannot be filed if 3 years lapse from the date on which

the relevant cause ceased to exist

4) Penalty: Once the revocation becomes final and conclusive, you may not file an application

for the same/similar mark for 3 years.

(b) Provision which allows you to request the other party to make an indication
necessary to prevent the confusion has not been introduced.

—



VI. EBEl(cH TR RIS DEBIiE

Value of Utilizing Letter of Consent System in Korea
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KIM & CHANG
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. . . . . KIM & CHANG
Examination in Korea tends to involve separation of elements

Later-filed Trademark = Cited Prior Trademark Gist of Decision

(Patent Court Decision No. 2020He03324)

Gen.G espor‘ts G E NZI E Since the pending mark can be separated by the “Gen.G” portion only, two marks bear

resemblance in terms of their pronunciation. Accordingly, the two marks are deemed similar.

‘ (Patent Court Decision No. 2019He01834)
KgAU R U M me Ulf' If the pending mark is abbreviated as “AURUM” portion only, the two marks would
= bear resemblance in terms of their pronunciation and concept. Accordingly, the two marks

deemed similar.

(Patent Court Decision No. 2018 Heo7590; Supreme Court’s dismissal without further
c LTI deliberation)

The two marks have similarity in terms of the pronunciation, when the word portion of the
ﬂ-ﬁ%ﬂﬂﬂ pending mark and the cited mark “CLT” and “CLTI,” are separately observed.

m (Patent Court Decision No. 2016Heo786)
B LU E ICE SPM The two marks are similar when they are separately observed as “SPM.”

SEOUL PRECISION MACHINE CO..LTD

. B (Patent Court Decision No. 2011He01968; Supreme Court’s dismissal without further
deliberation)
1
NINE BR]DGES Both marks are similar in that the “bridge” portion is separately observed.

(Supreme Court Decision No. 2010Hu3527)

SOLARTEX {._,_,.} SOLARON Both marks are similar in that they are briefly recognized and pronounced, conceptualized as
- the “SOLAR” portion.

(Supreme Court Decision No. 2010Hu2148)
BANGGOLF BANG BANG The “Bang” part in both marks, which is the essential portion, are similar in terms of the

pronunciation.

X The Letter of Consent System may be effectively utilized during examination of trademarksin Korea, which still tend to observe trademarks separately.
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VI. RFEISHIOFI AR

Current Status of Utilizing Letter of Consent System
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KIM & CHANG

Current Status of Utilizing Letter of Consent System

(1) Type of Right Holder
(First Party to File
Trademark Registration
(Application)/Party who
Later Filed an Application)

Enterprise/Enterprise

Individual/Enterprise

Enterprise/Individual

Individual/Individual

Total

Number of
Applications

321 cases
(72%)

70 cases
(16%)

36 cases
(8%)

20 cases
(4%)

447 cases
(100%)

(As of August 31, 2024)
(2) Status of Number of
Examination Applications
Pending = 447 cases were received throughout 4 months after
( ived, .
examination yettobe 21428 adopting Letter of Consent System on May 1, 2024
commenced, withholding, °
etc.)
. 185 cases . oge .
Fulblilzd (41%) = Most actively utilized between companies (72%)
Granting registration 34(5%5)65
= Utilized in various stages from review to trial stages
Stage of trial 6 cases
proceeding (1%)
winahers 5 cases = Evaluated as running successfully
examination, etc.) (14)
447 cases
Total (100%)

* 6 cases pertain cases where the parties submitted a consent letter at the stage of appealing against final rejection .

(Source: KIPQ’s Press Release dated September 18, 2024)
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ViI. RFERIRZS/DFIVIVAR

Checklist for Negotiating Co-existence Agreements




RSS2 EFRIMOFIVIVAR

KIM & CHANG
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Checklist for the Party Requesting for a Letter of Consent

KIM & CHANG

4 !’

(a) Whether a negotiation for consent letter is really necessary (whether there is an alternative)
1) If the goods concerned are not important: Can simply submit an amendment deleting the
conflicting goods, or the application for the remaining goods can still be published even if you
do not respond under the partial rejection system.
2) Possibility of arguing dissimilarity between the mark/goods and the chance of prevailing
3) Possibility of initiating a cancellation action: Use investigation to be conducted

(b) Expenses to be incurred : Possibility of being demanded a considerable amount of
compensation (including costs incurred by legal representatives)

(c) Possibility of breakdown of negotiation

(d) Whether to initiate a cancellation action prior to negotiation

~N

—_——————
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KIM & CHANG

RIREREZZIITEFEDOFIVIVAL
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Checklist for the Owner of Senior Mark Who Has Been Offered  xim & cHANG
Signing a Letter of Consent

&
(a) If turning down the offer, consider the risk of being attacked with a non-use

cancellation action and if so, likely chances of prevailing

(b) Whether to charge the other party for the compensation in return for signing a letter
of consent & cost incurred for retaining a legal representative

(c) Whether to enter into a separate co-existence agreement: A separate agreement may be
executed to clarify various obligations/rights to prevent dispute.

(d) Inconvenience of having to request for the other party’s consent letter every time you

file new applications for similar marks in the future

: If the owner of a previously-registered trademark (A+B) signs a consent letter and provide it to the
owner of a later-filed trademark (A+C), another consent letter must be received when the owner of
the senior mark files an application for the trademark (A+D).

(e) Possible weakening of exclusive rights & dilution of senior trademarks

(f) Burden of having to monitor whether there are any unlawful purposes of the mark
after registration
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IX. HiERESHIE DL

Comparison of Letter of Consent System in Korea and Japan




=EEES

W

0 N o »u H

SELEIDTIA 3

KIM & CHANG

A FAEERE X o
HERO=E 2017448 b\ggga%};é%;?ﬁ/%%ﬁﬁaﬁu Aipgtigtel
IHRS I SRIBRBAE | ORISR (BT REET)
B A KRFHA 202444185 2024F5H1H
AR 54T E A B OB S5 At ﬁé‘ﬁgg%’;ﬁém
Ity NI ST IR JEAETTARRL) SR (JEETRATR)
REBROBE S x
RGNS ® O
BEBLEERER O x
ERDOBIS A— SR LA — 5 A—EEsLUA—E5

\_ 60



Comparison of Letter of Consent System in Japan and Korea

Classification

KIM & CHANG

= In principle, the consent letters were not
accepted

= Resorted to an assign-back procedure

= Since April 2017, exceptions have been

= Consent letters were not accepted

t Previous practice allowed by receiving a “statement of = Resorted to an assign-back procedure
circumstances of trade” between a parent
company/subsidiary which are in a control
relationship
2 Date of introduction April 1, 2024 May 1, 2024
. _ Applicable to trademark applications whose
. Only applicable to those filed after the i i )
3 Subjects . . registration would be determined after the
introduction
introduction of the system
a Type Reserved type Complete type

(Rejection possible type)

(Non-rejection-type)

Examination on the likelihood

> of confusion © X
Cancellation actions based on
6 0] 0
uses for unlawful purposes
2 Request for making indication 0 "
necessary to prevent confusion
8 Exceptions to application Identical marks/goods Identical marks/goods
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KIM & CHANG
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