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In considering agreements, a naked "consent" may carry little weight.... The weight to be given more detailed agreements of the
type presented here should be substantial.... [W]hen those most familiar with use in the marketplace and most interested in
precluding confusion enter agreements designed to avoid it, the scales of evidence are clearly tilted. It is at least difficult to
maintain a subjective view that confusion will occur when those directly concerned say it won’t. A mere assumption that confusion
is likely will rarely prevail against uncontroverted evidence from those on the firing line that it is not.

Accordingly, the Court of Appeals for the Federal Circuit has indicated that consent agreements should be given great weight, and
that the USPTO should not substitute its judgment concerning likelihood of confusion for the judgment of the real parties in interest
without good reason, that is, unless the other relevant factors clearly dictate a finding of likelihood of confusion.

Thus, examining attorneys should give substantial weight to a proper "clothed" consent agreement. When an applicant and registrant
have entered into a consent agreement that shows they have clearly thought out their commercial interests, and, on balance, the

other factors do not dictate a finding of likelihood of confusion, the parties' consent agreement favors a conclusion that confusion is
not likely.
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Whether agreement includes clear indication that goods/services travel in separate trade channels

Yes No

Whether the parties agree to restrict their fields of use

Yes No

Whether the parties will make efforts to prevent confusion, and cooperate and take steps to avoid any confusion that
may arise in the future

Yes No

Whether the marks have been used for a period of time without evidence of actual confusion

Yes No

In re Four Seasons Hotels Ltd., 987 F.2d 1565, 1569, 26 USPQ2d 1071, 1074 (Fed. Cir. 1993)
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In re Four Seasons Hotels Ltd., 987 F.2d 1565, 1569, 26 USPQ2d 1071, 1074 (Fed. Cir. 1993)




In re Dare Foods Inc., 2022 USPQ2d 291 (TTAB 2022) [precedential ] l":;PH:UAULRc_ :
) .,
“CLOTHED AGREEMENT”: CASE STUDY F?Ff{‘?ﬂm e

NO SALT ADDED &

RAINCOAST ¢,

« Cited Registrant NDS’' Mark: "RAINCOAST TRADING" for “seafood products”

« Applicant STOWE's Mark: “RAINCOAST DIP” for “snack food dips”

« Examiner Decision: Refused due to likelihood of confusion.
* Trademark Trial and Appeal Board (TTAB) Decision: REVERSED!

Consent Agreement can be accessed at
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Likelihood of Confusion
Our determination under Trademark Act Section 2(d) is based on an analysis of
the probative facts in evidence that are relevant to the factors bearing on the issue of
likelihood of confusion. See In re E.I. du Pont de Nemours & Co. (“DuPont”), 476 F.2d
1357, 177 USPQ 563, 567 (CCPA 1973); In re Majestic Distilling Co., 315 F.3d 1311,
65 USPQ2d 1201, 1203 (Fed. Cir. 2003). We consider the DuPont factors for which
there are arguments and evidence. In re Guild Mortg. Co., 912 F.3d 1376, 129

USPQ2d 1160, 1164 (Fed. Cir. 2019).

(1) The similarity or dissimilarity of each trademark in question. This includes appearance, connotation,
commercial impression and auditory resemblance. (2) The similarity or dissimilarity of the nature of the goods
or services. (3) The similarity or dissimilarity of established trade channels that are likely to continue. (4) The
type of consumer that makes the purchase and the conditions under which they do so. (5)The prior trademark’s
level of recognition and fame. (6) How many similar trademarks are being used on similar products? What's
their nature? (7) Has actual confusion occurred? What's the nature and extent? (8) How long has concurrent use
occurred and under what conditions with a lack of actual confusion? (9)The variety of goods or services that
use the trademark. (10) The market interface between the two trademarks. (11) The level of exclusionary rights.
(12) The extent of any potential confusion. (13) Other facts that can show there's been an effect due to

concurrent use. 10
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* (1) The similarity or dissimilarity of each trademark in question. This includes appearance,

connotation, commercial impression and auditory resemblance.

> For these reasons, we find that the marks, in their entireties, are similar. This DuPont factor thus
also weighs in favor of a finding of likelihood of confusion.

* (2) The similarity or dissimilarity of the nature of the goods or services.

» TTAB: We find this DuPont factor weighs in favor of a finding of likelihood of confusion.

* (3) The similarity or dissimilarity of established trade channels that are likely to continue.

» TTAB: We find this DuPont factor weighs in favor of a finding of likelihood of confusion
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WHEREAS NDS owns or has applied for the following Canadian and United States
trade-mark registrations and applications (the “NDS Marks™):

(a) United States Registration Nos. 3,298,661 and 3,298,662 for RAINCOAST TRADING,
in connection with (i) various seafood products in Class 29, and (ii) retail outlet services
and wholesale distributorship services featuring various seafood and maple syrup
products in Class 35, respectively;

Canadian Registration No. TMA646,438 for RAINCOAST TRADING, in connection
with various seafood and maple syrup products, and the operation of an outlet dealing in
producing, processing, packaging, and wholesale distribution of various seafood and
maple syrup products;

CO-EXISTENCE AGREEMENT
United States Application No. 85/365,983 filed July 7, 2011 for RAINCOAST, in
connection with various seafood products, natural food extracts derived from marine by-
This Co-Existence Agreement (the “Agreement”) is made and entered into as of the 1 day of products and organisms for use as dietary supplements, and maple syrup products, in
November, 2013 (the “Effective Date™). Classes 5, 29 and 30; and

BETWEEN:

NORTH DELTA SEAFOODS LTD., a corporation existing under the laws of British
Columbia, with a principal place of business at 9398 Alaska Way, Delta, British
Columbia, V4C 4R8

DM_VAN/24B624 00031/8294455 4

(hereinafter referred to as “NDS™)

LESLEY STOWE FINE FOODS LTD., a corporation existing under the laws of
British Columbia, with a principal place of business at 100 — 13955 Bridgeport Road,
Richmond, British Columbia, V6V 1J6

(hereinafter referred to as “Stowe™) Canadia_n App]icalipn No. 1,510,468 filed January 7, 2011 for RAINF‘()AST. in
connection with various seafood products, prepared food products, natural food extracts
derived from marine by-products and organisms for use as dietary supplements, and
maple syrup products, and the operation of an outlet dealing in producing, processing,
packaging, and wholesale distribution of various seafood products, prepared food
products and maple syrup products;

Canadian Application No. 1,622,433 filed April 12, 2013 for RAINCOAST TRADING,
in connection with, among other things, condiments, dipping sauces, vegetables, pet food,
oils, vitamins and seafood products (the “433 Application™);

Application (d) above has initially been refused based on Stowe's Canadian registration of
RAINCOAST CRISPS. The application is still pending. Applications (¢) and (d) above are
collectively referred to herein as the “Standalone RAINCOAST Applications™.
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AND WHEREAS Stowe owns or has applied for the following Canadian and United

States trade-mark registrations and applications (the “Stowe Marks™):

(a)

(b)

(c)

(d)

Canadian Registration No. TMAS595,748 for RAINCOAST CRISPS, in connection with

crackers;

Canadian Registration No. TMA657,027 for LESLEY STOWE'S RAINCOAST
CRISPS, in connection with crackers;

United States Registration No. 3,972,819 for RAINCOAST CRISPS, in connection with
crackers in Class 30;

Canadian Application No. 1,520,990 filed March 25, 2011 for RAINCOAST COOKIES,
in connection with cookies;

United States Application No. 85/295,039 filed April 14, 2011 for RAINCOAST
COOKIES, in connection with cookies in Class 30;

Canadian Application No. 1,450,446 filed September 2, 2009 for RAINCOAST DIP, in
connection with snack food dips;

United States Application No. 77/940,483 filed February 19, 2010 for RAINCOAST
DIP, in connection with snack food dips in Class 29;

DM_VAN/248624 00031 /8294455 4
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Applications (e) and (g) above have initially been refused based on NDS’ registration of
RAINCOAST TRADING. The applications are still pending.

AND WHEREAS opposition proceedings (the “Opposition™) have been initiated by
NDS against the registration of Stowe's RAINCOAST COOKIES Canadian Application No.
1,520,990.

AND WHEREAS NDS and S!owe that their respective trade-marks (with the
exception of RAINCOAST as a standalone mark) and products are capable of co-existing in the
Canadian and United States marketplaces without confusion and wish to enter into this
Agreement with respect to the use and registration of the word “RAINCOAST” as part of the
parties’ respective marks. The parties also hope to resolve the Opposition and to increase the
likelihood of successful registration of the parties” current applications for trade-marks in both
Canada and the United States, with the exception of the Standalone RAINCOAST Applications.
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NOW THEREFORE in consideration of the premises, mutual covenants and
agreements contained herein, and for other good and valuable consideration, the receipt and

sufficiency of which are hereby acknowledged, the parties covenant and agree with each other as
follows: Y =9 e ni bt A & : ° In the Agreement, Applicant and Registrant list the marks they have applied for,

registered and used. Re

Stowe shall not adopt, make known, use or attempt to register the trade-mark rights to the
word RAINCOAST as a standalone mark in Canada and the United States. Stowe shall

not adopt, use, make known or attempt to register the trade-mark rights to the word . . ) o ) )

“TRADING" in close proximity to the word “RAINCOAST" in any jurisdiction. [Stowe RAINCOAST DIP among its marks, or indicate any intention to pursue use or
shall not adopt, use, make known or attempt to register any trade-mark containing the
word “RAINCOAST” in association with seafood products, maple confectionary and the
business of dealing in seafood producls and maple confectionary in anyjurisdiclion. include a specific provision that Registrant will not use or register DIP with its

arks. Registrant does not list any permutation of

registration of RAINCOAST DIP as a mark in the future. The Agreement does not

NDS shall always use the word “TRADING” directly after or directly under the word RAINCOST TRADING marks. However, the Agreement similarly does not include
RAINCOAST, in a size no less than one-third the type-size of the word RAINCOAST,
on its existing trade-marks and on any future trade-marks that it may adopt and use that
may contain the word “RAINCOAST™, on all\product packaging, advertising and
marketing collateral, websites, and other marketing [materials.

any provisions contemplating such use or registration.

The Agreement lists additional steps Applicant and Registrant will take in order
NDS shall not adopt, make known, use or attempt to register the trade-mark rights to the

word RAINCOAST as a standalone mark in Canada and the United States. NDS shall to ensure that confusion is not likely, and indicates their intent to cooperate in the
L d t, k 4 y 1ete = 1 - » o )

[EER;[I‘;?’;;' Z)r:-a“z'(l')\?)(;:[r?j“ui?f c(l)(r)szn;zs:nl}(l)lvri%]Sé;;;rihtéa:zgar;fﬂﬁgc;xsl#: ::ro:g: event confusion occurs.!® See In re Donnay Int’l, S.A., 31 USPQ2d 1953, 1956 (TTAB

words RAINCOAST TRADING in any jun';diction. NDS shall not adopt, make known,

use or apply to register any trade-mark containing the word “RAINCOAST” in

association with crackers, cookies or crisps in any jurisdiction.

Decision: The refusal to register Applicant’'s mark RAINCOAST DIP is
Should either party become aware at any time of any actual confusion between their

respective trade-marks, they shall cooperate in undertaking such steps as they, acting reversed.
reasonably, shall mutuallyldetermine are necessary in order to avoid confusion.
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In re Bay State Brewing Company, Inc., 117 USPO2d 1958 (TTAB 2016) [precedential |

“NAKED AGREEMENT: CASE STUDY”

Applicant Bay State BREWING COMPANY’s Mark: “TIME TRAVELER BLONDE" for “beer”

Cited Registrant A&S BREWING COLLABORATIVE's Mark: “TIME TRAVELER"” for “Beer, ale and lager”

Examiner Decision: Refused due to likelihood of confusion.
Trademark Trial and Appeal Board (TTAB) Decision: AFFIRMED!

Consent Agreement can be accessed at

20
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(1) The similarity or dissimilarity of each trademark in question. This includes appearance, connotation, commercial impression and
auditory resemblance.

» Accordingly, we find that the marks TIME TRAVELER and TIME TRAVELER BLONDE, when considered in their entireties
(including the term BLONDE in Applicant’s mark), are virtually identical in sound, must be presumed to be virtually identical in
appearance insofar as they both are standard character marks, and would be even closer in meaning and overall commercial
impression given the arbitrary nature of TIME TRAVELER as used for the identical goods

(2) The similarity or dissimilarity of the nature of the goods or services.

» TTAB:The goods are identical insofar as the identifications in the application and in the cited registration both include "beer.”
The remaining goods in the cited registration, “ale” and “lager,” are otherwise closely related to, and in fact are types of beer.

(3) The similarity or dissimilarity of established trade channels that are likely to continue.

» TTAB: Insofar as the trade channels and purchasers are concerned (the third du Pont factor), because the goods identified in
the application and the cited registration are at least in-part identical, we must presume that the channels of trade and
classes of purchasers are the same.... Such trade channelsinclude liquor stores, beer sections of grocery and convenience
stores, and the like, as well as bars and restaurants, and the customers would include ordinary consumers.
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TTAB’s Ruling:

(1)  Geographic limitation allows good to be sold in the

same region.

» Applicationis for nationwide rights, so geographic
restriction will be “hidden” from public.

"House mark” restriction is not sufficient, because “[i]n
general, use of a house mark does not obviate

(prevent) confusion.”

Trade dress: “The terms of the agreement only require each
party to not use the trade dress of the other but do not require
the use of particulartrade dress by either party. Thus, if each
used minimal trade dress and smaller font displays of the
house marks, then the essence of the agreement would be
met, but would not aid in the avoidance of confusion.
Applicant essentially is asking the Board to make a likelihood
of confusion determination based upon its mark (with use of its
house mark and trade dress as shown in the examples) that not
only is not being registered, but is not even in use yet as
reflected by its Section 1(b) application, and which Applicant
will not be required to use. Thatis to say, Applicant desires a
decision based on its mark, not as applied for, but rather as
promised.”

1. Restrictions on Use. A&S will not use TIME TRAVELER other than in connection
with an accompanying house mark, currently THE TRAVELER BEER CO. Bay State will not
use TIME TRAVELER BLONDE other than in connection with its own house mark, currently
BAY STATE BREWING. Bay State will not use TIME TRAVELER or the word TRAVELER
other than as part of the composite mark TIME TRAVELER BLONDE. When referencing TIME
TRAVELER BLONDE, Bay State will use the term BLONDE in a manner that is equally as or
more prominent than the terms TIME and TRAVELER. For the purposes of this Agreement,
“use” includes production, sales at any tier of the three-tier system, distribution marketing
activities, andlor licensing. Notwithstanding the forgoing, Bay State reserves the right to change
the name of TIME TRAVELER BLONDE to TIME TRAVELER MAIBOCK, provided that Bay
State complies with all provisions of this Agreement, including the restrictions on use outlined in
this section. In thal event, this section should be read to replace any reference of BLONDE to
MAIBOCK. For the avoidance of doubt, Bay State will not use TIME TRAVELER BLONDE and
NME TRAVELER MAIBOCK simultaneously on separate products

2. Trade Dress: A&S will not use trade dress in its packaging, labeling, and/or

7 of TIME TRAVELER that is confusingly similar to the labeling, packaging, marketing
materials, or other imagery used by Bay State in connection with its sales and marketing of
IIME TRAVELER BLONDE, current examples of which are attached hereto as Exhibit A. Bay
State will n ing, and/or marketing of TIME TRAVELER
BLONDE that is ¢ singly sim marketing materials, or other
imagery used by Al in connection with its sales and marketing of TIME TRAVEI ER, current
examples of which are attached hereto as Exhibit B

3. Geographical Limitation. Bay State will not use TIME TRAVELER BLONDE outside
of New England and the State of New York.

4. Trademark Applications. A&S will take no aclion to interfere with Bay State'
trademark application for TIME TRAVELER BLONDE, provided that Bay State complies with th
terms of this Agreement. Bay State will take no action to inlerfere with A&S's trademark
application for TIME TRAVELER, and/or any existing or future trademark application by A&S
using the word TRAVELER, provided that A&S complies with the terms of this Agreement. Upon
request, the parties ac » to execule a consent form, in a format identical or substantially similar
to the form attached hereto as Exhibit C, to evidence this consent and to be filed with the
USPTO. The parties agree to cooperate in executing any further documentation required by the
USPTO to cffectuate the intent and terms of this Agreement

5. Likelihood of Confusion. The parties hereby acknowledge that they believe thal

here would not be a likelihood of confusion between the TIME TRAVELER mark and the TIME
tAVELER BLONDE mark if the parties comply with the terms of this Agreement. Should

C isumer confusion between the parties’' products occur in the ftuture, however, the
to cooperate in good faith to resolve such actual confusion and to develop

sumcient

o

6. Ownership of Trademarks. By this Agreement, A&S acquires no rights from Bay
State with respect to the TIME TRAVELER BLONDE trademark other than the consent granted
herein. Bay State retains all rights to the TIME TRAVELER BLONDE mark. Similarly, Bay State
acquires no rights from A&S with respect to the TIME TRAVELER trademark other than the
consent granted herein. A&S retains all rights to the TIME TRAVELER mark. Neither party will
in any way attempt to associate itself with the other party or trade on the other party's good wil
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. "In the

present case, Applicant has amended the basis of its application
to Section 1(b), alleging a bona fide intention to use the mark in
commerce, so there is at this time no verifiable proof of
coexistence, nonetheless longstanding coexistence, without

confusion.”
. "Further, the

goods are subject to impulse purchase.”
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We say: “If you do not cooperate, our client will cancel your registration.”

We say: “Please cooperate with our client, because if you do not, we will explore the possibility
that you committed fraud against the USPTO, or that your mark is descriptive and not entitled to
registration at this time, or that your allegation of use in commerce was false, or that you lacked a
bona fide intent to use at the time of filing of the application.”

We say: “If you help our client register its mark in the U.S., we will return the favor abroad.”

We say: “If you help our client register its mark, our client will pay you.”
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. "fresheasy (stylized)” for “Packaged food consisting principally of processed
vegetables; packaged food consisting principally of processed fish and shellfish; packaged food
consisting principally of processed meats; packaged food consisting principally of meats;

packaged food consisting principally of fish and shellfish; packaged food consisting principally
of vegetables” in Class 29.

: "FRESH 'N EASY” for “Fresh cut vegetables” in Class 29.
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. "fresheasy (stylized)” for “Packaged food consisting principally of processed vegetables;
packaged food consisting principally of processed fish and shellfish; packaged food consisting principally of

processed meats; packaged food consisting principally of meats; packaged food consisting principally of fish and
shellfish; packaged food consisting principally of vegetables” in Class 29. | ]

: "FRESH 'N EASY” for “"Fresh cut vegetables” in Class 29. | ]

? Applicant suspects Registrant has abandoned its rights in its mark, and files a
Petition to Cancel for abandonment.

: Cooperation and Success.
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Accesible at:

WHEREAS, Fresheasy does not currently sell, or currently intend to sell, “fresh cut
vegetables™ as an individual product under the Fresheasy Pending Marks.

WHEREAS, CHRW does not currently sell, or currently intend to sell, the Fresheasy
Goods/Services under the CHRW Mark.

WHEREAS, the parties are not aware of any consumer confusion from their concurrent
use of their respective marks and agree to continue to coexist on the terms and conditions
contained herein because the partics belicve that adherence to the terms of this Agreement will
ensure that no confusion, mistake, or deception is likely to result from their use of their respective
marks.

« 1stand 2"d WHEREAS Paragraphs: The parties
are not selling the other’s goods, and have no
plans to do so in the future.

« 39 WHEREAS Paragraph: The marks have
coexisted with no confusion.

» Par. 4: If actual confusion, Parties will take steps
to minimize confusion

NOW, THEREFORE, in consideration of the mutual promises and agreements contained
in this Agreement, the parties agree to and acknowledge the following:

L.

So long as CHRW complies with the terms of this Agreement, Fresheasy agrees not
to interfere with, contest, or challenge CHRW’s efforts 1o use, register, or keep
registered the CHRW Mark in connection with “fresh cut vegetables.” Likewise,
so long as Fresheasy complies with the terms of this Agreement, CHRW agrees that
it will not interfere with, contest, or challenge Fresheasy's efforts to use or register
the Fresheasy Pending Marks in connection with the “Fresheasy Goods/Services.”

Fresheasy has no current plans to start selling “fresh cut vegetables” under the
Fresheasy Pending Marks, and CHRW has no current plans to start sclling the
Fresheasy Goods/Services under the CHRW Mark.

The parties agree that they shall not disparage or defame one another.

In the event that either Party becomes aware of or is informed of consumer
confusion arising from the Parties’ use of their respective trademarks, the Partics
will promptly, and in good faith, confer with each other and agree on appropriate.,
commercially reasonable steps to minimize any such confusion to the extent
possible.
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: "FORGET ME NOT?” for “[b]ar and restaurant services” in Class 43 |

: "FORGET ME NOT"” for “Alcoholic beverages except beers; whisky; gin; vodka;

absinthe; rum; bourbon; wines; spirits; liqueurs” in Class 33 [ ]

? Applicant may assert priority of use in Class 43

: Cooperation and Success.
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Accesible at:

Applicant limits services.

Registrant has “no current intentions to
open a bar or restaurant ....”

The marks have coexisted with no
confusion.

Parties will take steps to minimize confusion
if actual confusion occurs.

L No Likelihood of Confusion

The Parties agree that, subject to the Parties continued compliance with the terms of this
Agreement, consumers have not been, and will not be, confused by the concurrent use by FMM
under the Bar Mark and by BBL under BBL s Mark in connection with the respective goods and
services listed in BBL s Registration and the Application for reasons including, without
limitation:

(A) The Bar Mark shall only be used in connection with the provision of FMN’s Services,
as set forth in the Application, and the Parties consider BBL's goods and FMN's
Services to be readily distinguishable.

1

(B) BBL s Mark 1s used in association with BBL’s Goods and BBL has no current
intentions of opening a bar or restaurant in the United States.

(C) The Parties have coexisted in fact for at least two years without any known evidence
of actual consumer confusion between BBL's Mark and the Bar Mark.

(C) Remedying Confusion. In the unlikely event that either Party becomes aware of any actual
consumer confusion resulting from the concurrent use of BBL’s Mark and the Bar Mark:

a. Such Party shall advise the other Party within five (3) business days of the
details of such confusion; and

b. The Parties shall take commercially reasonable steps to address the
confusion and prevent its future occurrence.
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